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INTHE COURT OF ADDITIONAL DISTRICT JUDGE
(FAST TRACK), MOUNT ABU, SIROHI (RAJASTHAN)

The Presiding Officer : Sh. Narender Singh Dhaddha, R.H.J.S.
Civil Original Suit No. : 02/2008

M/s Hotel Hilltone Ltd., Opposite to Bus Stand, Mount Abu (Rajasthan)

registered under the Indian Companies Act, 1956 through its Director,

Shri Vinaykumar S/o Shri Jagdish Prasad Agrawal, Caste — Agrawal,
aged 43 years R/o. Mount Abu, District Sirohi —Plaintiff

Versus

M/s. Hilton International Corporation of 605, III Avenue,
One Wall Street Court, 10" floor, New York N.Y.-110005. USA
Shri M.S. Daswani through M/s Daswani & Daswani Patent &
Trade Mark Attornies Jaba Kusum House, First Floor, 34,
Chitranjan Avenue, Kolkata 700 012 duly Constituted Attorney
for Defendants M/s Hilton International,
HLT International, IPLLC —Defendants

SUIT FOR RESTRAINING ORDER AND MANDATORY
INJUNCTION UNDER THE TRADE & MERCHANDISE ACT, 1958

Presence:
1. Shri Ishwarlal Acharya, Advocate for the Plaintiff
2. Shri Ajit Kumar Shah, Advocate for the Defendants

JUDGMENT
DATED: 23 APRIL, 2010

1. M/s. Hotel Hilltone Limited, Mount Abu, the Plaintiff-hotel herein has filed
the instant suit for issue of restrain Order and mandatory injunction against
M/s Hilton International Corporation and Others under the Trade and
Merchandise Marks Act, 1958. In reference to the fact that one of the Plaintiff
company, is situated at Mount Abu, which is popular and operational since
years, the name of which is Hotel Hilltone, which providing of food and lodging
to the tourists against charges and the said hotel business is running
since 1973 without any interruption and obstruction, making progress day
by day. In order to achieve a unique identity in the hotel business and to
mark difference in the hotel business from that of the others, the Plaintiff
had adopted a trade mark of “Hilltone” with a caricature of frog right since
beginning of the business. The Plaintiff is the original inventor, adopter and
real and true openly user of the above trade mark with its artistic work and
the Plaintiff under this trade mark has been manufacturing sweets, namkeen,
snacks and confectionary of different tastes, aroma and design and also deals
in business of the same. The business of above hotel running since 1973,
which was initially started by partnership firm M/s Hotel Hilltone in Mount
Abu, dealing in the business of manufacturing and sale of sweets, namkeen,
snacks, confectionary (made of wheat flour, rice and pulses) bread and cakes,
etc. and the Plaintiff's erstwhile partnership firm was using the logogram of
“Hotel Hilltone with rock” and the above Hotel Hilltone was registered vide
Copyright No. A21060/78 on 1%t August, 1978. The predecessor partnership
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firm, Hotel Hilltone, got its logogram registered on 19" October, 1982 under
the trade mark of “Hilltone with above device of rock” vide Trade mark No.
396750. The above partnership firm of the Plaintiff was registered under
Section 23(1) of the Companies Act before the Registrar of Companies,
Rajasthan (Jaipur) on 25" September, 1984 successor private limited company
under the name and style of Hotel Hilltone Private whose Registration No.
3106. On 29" June, 1995, under the Companies Act, Hotel Hilltone Pvt. Ltd.
was changed to a new name of Hotel Hilltone Ltd., and then it no longer
remained private, and whose No. is 17-03/106. Presently the Directors of the
Company are Sh. Jagdish Prasad Agarwal, Sh. Vinod Kumar Agrawal and
Sh. Vinay Kumar Agrawal, partners of the erstwhile partnership firm. Hotel
Hilltone Pvt. Ltd. thus got the right and title in ownership, which were earlier
vested in the Trade mark No. 396750 of the erstwhile partnership firm, M/s
Hotel Hilltone. Hotel Hilltone Pvt. Ltd. again got the above trade mark was
registered with a change of insertion of a word “Hotel” between the “device of
rock” and “Hilltone” with minor graphical change under No. 496536 dated,
181 July, 1988. Hotel Hilltone Ltd. has got the same right and title under this
trade mark and logogram which the erstwhile partnership firm Hotel Hilltone
Pvt. Ltd. had and it is the legal owner of this trade mark and logo. The Plaintiff
Company has authorised Sh. Vinay Kumar Agrawal, Director of the firm, by
passing a resolution in connection with filing a suit under Trade marks Act
and to take necessary action in this regard. The Plaintiff’'s hotel has many
rocks within the boundary of the hotel and some natural rocks can be seen
even in the rooms of the hotel which are used as walls of the rooms. The hotel
is surrounded with natural beauty of hills and its room being situated in a
hilly area make one feel like being among hills during vibrations in the hills.
This is why the Plaintiff and its predecessor partnership firm have been using
the above logogram of “Hilltone” and rock as a symbol of their hotel business
since 1973. The Plaintiff’s hotel is a three star hotel, and the interior decoration
of the hotel has been designed keeping in view the Indian culture and
traditional Indian designs which distinguishes the Plaintiff-hotel from other
hotels. Apart from that, the style of serving the food to its guest is also very
traditional which distinguishes the Plaintiff’s hotel from the Defendant’s hotel
or any other hotel of the world. The food items which are prepared in the
Plaintiff’'s hotel are not prepared in any hotel of the Defendant situated in
other countries. The Plaintiff has got registered the logogram of Hilltone with
device of rock under the Trade and Merchandise Marks Act for its own
manufactured and edible items for sale. Plaintiff-Hotel is very famous and
popular all over the world since long. The Defendant does not have even a
single hotel in India. After a long period of 20 years of business of the Plaintiff
since 1973 and after registration of the trade marks and logogram of the
Plaintiff-Hotel in 1993, the Defendant raised its objection for the first time in
1993 before the Assistant Registrar, Office of the Registrar of Marks,
Ahmedabad. With the service of a notice upon the Plaintiff on 27" July, 1995,
the Defendant has threatened the Plaintiff to stop the use of the name of
Hilltone and to give an undertaking to the effect that the Plaintiff will never
do business under the name of Hilltone, it was sufficient for the Plaintiff to
believe that the Defendant wants to start hotel business under the name of
Hilltone in any city of India and infringe the Plaintiff’s legal and constitutional
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rights and by taking undue advantage of the Plaintiff's reputation, the
Defendant may cause financial and legal loss, and it may result into
irreparable financial loss and mental agony to the Plaintiff. The Defendant
has illegally filed his Applications Nos. 589554, 589555 and 589556 under
the Trade and Merchandise Marks Act posing him as a big foreign power by
ignoring and disobeying the rules framed in this behalf. The Plaintiff intends
to open some more hotels at different places of the country under the name
and style of Hotel Hilltone. If the Defendant is not restrained from going ahead
with its plan, the righteous Plaintiff will not be able to start its hotel business
at other places where the Defendant has declared to open its hotel and once
the hotels are opened, the Plaintiff will suffer heavy financial losses leading
to further litigation between the parties. It is necessary to restrain the
Defendant from doing hotel business under the name and style of Hotel Hilltone
or with a name similar to that of the Plaintiff-Hotel. If the Defendant is not
restrained and it continuous to carry out business under the name and style
of Hilltone in India, the Plaintiff would be forced to suffer irreparable loss
which is beyond valued. Cause of action for the Plaintiff arose when in 1993
the Defendant filed its objection on the Trade name and in July 1995 when
the Plaintiff received a notice dated, 27% July, 1995 from Defendant. The
Defendant raised its objection with regard to trade name of the Plaintiff and
filed its application for cancellation of its trade name in Ahmedabad. Notice
was served upon the Plaintiff in Mount Abu on 27% July, 1995. Since, the
Plaintiff's business is also in Mount Abu, hence the suit is within the
jurisdiction of the Court etc. etc.

2. Defendant filed its written statement denying the facts of the plaint and
stated therein that the Plaintiff has not mentioned the reasons why the
Plaintiff and its predecessor adopted the name “Hilltone”. Defendant further
stated that the Plaintiff has wrongly and dishonestly adopted this mark and
name of the Defendant-company with mala fide intention to create confusion
about the trans-border and extra-territorial reputation of the Defendant
company in India and to take undue advantage of the reputation and goodwill
of the Defendant. The Plaintiff got its logogram of “Hilltone with above device
of rock” registered vide Trade mark No. 3967560 in class 30 and the action
taken by the Defendant for modification of the same is pending in the Trade
Marks Registry office, Ahmedabad. This statement was denied that Hotel
Hilltone Pvt. Ltd. again got the above trade mark registered with a change by
inserting a word “Hotel” between the “device of rock” and “Hilltone” with minor
graphical change. The Plaintiff-Hotel in order to get the above trade mark
registered did file an application in the registry office, bearing Application
No. 496536 dated, 18" July, 1988 and about which the Defendant came to
know for the first time in October 1992 by a Trade Mark Journal dated, 1%
October, 1992. As soon as the Defendant came to know about it, an objection
was filed by the Defendant in the Trade Marks Registry office, Ahmedabad
vide No. ADM-558. The Trade Marks Registry, Ahmedabad set aside the
objection of the Defendant on 22" September, 1995 and without giving
opportunity of being heard to the Defendant, wrongly and arbitrarily permitted
the Plaintiff to get the above trade mark registered in its favour. Being aggrieved
with the Judgment, the Defendant filed an appeal before the Hon’ble Gujarat
High Court on 22" December, 1995 which is now pending adjudication.
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Rectification Proceedings filed by the Defendant in connection with Trade
Mark No. 396750 is also pending in the Trade Mark Registry, Ahmedabad.
Sh. Vinay Kumar Agrawal, Director has no right to file this suit on behalf of
the Plaintiff-Hotel and it had not produced any resolution along with the
suit; hence, the suit since filed without authority is liable to be dismissed.
The Plaintiff has wrongly and dishonestly adopted the name and trade mark
of the Defendant with mala fide intention to take undue advantage of
popularity of an international company in India. The motto of the Plaintiff-
Company behind adopting the name and trade mark of the Defendant is to
create confusion among the tourists and to take undue advantage of
undisputed goodwill and reputation of the Defendant company. Defendant
hotel, Hilton International, has 125 branches in various main cities of the
world, where different varieties of vegetarian and non-vegetarian food is are
served in accordance to taste and demand of the guests. The Plaintiff has
adopted the trade mark of “Hilltone” of the Defendant by copying it with mala
fide intention to confuse the tourists and deceive them. The Plaintiff-Hotel has
no bumper publicity in India, whereas Defendant is an International Hotel
company which was registered in 1948 having its business and enjoying
popularity in almost each and every country all over the world. Its wide publicity
can be seen in tourism department and airports of each country and in the
tourist guide-books also. The Plaintiff has adopted the name “Hilltone” with a
mala fide intention to take undue advantage of the same. Thus, the Plaintiff
has willingly copied and adopted the name and trade mark of the Defendants
and got its hotel registered and now is running hotel under that name. The
Defendant has filed a case under Section 105 of the Trade Marks and
Merchandise Marks Act against the Plaintiff for restraining the Plaintiff from
using Defendant’s hotel’s name and removal of the same from the Plaintiff's
Hotel’'s name, which is pending before this Hon’ble Court. The Defendant is in
the process to start hotel business in collaboration with other hotels situated
in India. Recently, on 1% December, 1995 the Defendant entered into an
agreement with Hotel Holiday Inn, Crown Plaza, New Delhi under the name
“New Delhi, Hilton” and has also entered into agreement with other parties to
open hotels in different main cities of India like Bangalore, Madras, Kolkata,
Cochin, Ahmedabad, Jaipur and Chandigarh and the Defendant is planning
to invest crores of rupees in this business. The Plaintiff has copied the
Defendant’s trade name. The Plaintiff neither has any intention to open new
hotels in other tourist places of India under the name of “Hilltone”, nor it is
planning to start any other hotel. On the basis of ambiguous ground taken by
the Plaintiff, it would be unjustified to restrain the Defendant from starting
hotel business. No cause of action has arisen for the Plaintiff to file such a suit
and this Hon'ble Court has no jurisdiction to try this suit. The Plaintiff has
paid deficient Court fee for the suit, filed against the Defendant on the wrong
facts. Thus, the Defendant deserves special compensation of Rs. 11,000 from
the Plaintiff. The Defendant in its specific statement has stated that the
Defendant, M/s Hilton International Corporation of 605 New York is situated
in USA. The Plaintiff has not shown cause of action in the suit petition, thus,
the Plaintiff's suit is liable to be rejected under Order VII, Rule 11 CPC.
Defendant’s Attorney sent a notice to the Plaintiff-Hotel on behalf of the
Defendant on 27" July, 1995 from Kolkata and sent an objection with regard
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to registration of trade mark of the Plaintiff's firm in the office of Trade Mark
Registry, Ahmedabad. Thus, this suit is beyond the jurisdiction of this Court
and hence, it cannot be tried in this Court. The Plaintiff’s suit, thus, deserves
to be rejected.

3. On the basis of the pleadings of both the parties, the Court framed the
following issues:

1. Whether the Plaintiff’s hotel is being run since 1973 and the Plaintiff
had adopted the trade mark of hotel Hilltone with a caricature of frog in
the beginning of the business?

2. Whether the Plaintiff is the original inventor, adopter and a real and
true openly user of the above trade marks?

3. Whether the Plaintiff has wrongly and dishonestly adopted this name
and trade mark of the Defendant with mala fide intention to create
confusion about the transborder and extra territorial reputation of the
Defendant company in India and to take undue advantage of the
reputation and goodwill of the Defendant?

4. Whether the Plaintiff was honestly using the mark (logo) of “Hotel
Hilltone with rock” as original inventor with bona fide intention?

5. Whether Registration of Hotel Hilltone was done like Copyright
No. A201060/78 dated, 15t August, 1978 and the Plaintiff got its logogram
“Hotel Hilltone with a device of rock” vide Trade mark No. 396750 in
class 30 and the action taken by the Defendant for amending the same
is pending in the Trade marks Registry, Ahmedabad?

6. Whether the Plaintiff has got its logo re-registered by inserting “Hotel”
word with “Hilltone” with minor graphical changes vide No. 496536 dated,
18%" July, 1988 and the owner of which is the Plaintiff?

7. Whether Sh. Vinay Kumar has right to file the instant suit on behalf
of the Plaintiff company?

8. Whether the Plaintiff has copied the trade mark of the Defendant
with a mala fide intention to confuse and deceive the tourists?

9. Whether the Plaintiff has registered the nomenclature of “Hotel
Hilltone” by violating the guiding principles and instructions which are
issued with regard to the registration of trade marks and is using the
Hilltone’s name wrongly and with mala fide intention under a disguise
of the company?

10. Whether the Plaintiff in order to take undue advantage of the
popularity of the Defendant company, registered in 1948 as International
Hotel, widely publicised in the tourism department, of each and every
country, airports and tourist guides adopted the name of the Hotel
Hilltone and willingly registered the name and trademark of Defendant’s
company and is running hotel business (passing off)?

11. Whether the Plaintiff is entitled to get restrain Order against the
Defendant company seeking restrain to do hotel business under the
name and style of Hotel Hilton International in India?

12. Whether the Defendant has no right to file an application under the
Trade and Merchandise Marks Act, 19587
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13. Whether the Plaintiff will suffer financial loss if the Defendant runs
its hotel business under its name and style anywhere in India?

14. Whether the Defendant has by its conduct ....... the right to do hotel
business and sale of food items under the name similar to that of the
Petitioner?

15. Whether the cause of action arose for the Plaintiff to file the present
suit on 27% July, 1995 when the Plaintiff was served with a notice on
behalf of the Defendant?

16. Whether the instant suit falls within the jurisdiction of this Court
and this Court is competent to hear this suit?

17. Relief.

4. In relation to above frame issues, statement of Vinay Kumar, P.W.-1 was
recorded under Plaintiff Evidence. In Defendant evidence, statement of Rajesh
Punjabi, D.W.-1 was recorded.

5. Final arguments of learned Counsel of both the parties were heard. In
relation to above framed issues, decision of the Court on each issue is as
under:

Issue Nos. 1 to 6 and 8

6. Since, the Issues No. 1 to 6 and 8 are inter-connected, they are being
disposed of together. The onus to prove Issue Nos. 1, 2, 4, 5 and 6 was on the
Plaintiff and it was Defendant’s responsibility to prove Issue Nos. 3 and 8.
To prove the above issues, P.W. 1, Vinay Kumar, has stated that their hotel is
Hilltone Private Limited Hotel and its registration certificate is Exh. 1. He
claims that their hotel than a Public Limited Hotel and vide resolution passed
on 15" January, 2003, was sent to the Registrar of Companies for registering
their hotel as a private limited hotel. Certificate in support of public limited
company is Exh. 2. He, his brother and his father started their business
under partnership firm under the name and style of Hotel Hilltone in Mount
Abu in 1973. Since, then, they are providing facility of food and lodging to
tourists. Certificate issued by the municipality is Exh. 3. They are regularly
running their hotel business since 1973 till date without any interruption.
In order to achieve a unique identity in the hotel business and to mark
distinction in the business from other hotels, the Plaintiff had adopted a
trade mark of “Hilltone” with a caricature of frog in the beginning of the
business. The Plaintiff is the original inventor, adopter and real and true
openly user of the above trade mark with its artistic work and the Plaintiff
under this trade mark has been manufacturing sweets, Namkeens, snacks
and confectionary of different tastes, aroma and deals in the same. Their
predecessor partnership firm, M/s Hotel Hilltone, was using the logo of “Hotel
Hilltone with rock”, which was real, originally invented, bonafidely and
honestly designed and its registration was done on 1%t August, 1978.
Registration certificate is Exh. 4 and Exh. 5. On 19" October, 1982, the above
logo of Hotel Hilltone with above device of rock was registered as trade mark
vide Number 396750 and its certificate is Exh. 6 which was renewed from
time-to-time. Certificates in support of renewal are Exh. 7 and Exh. 9. The
predecessor partnership firm was registered on 25" September, 1984 under
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the name of Hotel Hilltone Pvt. Ltd. in the office of the Registrar of Companies,
Rajasthan, Jaipur under the Companies Act vide Registration No. 17-003106.
On 2" June, 1995 under the Companies Act, name of the Hotel Hilltone Pvt.
Ltd. was changed to Hotel Hilltone Limited; certificate in support of this is
Exh. 2. Now, the company was no more a private firm. The rights and title
vested in the trade mark of the predecessor partnership firm, M/s Hotel
Hilltone, were now with M/s Hilltone Private Limited under its ownership.
Hotel Hilltone Pvt. Ltd. re-registered the above trade mark by inserting a
word “Hotel” between the mark of device of rock and the word Hilltone with
minor graphical changes vide No. 496536 dated, 18" July, 1988, which is
Exh. 10. They invented the word “Hilltone” because there are many rocks
within the boundary wall of the hotel. Even in many of the rooms of the Hotel,
natural rocks can be seen and in several rooms these rocks are being used
as room walls. The hotel is surrounded with natural beauty of hills and its
rooms being situated in a hilly area make one feel like being among hills
during vibrations. Their company has been using this logo since 1973. Even
in the brochure of tourism department, which is Exh. 12, picture of a frog
like toad rock can be seen. Pictures of rocks in the hotel are enclosed ad Exh.
13 to Exh. 20. Edibles of the hotel are prepared by specially trained cook.
Their hotel has different unique names as “Haandi” for restaurant, “Klali” for
bar room and “Napat” for Hair dressers which distinguish their hotel from
others. The materials used in the food items are developed by them. Sea-food
is not served to their guests as is done in other foreign hotels. The people
who stay and enjoy in their hotel get confused over the word “Hilltone” and
take it for Hotel Hilton International. The Defendant served a notice on the
Plaintiff on 27" July, 1995 threatening the Plaintiff-Hotel not to use the word
“Hilton” in future. The Defendant took action to get their trade mark cancelled
but this action was not entertained and rejected by the Intellectual Property
Appellate Board on 19" January, 2005 (copy of the Judgment dated,
19" January, 2005 is enclosed at Exh. 21). Memorandum of Article of the
Plaintiff-Hotel is Exh. 23 and the Menu is at Exh. 24. Correspondences done
with the municipality are at Exh. 25 and Exh. 26. In the cross-examination,
the witness stated that it is correct that there is distinction between the
terms of their hotel “Hilltone” and “Hilton International”. Their hotel Hilltone
indicates to hilly residence, whereas Defendant’s Hilton does not indicate to
hilly area. He is not aware that Defendant’s hotel is widely publicised, which
can be seen in tourism department of each country, airports, and tourist
guide books. The Notice, Exh. 1, was received by him. They changed their
partnership firm into a private limited Company. He does not know that after
making it a private limited company, whether the copyright was obtained or
not. It is correct that he has not produced any bill or invoice with the mark of
Hotel Hilltone since 1973. He further stated that he had produced certificate
of municipality which is at Exh. 3. He has not given any accounts of expenses
incurred on publicity on the file. Their hotel has never come across such a
person, businessman or journalist who ever queried “whether your hotel has
any connection with the Hotel Hilton International?”

7. D.W. 1 (Rajesh Punjabi) has stated that he is the Vice President of the
Defendant Company and is well conversant with the facts and circumstances
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of the case and he has been authorised by the Company to appear as witness
in the present case. The Defendant Company was established in 1948 which
is an International hotel. Its directory is attached herewith As Exh. A2.
The Plaintiff has adopted the Defendant’s Hotel’'s name so that the Plaintiff
may get undue advantage of the popularity of the Defendant’s hotel. The
Plaintiff has copied the trade mark of the Defendant and got it registered on
29" June, 1995. The Plaintiff is not original inventor, adopter, real and original
user of the caricature of frog. The Plaintiff has illegally and dishonestly adopted
the name “Hilton” and Defendant’s trade mark with a mala fide intention.
The Plaintiff has adopted the name and trade mark of the Defendant to confuse
the tourists about the trans-border and international reputation of Defendant
in India and to get undue advantage of its goodwill. The Plaintiff is not in the
hotel business since 1973. Defendant filed its objection in the office of the
Trade marks Registry, Ahmedabad, which was decided on 22" February, 1995
without affording any opportunity to the Defendant and a Writ Special Civil
Application is pending before the Hon’ble Gujarat High Court in this
connection. Defendant moved a suit against the Plaintiff under the Trade
Marks and Merchandise Act which was dismissed. When the above suit was
moved, the Defendant had no proposal to start hotel business in Mount Abu.
The Defendant has filed Hotel and Restaurant Guide along with the counter
which is at Exh. A3, Trade mark registration documents of Hilton in foreign
countries at Exh. A4, promotional material, proposal in connection with Hotel
Hilton International as Exh. A6 and Exh. A7 and certificate in support of
registration of trade mark of Hilton International in India is Exh. A8. In the
cross-examination, the witness stated that he has not produced any authority
letter on the file authorising him to give statement in this case. Power of
Attorney for this claim, if given to Jayant Pal son of Himanshu Pal, must be
on the records. But no such power of Attorney is on the file. Directory, Exh.
A2, must have been prepared in 2003-04. They had no hotel in India in and
before 1970. He has never been to Hotel Hilltone, Mount Abu. It is correct
that names of their hotel and Plaintiff's hotel are similar which may confuse
a common man. It is correct that Defendant took action under Trade marks
and Copyright Acts against the Plaintiff, but he does not know about the result
of the action. It is correct that claim, which is at Exh. A7, has been dismissed.

8. During arguments, Counsel for the Plaintiff urged that the Plaintiff has
successfully proved the Issue Nos. 1, 2, 4, 5 and 6. The Plaintiff is in hotel
business since 1973. In 1973, they started their business under partnership
under the name and style of Hotel Hilltone in Mount Abu. In 2003, a proposal
was passed to convert the above Hotel Hilltone into a private limited firm and
to get it registered under the same name. Its registration certificate is Exh. 2
on the file. Certificate issued by the municipality is Exh. 3 on the file. This
certificate also shows that the Plaintiff-hotel is in business since 1973 and
this fact has not been contradicted by the Defendant. Registration certificate
under the Companies Act is Exh. 4 which is available on the file. Its annexure
Exh. 5 is also on the file. Certificate in support of registration under the
Trade and Merchandise Marks Act, 1958 is Exh. 6 which is on the file.
Certificates in support of renewal, done from time-to-time by the Plaintiff-
Hotel, are from Exh. 7 to Exh. 9. After converting its company into a private
limited company, the Plaintiff got its trade mark and logo re-registered with a
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minor change, copy of which is at Exh. 10 on the file. There is mention of
toad-rock in the tourist-guide and natural rocks can be seen in the Plaintiff-
hotel, photos of rocks in the hotel are from Exh. 13 to Exh. 20. The Plaintiff is
the original inventor, adopter, real and true openly user of its trade mark.
The Plaintiff-hotel has not illegally used the name and trade mark of Defendant
because the Plaintiff-hotel is the original user of this trade mark. Defendant
had filed an appeal before the Intellectual Property Appellate Board against
the Plaintiff which was decided in Plaintiff’s favour, copy of which is Exh. 21.
The Defendant had no right to send a notice, Exh. Al, to the Plaintiff-hotel
which was issued with a mala fide intention to put hurdles in the progress of
the Plaintiff’'s business. Jayant Pal had no right to file counter which was
filed by him on behalf of the Defendant company because there is no authority
letter on the file issued by the Defendant company in his favour authorising
him to do so. The statement of Rajesh Punjabi cannot be read in evidence
because no authority letter in his favour is produced on the file. Apart from
that the statement given by Rajesh Punjabi is against the facts of the case.
In response to several questions he stated that he does not know the answer.
Thus, the above issues may be decided in Plaintiff’'s favour. In support of his
arguments, the Counsel for the Plaintiff-hotel has referred to a judicial
decision made in M/ s Nibro Ltd. v. National Insurance Co. Ltd. AIR 1991 Delhi 25.

9. During arguments, Counsel for the Defendants argued that no document
like bill, Company’s accounts etc. produced in the evidence which could
establish that the Plaintiff-hotel is in hotel business since 1973. The Plaintiff
has also not produced any substantial evidence in support of its statement
that the Plaintiff-hotel is the original inventor, adopter, real and true openly
user of the trade mark of Hotel Hilltone with a mark of caricature of frog.
The Plaintiff has tried to confuse the people by using the Defendant’s hotel’s
name to get undue advantage of Defendant’s reputation and popularity so
that the Plaintiff may flourish its business. Plaintiff-hotel earlier was a
partnership firm which was changed into a private limited firm but the
Plaintiff has not produced any evidence on the file in support of registration
of trade mark of the private limited company. The appeal preferred by the
Defendant moved before the Intellectual Property Appellate Board was decided
without affording opportunity of hearing to the Defendant. An application in
this connection is pending before the Hon’ble Gujarat High Court. Defendant
is using the trade mark of Hilltone since 1948. Since, Plaintiff-hotel was using
Defendant’s name and trade mark, a notice was issued to the Plaintiff, which
is Exh. Al. No cause of action has arisen for the Plaintiff to move a suit
against the Defendant. Since, Defendant has been using the trade mark of
Hotel Hilltone since 1948, the Plaintiff cannot use this trade mark for its
business. In support of his arguments, the Counsel for the Defendant referred
to the following judicial decisions:

1. N.R. Dongre v. Whirlpool Corporation 1996 P.T.C 16 SC 583

2. Century Traders v. Roshanlal Duggar and Ors. P.T.C. (Suppl.1) 720
Delhi (D.B.)

10. Thoroughly, considered the arguments advanced by both the parties and
perused the file. It is clear from perusal of the file that the Plaintiff-hotel was
running hotel business since 1973 under the name of Hotel Hilltone Limited
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and on 15" January, 2003 the above firm was converted into a private limited
company. Certificate in support of this fact are Exh. 1 and Exh. 2 on the file.
Exh. 3, which is a certificate issued by the municipality, supports that the
Plaintiff is running its business since 1973, thus there was no need for the
Plaintiff-hotel to produce any bill or invoice, etc. in this regard. The Plaintiff-
hotel is right in doing the business with the trade mark of a caricature of frog
and is the original inventor, adopter, real and true openly user of the above
trade mark and there are sufficient evidence on the file in this regard. There
are hilly rocks in the Hotel premises and photographs in support of this fact
are on the file and on this basis the Plaintiff’s hotel is named “Hilltone”. The
Plaintiff-hotel also manufactures edible things in a way different from the
other manufacturers of food items and deals in the same. The Plaintiff has
got registration of this trade mark, which is Exh. 6 which has also been got
renewed from time-to-time by the Plaintiff. An appeal under the Trade and
Merchandise Marks Act, preferred by the Defendant company before the
Intellectual Property Appellate Board, was decided against the Defendant,
which is available on the file at Exh. 21. A suit, Exh. A7, filed under the
Trade and Merchandise Marks Act against the Plaintiff-hotel has also been
dismissed. The Plaintiff has not copied the trade mark of the Defendant’s
hotel, nor has it tried to confuse or deceive the tourists because the Defendant
has not produced any substantial evidence in this connection on the file.
Therefore, Issue Nos. 1, 2, 4, 5 and 6 are decided in favour of the Plaintiff and
against the Defendants and Issue No. 3 and 8 are decided against the
Defendants and in favour of the Plaintiff.

Issue No. 7

11. The onus to prove this issue was on the Plaintiff. P.W.1, Vinay Kumar has
supported the proposal passed by the Plaintiff-hotel by Exh. 11. Thus, it is
proved that the Plaintiff company has duly authorised Sh. Vinay Kumar to
file this suit. Thus, this issue is decided in favour of the Plaintiff and against
the Defendant.

Issue No. 10

12. The onus to prove this issue was on the Defendants. D.W. 1, Rajesh
Punjabi, has stated in his evidence that the Defendant company was
registered in 1948, but he has not produced any documentary evidence on
the file in support of his statement. He also could not prove by his evidence
that the Plaintiff named its hotel “Hilltone” to get undue advantage of
Defendant’s publicity and this was the reason why the Plaintiff got registered
the name and trade mark of the Defendant’s hotel in its favour. Thus, this
issue is also decided in the Plaintiff's favour and against the Defendants.

Issue Nos. 12 and 14

13. Both the above two issues were to be proved by the Plaintiff, but the
Plaintiff could not produce substantial evidence on the file. Therefore, the
above two issues are decided against the Plaintiff and in favour of the
Defendants.
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Issue Nos. 15 and 16

14. Since, both the above issues are connected with each other, they are
being disposed of together. Onus to prove these two issues was on the Plaintiff.
It is proved from the evidence of P.W. 1, Vinay Kumar that a notice, Exh. Al,
on behalf of the Defendant company was served upon the Plaintiff and on
that basis, cause of action arose for the Plaintiff to file the instant suit and
this notice was served upon the Plaintiff in Mount Abu where the Plaintiff is
running its hotel business. Thus, this suit is within the jurisdiction of this
Court and the Court is fully competent to hear this case. Therefore, the above
two issues are decided in Petitioner’s favour and against the Defendants.

Issue Nos. 1 and 13

15. The burden to prove these issues was on the Plaintiff. Since, the Plaintiff
has been successful in proving the Issue Nos. 1, 2, 4, 5 and 6, thus, if the
Defendant company starts its hotel business at any place in India, it would
certainly cause financial loss to the Plaintiff. Therefore, the above two issues
are decided in Petitioner’s favour and against the Defendants.

Issue No. 17

16. As clear from the above discussion suit of the Plaintiff deserves to be
decreed against the Defendant.

ORDER

17. The Plaintiff's suit is decreed against the Defendants and it is declared that
the notice dated, 27" July, 1995 served upon the Plaintiff is illegal and thus,
null and invalid and a restrain Order is passed against the Defendants
restraining them from giving threat to the Plaintiff and preventing them Plaintiff-
Hotel to use the name “Hotel Hilltone”, from putting any hurdles in the
manufacturing and selling of edible items prepared by the Plaintiff-hotel under
its registered trade mark, from using the registered trade mark of Hotel Hilltone
of the Plaintiff by bringing any change to it in order to create confusion with
regard to the logo and trade mark of the Plaintiff-hotel in anywhere in India or
from carrying out hotel activities or any other business with other Indian
companies under such duplicate trade mark which are similar to that of the
Plaintiff-hotel. Parties will bear their own costs. Decree to be prepared accordingly.

Sd/-23.4.2010

(Narender Singh Dhadda)
Addl. Sessions Judge

(Fast Track) Mount Abu Road
Rajasthan

18. Judgement & Order dictated and pronounced in open Court on today the
23 April, 2010.
Sd/-23.4.2010
(Narender Singh Dhadda)
Addl. Sessions Judge
(Fast Track) Mount Abu Road
Rajasthan

//True and Translated copy//
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