(2)

~vwaenang or 11 DY reason of the refusal of the patentee

to grant a licence or licences on reasonable terms—

(1) an existing trade or industry or the development
thereof or the establishment of any new trade or
industry in India or the trade or industry of gny
person or classes of persons trading or manufac-
turing in India is prejudiced; or

(ii) the demand for the patented article is not being
met to an adequate extent or on reasonable
terms from manufacture in India; or :

(1if) a-market for the export of the patented article
manufactured in India {s not being supplied or
developed or such market capable of being creat-
ed is not being created; or

(Iv) the establishment or development of commercial
or industrial activities in India is prejudiced; or

(b) if by reason of conditions imposed by the patentee
(whether, before or after the commencement of this
Act), upon the grant of licences under the patent, or
upon the purchase, hire or use of the patented article
or procegs the manufacture, use or sale of materials
not protected by the patent, or ‘the establishment or
devei:cfment of any trade or industry in India is pre-
judiced; or

{c) if the patented invention is not being worked in India
on a commercial scale; or

{cc) If the patented invention is not being worked in India
to the fullest extent that {s reasonable practicable; or

(d) if the demand for the patented article in India is

being met to a substantial extent by importation from
abroad by

(i) the patentee or persons claiming under him,

(ii) bmy persons directly or indirectly putchasing from
m, ' :

(iii) by other persons against whom the patentee is not

taking or has not taken proceedings for infringe-
ment; or '

(e} if the working of the patented invention in India on a
commercial scale is being prevented or hindered by
the importation from abroad of the patented article
by the patentee or the other persons referred to in the
preceding paragraph.

Where in cases to which paragraph (¢} of the last preced-
ng sub-section applies, the Controller is satisfied that the
time which has clapsed since the scaling of the patent has
by reason of the nature of the invention or for some other
cause, been insufficient to enable the invention to be work-
ed in India on a commercial scale to an adequate extent,
the Controller may adjourn the further hearing of the
application under Sections 41, 41A and 41B as the case
may be for such period not exceeding 12 months in the
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aggregate as appears to him to be sufficient for that pur-
pose: ) :

Provided that such adjournment shall not be ordered unless

the Controller is satisfied that the pateniee has taken ade-
quate or reasonable steps with promptitude to start the
working of the invention in India on a commarcial scale
and to an adequate extent:

Provided further that where the patentee establishes that the

patented invention could not be worked or worked ade-
quately before the date of the application, due to any State
or Central enactment or any rule or regulaticn' made there-
under or orders of the Government, otherwise than by the
{mposition of conditions for the working of the invention in
India or for the dispesal of the patented articles or of the
articles made by the prccess or made by the use of the
patented plant, machinery or apparatus, the period during
which such enactment, rule or regulation or order of Gov-
ernment prevented the working of the invention shall be
excluded in computing the 12 months referred to in this
sub-section.” ’

Clause 42—Procedure for dealing with applications under Section 41.

629. This clause sets out the procedure to be followed by the
Controller under Clause 41 which is substantially the same as that
contained in Clause 46 of the Bill. : _
provisions of this scction have been made applicable to proceedings
relating to the endorsement of a patent with the words “licences of
right" and to applications for revocation of patents.

By appropriate references the

“43. Procedure for dealing with application under Section 41.—

(1) Where the Controller is satisfied, upon consideration
of an application under section 41 that a prima facie case
has been made out for the making of an order, he shall
direct the applicant to serve copies of the application upon
the patentee and any other persons appearing from the
Register of Patents to be interested in the patent in res-
pect of which the application is made and shall advertise
the application. -

The patentee or any other person desiring to oppose the
application may, within such time as may be prescribed or
within such further time as the Controller may, on appli-
catien made cither before or after the expiration of the
prescribed time allow, give to the Controlier notice of
opposition

Any such notice ol opposition shall contain g statement
setting out the grounds on which the application is oppus-
ed. :

Where any such notice of opposition {s duly given, the
Controller shall notify the applicant and shall give to the
appllcant and the opponent an opportunity to be heard be-
fore deciding the case” -
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Clause 42-A—Powers of the Controller in g

Scction 41;

630. Sub-clauses 1 to § of this Clause reproduce the provisions con.
tained in Section 38 of the UK. Act, 1849, I have added two sub-
clauses (4) and (5) which are not found either in the UK. Act or
In the Blll. The new sub-clayse (4) is desi
tion similar to the one adopted in the UK.
Applicution for compulsory licence (51 RPC 75). A patentee owned
three related patents and un application for compulsory licence was
made in respect of all the three. The applicant was ahle to establish
an abuse of monopoly rights only in respect of one of the three. The
application wag {n consequence dismissed in so far ag it related to
tg)e other patents. The application even i

ranting licences under

V/ur.

t which no abuse of monopoly n‘}%hts kad been established. This
d=cision was rendered under the UK. Act of 1907, but I consider that
tne same rule would apply under the Patentg Act, 1949.

I am aware that the unsuccessful - applicant in  the above case
o~tained subsequently a licence by making a_ fresh apnlicaticn when
he established that the batent in regard 1o which he was able to
establish abuse of monopoly could be worked without infringing the
cerlier patents (vide 5] RPC 475) but this does not alter the point
which is relevant for (he present purpose. Sub-Clayuse (4) is designed
to overcome this situation. .

631. Sub-clause (5).~I have m
by a licensee to the Controller f
royalty on the ground th
originally expected.

632. 1 have, however, m

ade provision for an application
T @ revision of the terms ag to
at this proved to be more onerous than

‘ 1ade this right of the licensee to apply
for revision of terms subject to three conditions, namely, (1) it

would not be entertainable within 12 months from the date of the
settlement of the terms, (2) that the licensee must work the patent
in order o establish the conditions for revision, and (3) that only
one application shall be entertainable by the Controller in respect of

a single licence. The ratjo behind conditions 1 and 2 needs no ex-
planation while the ]

ast condition is designed to impart a finality
to the terms at some stage, .
G33. Sub-clause (6).— Substamiuliy reproduces Clause 41(2) of
the Bill. - :

G34. The following is a draft of the clause as revised: —
M2-AL Powers of the Controller in I
Seetion 41— (1) Where the  Controller g satisfled  on
applicatin made undoer Section 41 that the manufacture,

tse o sule of miterials nog protected by’ the patent js un.

airly projudiced by reason of conditions imposed by the
patentee upon the grant of licences under the patent, or

upon the purchase, hire or use of the patented article op
process, he may, subject to the provisions of that section,

order the grant of licences under the patent to such cus-

tomers of the applicant as he thinks fit as well as to the
applicant, . ' '

ranting licences under

i T e sory licence
: an @ ant for a compulso g A
and fe :o%palkl)cle requirements of the p\:b&ce hsiﬁ 'rpate::ts,
thte' ‘“ae(:i with respect to some only of
satlisile .

Provided however t

L

. . or-
Where an application under Section % is tr}x\m:d;a it)gnf p& X
@ m!;e‘r(x the holder of a licence un eir e ofa
scon ti-oxugr may, if he makes an order ﬁ;r he grant of
lié):nce to the appliicfax;lt, (;rder thﬁet ei;?sstea o et o e
e thinks

c%lgfllg ?;emgx'};m of a licence é& the applicant, orde.r

(zhe existing licence to be amend .

i ion 41 the Controller
g lication under Sectxgn
©) g(?é;seugg gar?tp gf a licence he may direct that the licence

shall operate— . )
(a) to deprive the patentee of any right which he may

cise or vend the
ntee to make, use, exer ise :
E:é::nfimp?re to grant licences under the paten:h .
! the in-
(b) to revoke all existing licences in respect of
‘vention.

by the same patentee
Where two or more patents are held by fratiod St

¢ i an-
then if the Controller is sqltisﬁedﬂt(hta}fetﬁfgg;c)glécrigtte% o
ici r satisfactorily work Lic d 1o
?pr:eg‘fé(ir;tlgwc;e patents without infringing the o
PR <

T INE order
patents held by the patentee, the Controller may by e

i i t of the other patents
i f of a licence in respecC ‘ fents
S e %rlintthe licensee to work the pats;xrt Soeit;?gn 2
;'lrlxsorc}r?aggato which a licence is granted und i
1 g

: itions of a licence have been
(5) Where the terms and condition

icatio: made to
settled by the Controller, an apphcatt‘ionrrer‘llzgiol;e nade to
.sf s ntroller by the licensee for “e=‘tled e roved
for :Uon the ground that t}}e‘ terms suer’ter‘» ave proves
tcng‘. more onerous than originally ei(E’,c:to‘work e
to‘ cequence thereof the licensee is unabtie
conse

i : a loss.

ntion except at a . .
. hat no such application Shaudbctee%r?iﬁlr;]ifg

¥ the cxpiry of 12 months from t'h?nalziy ool by
i)}uO;S ‘ms of the licence have 1Enccn ?g;%ained septled oY

e G hall not be en )

) er and sha i . ‘cial scale.
t'h‘L C‘()lximrf?sllxvorked the invention on a"“t)}rﬂimc)i'nlxsc N
l‘l’wnStc?md‘ application for revision under this ck
NGO SsC e
he entertained.

: - Wan " 1\d L d
( 3 A\' \voperson to \V}\On\ Q 11(.‘ nce h.’lS bel.n g[ullf 1 (&3
8 Faus C 1S

1 all upon the patentee to
‘ > entitled to call upon th
etion 41 shall be entit ull upon the htee to
S,(;f\\n ?rnz‘mrdings to prevent m’l) m‘fi”}i(rrllg(c?st Jn e
tlf ;(‘vlt and if the patentee reluses (“ d glects 1o 0 50
});[‘i%;ﬂ iwo months after being so c% e : rinéement ™
;\C)e\m'\y e prociee;lmgs rf:ofhctz ;atentec, making the
i R ; though he we  moking the
his own name as in b he were e P e a
a defendant bu pa ed os defen-
gg;elnzgin not be liable for any costs unless

appearance and takes part in the proceedings,




Scction 43 T ™% ““% conditions of licences to be granted under

G35, Clause’ﬂ(l) (a) of the Bill follows Section 39
UK. Act, 1949 in empowering the Controller t
licences in those cases where,

(1) the invention
ndia, and

(2) it would be in public j
worked in the country

I have already poin
first requisite. .

(1) (a) of the
0 grant compulsory

can be worked on a commercia] scale {n

Dterest for the Invention tg be
without delay

ted out why I recommen

636. A denia] of the se
a defence,

invention should be worked or
i items of either
country reached the saturation

unregulated over-production.

637. Clause 4(1) (b) of the Bill g
to secure tg the p

atentee the maximum ro alty that could be paid
leaving Unmentioned the in , lbz’,censee who is to work
the patent ang the consumer who by purchasing the patented arti-
cle ultimately pays the royalty, 1 have endeavoured to include the
int?lrests of these two parties to be taken into account by the Con-
troller,

638. Sub-clause (2) (b) is new only in the sense that it does not
f‘mc,i a place in the Bill. 1t is, however, an adaptation of provisions
which found place in Section 24(1) (c) of the UK

I Act, 1907 s
amended in 1919, which was, however, confined to licences granted
I respect of patents voluntarily endorsed by the batentees with the
words “licences of Tight”. The power of the Controller to settia
the terms of licences ig on'the terms of the statute without any
restriction. Consequently it j isi
¢ construed as enabling the Controller
terms of the licence, issi i
od articles from abroad. I consider it desirable that the matter
should be put beyond doub v i isi

639. The fuliowing.redraft giv
dation: —

*42.B. Terms and conditions of licences o he granted un-
der Section 41.—(1) The powers of the Controllar upon
an application under Section 41 shall be cxerecised with
a view to securing the following general purposes, that
Is to say-—

(a) that Patented inventions shall be worked on a com-
mercial scale in.Indja without unduye delay and to the
fullest extent that is reasonably‘practicable;

" (b) that the interests of any person for the time being
. working or developing an Invention in India under

231

the protection.of a patent
i~ i f a licence un-
i and conditions o
@ cga):SIerétfrt'nﬂﬂg tt}}:: gér?éioller shall endeavour.’to secure
N hat the royalty and other remuneration, bl:enarfli)c'iallﬂleb:
M the ed to tge patentee, or other person '-eard ly
Hert'lvtled to the patent, is reasonable, having reg L
th ture of :EI: invention, the expenditure }ncxéxe:rve.
éhe&:patentee in making the invention or in
lay;'ﬂng it:and other relevant facters.

. X et
’ ention {3 worked to the full‘es

@ t‘h{a;n.tthbeypte;]tsn ;t)eegscfgvto whom the licence is granted
ggd with reasonable ‘profit to him;

({if) that the patented ar‘dcles?: are made
the public at reasonable prices. L aearics the
Vo licence granted by the Controller sha iam:u e the
(b) No lxcent import the patented article 'r:.-ih‘"gvy-:ion
hjensee Oh importation would. but for Sugnt}:‘eu“légériee.“
\ﬂxl'lesrtituizcan infringement of the rights of the pat
co

atents .
se 43—Licensing of related p i ntain-
ckﬂh? N cht uts into a separate clause tlzggp;g:clfl\%iihcgrg\'i‘so
dggo.seléliiyo'lr%("{)a (d) (i) of thi ?vf'eA%{esaip:ovisicms cf the
cas ; (;:](3) (C). In substanc ', cE o d \u:,‘h ')fOViSO
(c) to Scction 3 ) A in Clause 40(2)4 {d) (ii) rea M these
UK. Act a1;e lcontfaltr;)dem. My object in separact}ng gzgsLeéegnLcllud-
to Clause 4f‘r§>n)x ?he rest of the compugpf{)’ Ilncce;%};;gwee" the provi-
provisions 1, rests upon the basic difference ' ‘Cgm[){JISOI'}'
ed in- Clause 41, r fted clauses 43 and - Compulsor
. i the redrafte o use of the abuse
sion contained in the latter clause beca  tne a
. under the ‘s co 1ed, it is not
cences arleyg;iig?xtéd but so far as clausga fBQ Isbacsoc:clicgi‘rﬁe ne;d for
of monopo ) oly rights, but is ea. a 1
i buse of monopoly rig the public interest that a
a question of a / , ; and it is to the p ked and that
S ; ventions; ¢ . rorked an I
the ,ﬁ”t?élri‘sﬂfgorofwmch patents arcb gramcd\?:toelglci %ef ngkfer batents in
inve T ) the ex S
ld be thrown by X . tent. This is the
no obstacles shou f the working of a pate : :
3 the way o o the requiremen
force standing in iminated from this Clause -
, eliminated fr ly after the expi
reason why I hgve § lic ¢ should be filed only !
or a licenc have provided that
that the application f the date of giant and have p
“years from . o o at any
ratton ?{ ;}t]i?r‘? f‘::rlicence under this Clause may be filed
ic L
?{;?papfwr the grant of the patent. f abuses of patent monopolies 15i
‘pes ol abuses MY ke patentec
he common y\p@% (. e “putting the pate
o O?C :ic;ts for blocking purposcs, "?mpd des%mus of work-
the usc of paten while others are preparec Hd effeetively counter
invention ””I jee ovisions of this clause would effectively
The provisions of

shall not be unfairly pre-

available to

e hoa form abuse.
e 3tlzln‘dléncv to resort to such a fr,lrr, (tn" xU o pesition
any N \ B " o . o
o conditi that the applicam position b
e T}?C'Longm(;r;;t a licence to the <_»t}gerAp£'1t§;;ée?n e se
iy wi}h\tgsir%i%ar provisions in the UK. Ac ,bove fhe B
e 'fI?hof llowing redraft gives effect to the a _
643. The fo . o stonding ane.
dation; Asi of related patents.—(1) NoHthC?rs on nng ny-
e L}i?cns}?gﬂ\c other provisions of this chapler,
thing in U I
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after the sealing of a patent, any person who has tha':

right to work any other patented invention either

as
patentee or as licensee thereof, exclusive or otherwise, -
may apply to the Controller for the grant of a licence of =~

the first mentioned patent on the ground that he is pre-

vented or hindered without such licence,

the other invention efficiently or to the bhest advanta
possible:

Provided that no order under this section shall be madé

unless the Controller is satisfied that the applicant is able -
and willing to grant or procure the grant to the patentee «-
and his licensees if they so desire a licence in respeet of

the other invention on reasonable terms.

(2) When, the Controller is satisfied that the conditions of -

gub-section (1) have been established by the applicant, he
may make an order granting a licence under the patent
and on request by the patenteec or his licensee under the
other patent on such terms as he thinks fit,

(3) The provisions of section 42 and of sub-section 6 of Sec-
tion 42-A shall apply to the licences granted under this
scction as they apply to those granted under Section 41.”

Clauses 44 and 45—Provisions in relation to patents for food, medl-
cine cte.

644, These two clauses deal with patents for inventions with
respect to articles of food or drink, insecticides etc. The provisions
now in force are contained in Section 23CC of the Indian Patents
a}r\)d Designs Act, 1911 and these are reproduced in Clause 45 of
the Bill.

645. Clause 44 is in the naturc of a preamble and it is designed
to explain the reason for the special treatment of the

inventions
falling within this group.

646. In regard to the gencral scheme of the provisions as draf{ed,
they may broadly be summarised thus:

(1) The clauses would have retrospective operation and apply
ags much to patents in force at the commencement of
the Act as to these granted subsequent to tliat date.

(2) In line with the existing scction 23CC of -the Indian
. Paternis and Designs Act, 1911 and Clause 45 of the Bill
{compare Section 41 of the UK. Act) the period of grace
of three years applicable to applications for compulsory
licensing and endorsements under Clauses 41 and 41-A have
been climinated in respect of applications  for licensing
under this Clause. This is on the ground that compulsory
licences in respect of patents relating to food, medicine,
insccticides ete. are granted hecause of the  imperative
demands »f public interest and not on the ground of any

abuse of monopoly, a matter fully explained by the House

of Lords in the decislon of Parke Davies & Company—-
vs. the Comptroller-General of Patents— (11 RPC  169).

the existing provision in Section 23CC which has been
adopted from Section 41 of the UK. Act of 1949 enacts

3
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: ¢ needs of pyhlie health. 1 this Conneg.
tion the Provision jp section 51(4) of the Patents Aet of
New Zealand, 1953 might be noticed,
(7) T have Femoved gy

: he
bclause (4) of Clayge 44 of the Bjy ence under subsection (3), ¢
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\shal'l be subject to the Provisions of this and the next Succeeding approved person” for the purp ho, at the commencement
section,” . ‘ ' . Provided always that any person w W
(2) A; any time after the sealing of 4 patent for gp inventicn o ‘
falling withipn Sub-section 1), any person, being
in this beha)f by the

i tented inven-
i i rking as a licensee any pa . pven-
?ifcyxshéss;ili}:;’ ﬁit\}r& sug‘scction (1) shall be deemed

: e on.
" orking such inventio
) an “approved person” for working
&S an “approveq Person”, mga Brant to him

a licenco 1q work the Patenteq invention in India, for the
set out jn Sub-section g i i

the patentee and an “approved Person”
he termyg of the licence, the s

by the Controller o the @pplication eithey of th

“approved person”, :

(49) Where in respect of g patent relerred to in sub
licence g work the

W invention granted befor
this Act s N force, the

order that the existin

are  unable
ame may e settleq
¢ patentee g the

~section (1) 4

¢ the commencement ¢
Controller ma

licence be eXchanged for g licence 1o
Kranted by virtue_ of thi

3 section Upon t

IS E 3 T C -
I“ g[ a“tl“g or ICfUSlIlg to gl int SUCh rec U(l.bt, thc CC“tlal C JVern
ment S}ldn tal\e llltO CO“SIdCId“O“ Ul(:' IOH()\\'“ g ma l(..IS."‘

i cperie i the field
(1) the manufacturing or commercial experience in the
ioank : ¢ Vhe required finance
2 (;]f thﬁfﬁ&- n(‘thc applicant to‘secure the x{cquc
™ m:z ‘H:n n'vcvssnr}' technical pm'snnn(\!{hnnf1 roved porson
3) ‘n’her televant factors to cnsure that Cr{txi)c?n e
§ };all be one who would work the invertj
s »
and to public advantage.

(10) The renewal fees payable in respect of a patent falling with.

n su ction moie n h ic ul

{ b-section (1) shall be a moi ty only of the fees which wo d
S hd ‘

otherwise have been payable.‘



T “uu

(11) For the removal of doubts, it is hereby -enacted that -the"’. !

fq);oavcgi(t)?:nglf tt:itshs?ed i;h;zhiolg&:ving i\go sections shall be constriuagd
prevail if inconsistent with suchegtﬁg:!;or%iéfo;hﬁ' chapter and shal

Clause 45.A —Revocati .
Section 451} lon for non-working of patents falling under

649, @his clause is new and g
. o »
HI?{ Act, 1849 or in the Bill; Sectf;nz%t u%nt%e{?mce oo dn  the
h1akes provision for the revoeation of patents in l‘case of contin
: ued

) A a co cence 8
e

filed under Section 37 (on ¢
the ground of po
by the patentee) but does not.extend to caat;::ewcge;remgocoxgsilgoghmw; o
:

licence j
-clausee4gs o%r?}?éegn‘f)nqef dsoecrféotn 41 'Icéf th&t Act, (corresponding to
) ) ‘ - t consider this ] i
furdcsr?tt;?\jecfin]}mlg within Section 41 of the Bi?lgiggixlcc)ir Seatxsfactory.
! compults‘ory li?éx;lcr; Itodwor)«: the invention even after t}'zee g;’x?g{e%
. : ence, 0 not see any reas ] i .y
‘t\(/,mf:;gd“or medlc‘mo which is not \gorkedontow};i :;Cziaateqt e
non-worklien cou?fny should not be revoked where theisu‘ite s
o pworki i‘?.i' ' even after the provision in Clause 45~féd cgntinued
of fjeenc }'es‘u;t [u)und that the patent is not worked within trht oo
or (e esul ]r?étthre ;JJ_ur;éos? sought to be achieved by 81202?t;1}t'
L the pe 5 ealised, conside nati i :
Ix;(gsox;ecxcmat the patent should be taken rof;hatthenaémn‘%l ot
presenc oqu Qw Register constitytes a hindrance (o et;:;rxster ror s
Leono: y I have therefore made a provision fo ; h cvocation S
‘¢ patent in such circumstances. " {he revoeation of

650. T o .
within 3}1)0(\§jo)nidmron on which the patent would be revoked i
patent or 1'0’ oo o four years from the date of the grant Is that
whichever A}S}'I(‘dl‘.‘:)frorn the date of the Commencemengt Lonf “c;f th‘e
for working a vnger, which I consider is a reasonable Ufbeion Az,
product in gln(dr;q”_’?(-ntwn of this class—the demand fop ”Mme : time
country, If the 1 ?Ot being met out of the manufacturg";ﬁg‘entﬁd
the invention hj paféntee cannot achieve this either by rlnkF e
there is no bur xglsno or by instructing his licensees so to“ orking
circumstances \po:lvd”}'nxeigtrim’:gi% tt};]z pattent in force which inwot;ke’
enjoy : at. atente .

\x';ili()é\lll ?sAe mo'nupOI.y-Of importing the, gatentedgl;;gcliudt rorm e to
not in the interest of the country uct from abroad

651. By OVisC
Y & proviso I have suggested that the Controller bo vested

wWith pewer o adj
) adpurn a proceedij i
j brver to adjou : ‘eaing for revocation f h
o }nvtx x%):l is '(étnb]xshcd before the Controller t(})urqta I
i e (-«(um .l:lr.vn promptly {o start waorking th;\ 'S}I'mm?nt
) Ity to meet adequately the country's d i-l\tc?t;’m
: o Y demand for

the patented produe
; wt. T have also ad i

s pa nduet ; also added a rider provig;

Oréi‘l;m(;)g] C(?f ,th( petiod covered by the delay czlt,mfc)climl-;d]I‘ufT g

broer o ig}\!?mr;mm preventing or hinderiJng thle v,'ojr/}:mmm3 e

conamion me}tw‘same exception as regards com “amg o i

Lopitions | wii?l rmghtﬂbe Imposed as regards warkilr)ig rt])f‘f mthh
1 a sim 7 ion | ation

i dn line ar provision in regard to the revocation in.

¢
"
L

K. Act, 1949 which

2317
652, The following draft gives effect to the above recommenda--

tion: —

“45-A. Rovocation for non-working of Patents falling under:
Section 45(1).—(1) In respect of a patent for gn .inven-
tion falling within sub-section (1) of Section 45 of this

Act the Central Government or any person interested
may, at any time after the expiration of four years from
the date of the sealing of the patent or at any time after -
the expiration of two years from the date of the commence-
ment of this Act, whichever {s later, apply to the
Controller for the revocation thereof on the ground that
the patented invention or any part thereof which is
necessary for the efficient working of the patent, has not
been commercially worked in India by the patentee or
by persons claiming under him to an extent adequate to
meet the demand in India for the patented article or that
such demand is being met to a substantial extent by
importation from =zoroad, and if on such application the
Controller is satisfed that the applicant has established
his right to relief, may order the patent to be revoked:

Provided, however, that where it is established to the satis-
faction of the Controller that adequate and reascnable steps
have with promptitude been taken to start the working
of the patented invention in India cn a commercial scale
and to an adequate extent but that owing to reasons
beyond the control ¢f the patentee or those claiming under
him, it has not been possible to work or work aedequately
the invention in India and that if afforded further time
there is a reasonable probability of the adequate working
of the invention, he may by order adjourn the application
for such period not exceeding in the aggregate twelve
months, as will, in his opinion, give sufficient time for the
invention to be so worked:

Provided further, that where it is established that the . |
patented invention could not be worked or worked
adequately before the date of the application for revocation
due to any State or Central enactment, rule or regulation |
thereunder, or some orders of the Government, otherwise | §
than by the imposition of conditions for the working of | |
the invention in India or for the patented article or articles
made by the patented process pr made by the use of the
patented plant or machinery or apparatus, the period |
during which such enactment, rule or regulation or order |
of Government prevented such working of the invention '
shall be excluded in computing the 12 months referred to -

in this sub-section.

In deciding the application, the Controller shall follow the |
procedure prescribed by Section 42. g !
|

!

653.- Clause 45-B—Special provisién for notification of patents by
the Central Government.—As stated already, this clause seeks to i
reproduce the substance of sub-clause (4) of Clause 45 of the Bill, '




usresponding . : et . . )
Ag to Section 23cc 4) of the Indian Pyt Patents, Designs and Trade Marks Act of 1883—which made nos
ents and Degj ns rovision for the enforcement of orders granting a compulsory

: terms f h .
lype of patents I N ot the licence :
The fo owing is g d}?‘;te followed and clariﬁgelgntt}fg "N Tespect of thig - licence. T do not consider there is need for the retention of these !
alt of the proy; D— Present Provision, .. words. I would suggest that the sub-clause might read— ?

“Any order for the grant of a licence under this chapter shall.

“45:B. Spoeial .
e pecial provigion for n \
Sai?stfli‘;li Goveynment.~The g&;‘;fnc“ Patents by ¢pqe operate as if it were a deed granting a licence executed by
interoo: that it jg eXpedient and pe overnment may, if the patentee and all other necessary parties embodyi g the
ranteii tthat a licence undey .pate;fsisary n the publje terms and conditions, if any, settled by the Controller.”
nwentiorlxi naﬁyfﬁﬁ’fﬁ,f af\ff;r the sealing .of tr;mﬁg:é rfth(fm]d be 656. Sub-clause (2).—India is not a party to any international con-
MaY 50 notify in 115, “Athin sub-section (1) of Sper 20y . vention and in the reciprocal arrangements which she has entered into-
followmg pr(’?’i-‘:?on sha%ﬂ}i}dal azette gnd ereucgﬁon 45 there are no restrictions in relation to the grant of a compulsory
(1) . The Controlle ave effect, that is t aayf..n the licence, Hence there is no need for the saving contained in Clause
after the noﬁécitﬁ}é gn application made gt any 4 47 (2). The sub~clause may be deleted.
i an Ime
themaspiéy_cgnt a 1iccenr.‘eyul:\d'):ez‘p igseor;aiﬁtereited grant to Clause 47-A~Qrders and directions of the Contral Government final
applicant hgg }r‘motksh t unless he ig satigge%htt%n such 657, I have added this new clause to provide that the orders of
to the public gq the capacity to work tp i at the Government under this chapter which would include orders under
advantage, ¢ Invention Clause 46, are not to be questioned in any court. This should be so

(ii) In i r .
) thissitetéépg the termg of a ijce since they are passed in gxercise of their administrative power on the
that the 1;’3} %he Contronerl shall e;sgasgim‘id under - ground that they are needed in public interest.
c C r
¥ o pubpactured un e sure The following clause gives effect to the above recommendation:—

ret Prices Consistent “47-A. Orders and dircctions of Central Government final.—
All orders or directions of the Central Government under

(i) The proy; : S :
510ns of Sectigng 4 this chapter shall be final and shall not “be called in
Iicgni}ésermsedof the power o?’tﬁA’Cgi}? sﬁa“ apply to 4 question in any court or in any procceding.’
oo under  thig oo Foller to grant
a ectio i grant ' o
654, Clauge :;)—Ijgatlon under Sectjon 412' 3s they apply to an Clause 48—Anticipation by prior publication
25 of the Indian at}::tocatnon of Patent in public inte . & 658. T have already explained the reasons why I consider that
ment (o revoke any ats and Designs Act, 191] enabl\“}St'NSGCUOrl anticipatory publications such as would deprive an invention of
the continuance in fp. ent by notification if the e the Govorn. novelty should not be confined to publications in India. In view of
‘nterest.  Thig provisoiiy(iqe ’_of thq Patent g contrgrfre :atzshod {hat this, Clause 48(2)(b) of the Bill has to be considerably modified.
' : S om 4 P B - . . -
“.h;é' It should e excluded 'If}t]ted In the Bil] byf I see noe rp.Ubhc 659. The language of Clause 48 (1) is derived from Sections 15 and
tu};sc but neverthajeg it is a useftfl Rower conferreq may su:d,,ﬁfsﬁ’c’ 41 of the U. K. Patents Act, 1907 and I consider that the phraseology
boe‘fsor}d}uons oW obtaining g wc]fnovflsmn and taking ‘i, account employed could be improved by adopting the revision which the-
xleqtat;)tu‘ ”for the furtherance of 1hd: uture needs | think it would provision has undergone in Section 50 of the U. IX. Act of 1949. The
s o lally reproduced jtg terms in C}agsaélzgal economy, | have . . clause might be redrafted as follows:— _
'ifOIIowing redraft giyes effect to th N my draft, N . "48. Anticipation by prior publication.—(1) An invention
46. Revocation of Patent e above Tecommendation:.. R - claimed in a complete specification shall not be deemed
deemed 1o be re.ﬂ.rok(‘,dl{1 public imcrest.—-A Patent spal] p, Bov to have been anticipated or held to be not new by reason
by notification in th Olf the Centra] Government dl\ 1 e : , only that the invention was published in  a specification
mode in which ¢ i 'fﬁm'al Gazette that the patcnttc Ty ‘ filed in pursuance of an application for a patent made in
or generally pmju(’ficff‘lf‘{@SOd Is mischicvoys 1, the grlatthc India and dated before Ist January 1912
Clause 47—Suppl 10 the public.” ¢ (2) Subject as hercinafter provided, an invention claimed in a
this Chapter plementary Provisiony with respe t complete specification shall not be deemed to have been
pect to orders wnder anticipated or held to be not new, by reason only that the
invention was published Lefore the priority date of the

“ 6385, Sub-Clausc (1).—Thig

% (e . -
,I,II\'(.H;J‘S and Designg Act, 1911

eproduces Seetjon 23E(1 ' . | |
. Ction s Indis slov he specification, if the patentee or the
te which follow “(1) (,’,f the Indian ibphcant for the b p
atents Act, 1907194, The refgr]sgu\;gdtos?‘gtx;m ther ot e o e e s .’
Y other nogothe (a) that the matter published was obtained from him or

(where he is-not himself the true and first inventor)

cfore the \ nABmus t0.which . ; : : ‘ . :
Board of Trade had to resort, un;gpzla:}ccat?;g-B’Zhgfs?}sceﬁdle{d S from any person from whom he derives title, and was
¢ 0l the UK, )




Zi);
1

I consider it advisable to include 1}

such person. ang 'S CONsent or the consent of any

. .

( )'::;};e;irgéi %iéi?la;xor the applicant for the patent or
Publlention fror whom he derives title learned of th
patens. on, tehore Lhe‘dat.e of the application for the
Fenent; € application was mad s
i ably practicable thereafter: © %5 soon as

rovi i ‘
oz;}dveedmtj};it\thls sub-section shal] not apply, if th
commerciaﬁ?svsgﬁﬁgfi tihe Ipréom’ty date of t{x'e claini3
i n India, ot i
e purpose of reasonable trial? heeil;géie tl?yan tf}?;

(3) Wher i i
appliceat?ogo?;glete Sbecification s fileq in pursuance ot
abh st inventoar patc&nt ‘made by g berson being Lheot ar}
Claimeq o ygntor O deriving title from him, an iny ion
peiin “n“ijaledbpeczﬁczahon shall*not ho de'omed mex;]tzo,n
goen patbate rey reason only of any other applie, ta’"e
contratenit in thspgct of the same invention ﬁ]ada o
that aontior o efmghts of that person, or by x“eéso only
i‘gvemion was useeg é?epﬁd;}?ﬁ}?f;hat?ther a;ﬁplicatiorzlo?}ig
2t pem A0lished withoyt : '
applic}ationnl):){wﬂ?ﬁ applicant in respect oéhoté:{lsentth()f
Ao, e jr;ley olher person in Consoquonz‘e ofo oy
5 N ' ention by thay applicany oy
( ;mLt \rv;;ustandmg anything in thjs Act
use to accept g complote g et
patong ‘ plete specification or
patent onlci' aoi)atm?t t,'}?all not be revokeg or i:?&x%?dgmm ;
3 any circumstanceg which by \'ir(zuz aci(f?dtby
A : his

section do ot ¢ i

: constitute an yngieinag

. . : an -

claimed in the specification ticipation of the invention

the Controller shall

‘Clause 49 i
e 49 Pr‘cxxous Communication, div,.t,.. o ‘workj
LB VistUally (hig ciause r the e I
Section 51 of 1} Ret, 1553 he provisi
oy C Provisions copta: i
would superihe in Ig Ll:at'ents Act, 1949, 1 1¢ only c&rmf g@taxnod %
application”, {he wor; -Clause (4) whepe for 1hf-‘)\' s change |
substituted (q bring itsinalc‘ccpt ith bt ‘;})Gci[i(;ﬁc)t!i‘g;" might L
. N me .j ' earl] ) .
zcigards, Cluse "8 th pi with my carlier rocommcncrir:lgimt] 1.;2
‘Claus A ica |
661{; ‘;?h/\ UUse and Publicatjoy, after proy
_ - the Uo K. Patents
i Section 52 dealing i), A.Ct’ 1949 contains in addition isi
of an nventjon alter L},‘ ;‘Cfl.scs where there has bu(fn)] ) 12)1‘(7\'1510!1
of an e ¢ filing of o here ha & publication
pm‘{?gi’lo .;pcuﬁc.f‘mon which hag bom;}u;'\“xsmrml
a gpoémmr; Specification yndep Clausg 8((;‘)“‘1’Cd o
dospecthic provision IS 1ype, the capge s LOSSI
Cipatiome D p“b“(”;{jfolnhzsftbpo, thr:\ courts mighy ;l,i)[f tre
Bor e 'n~<)id‘~ a torlthe filing of an ;11 lic: o Tt
omiting (1 pm\-i:‘i”)) Implicatjon that the I‘I?fﬁ;‘m(m e N
2N ihtended (g depart [ro;n‘ ?h ogwtmem :
. r| e English 1
o ar . glish law
lis ;;o:sxon. This buts the matter
use of an Invention af(ep

Istong] Specification

Specilication o a
e treateg a8 a
Y, tven without

tyond argument that a publieat

a4t

&%

ro- . &3

the priority date of a claim could not amount to an anticipag.ion‘ to
deprive an invention of novelty. I have drafted the clause in line
with U. K. provision and have numbered it as Clause 49-A.

662. The following draft gives effect to the above recommenda-
tion:—
. “49-A. Use and publication after provisional specification—

Where a complete specification is filed or proceeded with’
in pursuance of an application which was accompanied by
a provisional specification or where a corencf)lete specifica-
tion filed along with an application is treated by virtue aof a
direction under sub-section (3) of Section 8 of this Act
as a provisional specification. then, notwithstanding any-
thing in this Act, the Controiler shall not refuse to grant
the patent, and the patent shall not be revoked or invali-
dated by reason only that amy matter described in . the
provisional specification or in the specification treated as
aforesaid as a provisional specification was used in India or
published in India or elsewhere at any time after the date
of the filing of that specification.”

Clause—040 Co-ownership of patents

663. This clause reproduces in substance the provisions contained
in Section 54 of the U.K. Patents Act, 1949, The law in regard to the
inter se rights of joint patentees is now to be found in Scction 37 of

91t. which is based upon Section

the Indian Patents and Designs Act, 1918
31 of the U. K. Patents and Designs Act, 1907, The changes made

m the U, KU Act, 1949 were in implementation of the recommendation
of the Swan Committee (paragraphs 162 to 110 of their final report).
Clause 50 of the present Bill removes certain inconveniences ana
obscurity in language which are to be found in Seclion 37 of tre
Indian Patents and Designs Act, 1911 nevertheless it requires slight
drafting changes. ) .

664. Under the UK. Patents Acts before 1949, there was a statutory
ban imposed on the right ‘of one co-preprietor to license a patent or
his interest in it without the consent of his ather co-proprietors.
There was however no har to his assigning his interest in the patent
to one or more individuals, the common law right of an owner of
property 1o do so being unfettered. -The Swan Committée recom-
mended that this defeet should be removed and Section 54(3) of the

UK. Act, 1949 implements this recommendation.

665. Under the UK. Act, the change offected is direeted to apply
only to patents granted after the commencement of thal Act [vide
the opening words of Seeticn 39D Y There is no reason, however,
why this change should be conlined 1o patents granted after the Act
comes into force. Iseems to me tha! 1 would be desirable to extend
the scope of these provisions tn patents already in force and provide

for a saving clause regarding the vichis of existing assignees of partial
mterests. The words “after the commencement of this Act” occurring
in sub-clause (1) may therefore be deleted and a new sub-clause in

the following terms added at the end as sub-clause (6) i— N
“(6) Nothing in this section shall however affect the rights of
’ the assignees of partial interests in a patent created before

the commencement of this Act.” .




splaceq i¢. SRCUITING in the beginning of sub-clause (4)
™May be replaceq by the words “patented article,”

666, Sub~clahse (5).—The €Xpression ‘g they apply in relation 140
other choses in actjon" may he Wholly  omitteq as the expressjon
“ch.osgs n action” g Nappropriate tq Indian legal terminology, This

Suggest in additipn to the saving in sub-clayse (4) [which
corresEonds to sub-section (5) ‘of Section 55 of the UK. Act, 19497

a further saving on e lines of Section 154(4) (b) of the Australian
Act, 1952 as follows; — '

663. ,In'view of the additiona] Provisiong I am fecommending for
» the chapter heading might  be altered to

“Use of in'ventions for Purposes of Government and Acquisition
of Inventionsg by the Central Government

Clause 52——Dcﬁnitions of “Govcrumcnt"
669. The Genera] Clauscs Act contains g definition o

and therefor the present clause 59 defining the words ¢
and “purpoges of Government» is. Unnecessary ang m

Clause 53-~Use of patente

f Government
‘Government'
av be deleted.

d inventiony for Purposes of Government

670. Clause 53 corresponds to Scction 46 of the UX. Act
with the UK. Act, the PUrpose for whijcp, an invention g
by the Government is in the Bi]) limited to (ho use for the Purposes
of some department of-Govcrnmont. As already stated. the exXpros-
sion “Governmeny” includes “the Centra) as well as “the State™
1OVernmen (g and therefore the purposes for which the clauses in

Chapter XT of the Bill make Provision arc the yge of inventions for
State ang Central (}uvvrnmental pPurposes, N

671, The scope of g patentee’s obligation in the standard form of
Letterg Patent franted in the UK. prior {0 the UK. Patenty Act, 1949
was limited ¢, "xupp!yinn or causing (o he supplied foyr oy (His
Majesty's) Service all sueh articles of the said inventioy as may be
required by ¢fe um(‘(‘rs....ndminist(‘ring any departimyent of ouy
Service. g syl times ang apon such reasonab)e prices.

672. A quostion wag moated bhefore (he Swan Commition g to
wWhether thig | milation of the Govemmc-m's Power to uge 4 hatented
mnvention requiring the use of the patented invention only for the
burposes of (he Government departments would not be unduly res.
trictive ang Prove insufficient [())r the expandeq Public  needs of
modern (imgg, In barticular, the-:.Committee's attention was drawn

In line
v be used

w,—

Cswami Naidy v, Krzslznamurthi-(I.L,R. 1858 Madras 513).

’ : blic undertakjngs
at even 1846 there were several pu

o taeel{aixt:«zt}r’lzti:;aliszg industries which partook so muych of tge
g}iaracter of governmental activity as tgtjiigyintﬁj(t;gngomeg t

ithi f this °r to use e ‘ ‘

“:f‘:gets}.]e I\Slfecir%?‘tgeless, ﬁ express themselves against enlarging
1t:)he scope of the Government's power in th_xs regard.
70 and 71 of thelr Final Report they stated:

wers conferred by Section 29, t}}e compendioug
gﬁdfgs;?oixp?‘for the serviceg of the Crown’ being, In our
opEﬂon sufficient to cover, not only the needs of the armed
forces and the requirements of nationa} defence, but alsg
the requirementg generally of the varioys
departments for their own use,

e bodies who will be managing the nationalised

Theiitgégir?gstgas not, so far as we know, ag yet be?n decided,

and we feel that it would be prematureﬁto d‘scuss' Ehe
powers which will be available to them, For the purposes
of this Report, we assume that they are not 1o be regarded
as Government de artments, and that the' use of ‘thc PTO-
ducts of any manuf;cture they undertake in <o {ar as they
arc not supplied for the ysg of Government departments,
would not be regarded gs ’bcmg use of those productg for
the services of the Crown ' s the o .

: iew somewhat similar to theat expressed by the ommittee
regg’z;{i‘irﬁ \t}}lmcnl-“cm???itutional position of these pubh.c cm’poratlgns \;/as
taken hy the Court of Appeal in a Judgrr‘xcnvt delivered 1‘)}3} erning
LJ,in Tamlin v [annajord [L.R, (1950) 1 K.B. 18] but ¢ e position
ai;y;onrs to be =till net settled. As Professor Scammel] Says:—

ituti iti atiinal cor oration
“The exact constitutional position of {}e na al corporat

in charge of natienalised undcrtakings has not yc;t‘.been
fully settled. . ., It has been suggested that they fa)] somei
where between Government departments and  Joca
“ities.”

["Nn?ilé)tt)nl(;)lxizl;:zteion in Legal Perspective”, Current Legal Prob.

lems (1952).] : ‘ N .
674. There hag beeq some discussioq_-of the P;pb:qn_s aAr]xsxrlafg zgf

of the peculiar situation of these public corporaticns in Nar ya
appear that the case of ecach corporation dcpcnd.s on Msl(q);vlrz fﬁig
and requires a detailed examination of. its C(mSleujf,ng.‘:t‘ lT(On‘zlin

the relation of he Carporation is-a-vis the G()\O’..).m ’l.}]'(‘lh
Vo Jlennaford however decides that P:lrhnmcn.t mu}j. es {aJ\x.,l ?’
corporation which is for gl p!‘nctz?n) purposes  a r:;?k}rt;nﬁr,lr} o
Government and the Central Land Board crmtcri’un(‘u. iLI }O“n
amd Conngy Plionmgr Act, 1uds was referred to by DLnnm;, LJ.as
an instanco, . o it
675, The provisions of this chapter rest on a p,:j'm‘c‘lpliero{ 1é§e
public policy. Under the common Law of Englanc : )rjgvcnotmns
Act of 1883, the Crown was entitled to use paten [t}h iy Hons
without the assent of or compensation to thc‘p,?tc'n‘tce, 0 01;1);, P":lemcs‘
the practice to reward the patentee ex-gratia (Terrell on pg ,

198 C& 1217

It would




Patents, Designs and T N ‘ ’
gn rade Marks. order that there might be co-ordination in the utilisation of a patent,

ere was still reser :
d inventions for jtsve:m-tgostge +which the existence of a single authority would achieve,
monopoly Wwas held entitled to use - 680. The marginal heading in the Bill omits the word “patented”
needs without reference to the which occurs in the corresponding Section 46(1), of the UK. Act
ayment of reasonable of 1949. As an invention may be used biy_" the Government even
before the grant of the patent, the marginal heading as it now stands,

ose to demand. The

1 needs for which an appears to be appropriate. In this connection attention may be

drawn to the corresponding section 125 of the Australian Act; where

department, [ havgsﬁﬁgggidbet;pnﬁned to use by a Government :
reached a conclusion diff 1S question carefully and have ‘also the marginal heading omits the word “patented” before
676. In the 8 1 erent from that of the Swan Committee. “invention”.

: ¢ first place I do not { '
tion as t consider it desirable that th 681. Sub-.clause (1).—My draft of the sub-clause is modelled on
of Gover(r)n;uvr};c;t?gi ?11113 ;&buc corporation is or is not a] dteg;ert?#;fg ‘Section 125(1), of the Australian Act.
be left in a state of unce?t%iisz of t%l; utilizotion of patents shoulq - 682. Sub-clause (2).—The words “or tested” which are found in

e the position in the UK. Ido nog' ..iés ap‘ar} Wh'atever might be ‘Section 125(2) of the Australlan Act, “have been included in my

;‘ of this country {t {g necessary orcon“ er that in the circumstances draft. The inclusion of the word “applicant” in addition to the word

! Government as in the UK proper to restrict the powers of “patentee” was originally suggested by the Swan Committee to be
’ “included in this sub-clause in order possibly to provide for Govern-

ment being able to use an invention even before a patent is granted.
But as an express provision has been made in sub-clause (4) for this

purpose, there {s no need to retain the reference to “applicant” in

77. 1 i .
N this connection I might recall a reference to paragraphs
Besides the words “by the

6
169 t i
o 171 ante wherein I had adverted to the introduction of the

, “Inventions and Desi .

! to‘ethe‘K' De{em@_ Contract Act, 1958, What hgw, ¢ cnactment of applicant” in sub-clause (2) might suggest that thiere was an obliga-
realisn'PreS}cm discussion is that even in the U‘ger,hm relevant tion te pay royalty for the use of an invention even in those cases
wore 10; that the terms of sectiong 46 to 48 of th o there was a where the application does not ultimately result in a patent. This is
» ¢ inadequate to meet the requirements of th o I Act of 1549 -certainly not what is intended. I have therefore deleted the words

P on ivmé%sénnwdfar% State. 1 consider that Sxil{\e};"t]:f;:gg functl:Og ey i applicant or” occurring in sub-clause (2) of the BUL fn my
i 2 rnment, being either ¢ v tha 8 carrie redraft. :
;O};iz%:m“;‘zya }élg"’;’ a substantia] 1&?@21,}2?115&%(}3;@?2’“5}?; c;r in (;83. Sub-clause (3).—My redraft makes two changes (1) by
patented | vernment department in regard to the righ ame 4 Teplacing the words “acceptance of the application” by the words
rec nventions on payment of compensation wij }flg t to se “acceptance of the complete specification” to keep in line with my
In”c;%?ecotgtet&e ‘;,OT?P;ls'ory licensing provis}éns fn‘vg1,§§ferha§i?f3 scheme, and (2) the omission of the reference to the “applicant” for
unable to perceise 8gylz:nplbalnned and controlled economy I ;am the reasons stated with reference to sub-clause (2).

sible distinction between a Government 684. Sub-clause (4).—This sub-clause makes provision for autho-
risation being made by Government for the use of an invention

q !
cpartment running an undertaking such gs Posts and Telegraphs

or Rﬂilways and . ; .
a public corporation like the Sindri Fertiliserg even before the grant of a patent. It might be necessary therefore

to make specific provision for an authorisation being given to a

owned and controlled b
3 : y the Government, th i
ga\:e a juristic personality different from‘thaczmgfh the r{attef x}nghi: r i i 4 ice n before
urther,’if in modern times authorit] of the Coveriunent, person to use the invention by the applicant even before the grant
new spheres of actlvity pasimed 9;‘ €s are rreated for administering of a patent. The expression “applicant or” occurring in this clause
that these authoritles wyp y Government, it stands to reason . may therefore be retained in addition to the term “patentee”
treated as indistmgussham:tfi‘éf; t‘i}ilfigtg:xrx.;uc gosition, should be A '[Compare section 125(3) of the Australian Act]. :
678. T therofore y ¢ for the present purpose. ! 685. Sub-clause (5).—The sub-clause requires that particulars as -
use of an inventioncgns er that for the purposes of this chapter the to use of the invention by Government should be furnished to the
as equival ooy a Government undertaking should b 5 ‘applicant or the patentee as soon as practicable after the use is begun,
cﬁnnqqé}s\(}%r:; t;’e wovernment use. In view of the namme;?eattgd @5 As the right to compensation as well as the right to sue for
eTeet o vjc“i:omn'xending, I have redrafted the clause to ~,,e infringement would arise only after the grant of patent, the word
679 y 5. . Eive “applicant” in this sub-clause would appear to be inappropriate and
ndw;"c'd[}n explanation is however due as to the form which I may be deleted. This accords with the U.K. Act, section 46(5).
th(;lx;;o Ofotrhéhjeniodif.,[t of sub-clause (1). The 8'~1th01‘it\"t;“iq]uth}o]:ive 686. Sub-clause (6).—A comparison of this sub-clause with the
o use o anvention would be the Central Governme, t > corresponding Section 46(6) of the U.X. Act of 1949 shows that the
F}“qpé;zg{’e; “’\i}é‘ﬁ;d”;;t ]ﬂléth(i;ity may be given, for 4))': ptu]fp%gtsﬂég Bill does not make any provision for the use of the invention for
{ ) clude iy S i ' i
st of the Centenl ' ik B ihe gy of Jomte Lo foran governments in purnce of any.

S g . 1S
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neighbouring countries, for instance, Nepal, for supply of articles op:
-other defence equipments to them, If we have, a provision on the
lines of Section 46(6) of the UK. Act or Secction 125(10) of the-
Australian Act, would be necessary,

687. Sub-clause (6) of the Bil

power to sell “any goods no longer required ‘for Government
purposes” as in the UK. This restriction I have removed and g
general pawer given to Government to sell articles ma
of sub-clause (1)

inventions are used i

furthér combined’ the matter now found In sub-clause (7) with that

in sub-clause (6) of the Bill. In effecting this change I have followed
the analogy of the Australian Act,

688. Sub-clause (7).—~Sub-clause (7) of my draft is new. Under
the provisions of Section 53, following in this respect the UK.
where compensation is payable for the use of an invention, the
amount is negotiated witﬁ the patentee and the payment is made to
him [Vide sub-clause (3)] and this even in cases where under the
terms of Clause 54 (he patentee has to share the compensation with
an exclusive licensce or hig assignor, It appcared to me somnowhat
odd that persong who were entitled (o share in the compensation
should have nq voice in settling the total amount payable, I have

sought to reclify this anomaly by requiring that (he notices under
sub-clause (5) which

. are preliminary to the determination of the
compensation should he given to these “sharers and to ensure that

th; negotiation of the terms, should in addition to the patentee, be
with such persons aleo. :

is restricted to Government's

639. Sub-clause (8).—~Thig extended def
pases of Government”

the persons or authori
Government might dir

inition of the pharase “pur-
gives cffect to my recommendation as regards
ties to subserve whose purposcs the Central
ect any invention to be used.

690. The following redraft gives effect to the al

J0Ve recommendas
tions: —

“53. Use of inventions for purpose.of Goverument.-- (1) Not-
- Withstanding anything in this Act, at any ‘{ime after an
application for g patent has been filed or a patent has been
granted, the Centra] Government and any pecrson autho-
rised in writing by it may make, use, exercise or vend the
“invention for the purposes of Government in accordance
with the provisions of this chaptor. o

(2) Where an invention has, before the priority date of the

relevant claim of the complete specification, heen recorded
in a document by or tested or tried by or on behalf  of
Government, or 5 Government undertaking otherwise than
In consequence of the communication of  the . invention
directly or indirectly by (he patentec or by a person from

Whom he derives title, any use of the invention for the
purposes of Govornment may be made free of any royalty
or other payment to the patentec.

(3) In and so far as the‘invention has not been 5o recorded or - .

tried or tested as aforesaid, any use of the Invention made .

de in pursuance
» & provision which would be essential if the -

n Government industrial undertakings. I have -

i

s . : 247

ent or any person authorised by .
Ryu?;efﬁﬁicggxeﬁ;nat any time after the acceptange
of the complete specification in respect of th? pate%t oiallr{
consequence of any such communication as aforesaid, ‘Sth
be made upon such terms as may be agreed upon, ei ext'
before or after the use, betwegn the Central Govemr?eg
and the patentee, or as may in default of agreemc'n d ?‘
determined by the High Court on a reference unde
Section §5.

orisation by the Central Govex:nmen; in respect
@ zhgna?x?\:ention ma; be given under this section, (ezther
before or after the patent is granted and either I;:ex'o;re or
after the acts in respect of which such author.sa‘};on 18
given or done and may be given'to any person whc: ertor
not he is authorised directly or indirectly by the patentee

to make, use, exercise or vend the invention.

, invention has been made, used, exercised  or

® \Zr]?ggg l;)n or with the authority of thg Central L;.over}?-

ment undér this section, then unless it appfa.rs to the

Government that it would be contrary to the public interest

so to do, the Government shall notify the pate'ntee:;a.s so.(zg

as practicable after the use has begun and furm”s%i::.ﬂm w1m

such information as to the extent of the mqhmf;. use,

exerclse or vending of the invention as he may, from time
time, reascnably require.

ight to make, use, exercise and vend an invention
® E:dcerr gub-section (1) of this section, or any provision for
which- this section is substituted, shall include the right to
sell the goods which have been made ia exercise of tg'lat
right and a purchaser of goods so sold, and a pexson‘cilaiz;:-
ing through him, shall have the. power to deal with the
goods as if the Government or the Government under- )
taking, as the case may be, were the patentee of the
- invention,

l (7) Where in respect of a patent which has been the subject
of an authorisation under this. section, there is an exclusive
licensee as is referred to in Section 54 (3)! or wh_ere suen
patent has been assigned to the patentee in consideration
of royalties or other benefits determined by reference to
the use of the invertion (including payments by way of
minimum royalty), the notice directed to be given under
sub-scetion (5) snhall also be given to such exclusive hccns;c
or assignor as the case mav bc..and the reference to the
patvntéc in sub-scction (3) of this section shall be dccmpd
to include a reference to  such assignor or exclusive
licensee,

(8) For the purposes of this chapler references to the use of
) an invemlx‘)orlx.pfor the purpose of Government shall mean the
making, using, exercising or vending the invention for the
purposes of the Central Government, the Government of

a State or of a Government undertaking.”



Clause 54—Rights of third parties in respect of Government nsa
ar

691. This clause js substantiall i
Y a reproduction of
of the UK. Patentg Act, 1849 of which it h};s been said? “Iigclt;grglua -

Of su

means ‘in each case the use for the servic ed
I ‘ es :
fcihelgfgengn llxxgltzesangd e}}clcludes any other use(’)‘.f t?&grﬁx}z{n gsger;xté
, ublis y the Chartered Institute of Patent
pages 107-08). Su  retraroonts
Pages 1 amb? it:’,‘bq:lausue_ (1) _therefore requires to be redrafted to-

692. The reference in Section 47(1)

‘ of the UK. Act " :
c?gsjaneélnvemion by a patentee or an applicant for a p;otentt*}’e\;lgi
des. eger;er icgdrexer?:e g:ree eiecé‘sign ofL téle Court of Appeal in Foster -

., v. B, on Ltd. (83 RPC 10). I .
ibtyw?gehilxcérggfr;ﬁ; Ctguxgi ofJAptp)eal that a patentee w)ho v&?ast}éﬁegfegg

Ppiy them with certain patented '

was bound by covenants i into by him wheioied:

previously entered into by hi
he had precluded himself from s i artioles TRy
. S upplying patented articl

otakgg;téha?‘a .,o‘le purchaser; a suit by the purchaser restraeis;miziog &fﬁf
g‘ho ungﬁz};ﬁ;}l;u}%{;gyn% tt}}lne .A;dmiralty was consequently sustained
> ) . 0 Is decision was that a patentee dj 3

to use an invention for Government p s not 5 “neneed

' ntior r purposes was n Y
authorised to use” it within the section co[;?*esponding Otto %Iaﬁggmﬁg

of the Bill. ision i e .
retair?ed,) The provision in clause 47(1) is necessary and may be

093 With reference to the s
09 : et same clause, the Swan

Irj?ctlzcc;éil LI?Ic)cdggl)smr;l in No-Nail Proprietory Lid. v No-]gsi?rggéi’i
Lid, ‘where it was held that stipulatioxi for a mini
(‘)Jz?.l.tf{‘,cmemd' into between a patentee and a licensee i‘nelr?)l?z;”g
G;Z‘\‘:L“e n_otyithstandmg that the licensee was .
pos‘e;rnn%%nel Jscpz%x‘tixnent to use the invention for Government pur-
pose .in s lzgo(zi)w:fs lpase;crl Ign an interpretation of the words
sed . ne UK. Patents Act, 1907 -
(t;rms‘of any agreement or licence coneluded bzztween_‘;tge ﬁl?f(i tthe
S}m;;a{)cngee and‘nny person other than Government departmne otr
of(tho jeni/rézgzieorralufgf; f}c; far as concerns the making, use or exercizé

' inv e service of the Crown”. Atkj “
and his view was upheld b : SN ooy

nd ¥ the Court of Appeal—th

viding for the payment of minj A e b PrO-

1 mum royalty was not
the use of the invention b Hure e b s 4or
. i ut for a failure to exercise

: or
;Ssvler;t(;c\)\’r’n eftnd wgs consequently not washed out by the }’;lrsoevistx};g

Xtracted. The Swan” Committeo did not consider that

the rule required to b ¢ '
direction. e ahered‘ and made no suggestion*in that

654, The phraseology employed in Seeti A'
64, The olo, eetion 47(1
fﬁc{fgz“ (Ex\‘znc;m in respeet of such use or calcul(at)chfwti}t)I? gfle{re"r?cé
nﬁir{imum \r\r“w }tx'b adopted in Clause 54(1)] would obviously excmée
mintmum bioydz} ¥ Dayrents with the result that such stipulations
frould be L r&lénbg on Government and any payments to be made to
een: su ho ave to take into account the liability of the licensee
Pay such a royalty becauss it would be s component of the price-

q

.

e

" behind the docirine that Government which {s not

charged by the licensee. I do not consider this =situation proper.
The prmcf);)le underlying the provision contained in Section 20(1)
of the U.K. Act, 1907 (corresionding to Clause 54 of the Bill) was
explained by Atkinson J. in the decision just now referred to thus:

“* = *The Crown shall be in a better positicn than a subject
to this extent that though it must pay, though it cannot
ugse without paying . something, it shall pay that which
is fixed in a particular way and not thzt which is fixed
by an agreement between the patentee znd the licensee.”

695. Notwithstanding that an agreement for a rminimum royalty
might not strictly be a payment fcr ¢the use of an invention or one
calculated with reference to such use, I see no principle or logic

und by a
stipulation for royalty based on use, s however bouzd by a minimum
royalty clause.

888. I have redrafted the clause and in sub-clause (1) a3 re-
drafted I have specifically included a stipulation for minimum royalty
dmong the conditions which do not bind the Government. The
words or “caleulated by reference thereto” which occur in the Bill
are redundant as such payments are equally “payments in respect
of such use” and are therefore omitted.

697. Sub-clause (2).—In view of the inclusion of tninimum
royalty In sub-clause (1), sub-clause (2) of the Bill becomes un-
necessary since it makes provision solely for these cases where
exclusive licensees were obliged to pay minimum royalties.

698. Sub-cause (3).—This sub-clause [sub-clause (2) of my
redraft] which deals with assignors of patents who had stipulated
for royalty payments from patentees has been slightly aitered to
suit it to the change effected in sub-clause (1).

899. Sub-clause (4).—The last porticn of this sub-clause deals
with two points: (1) the matters to be taken into account by the
High Court in the apportionment of the payment made by the Gov-
ernment hetween the exclusive licensee paying royalties and the
patentec and (2) the right to intervenc on the part of the exclusive
licensee before Government enters into an agreement with the
patentee in regard to payments to be made under Clause 53(3).
The sub-clause confers a right on the exclusive licensee to be heard
on his giving notice in writing of his interest to the Government
before any payment is agreed upon between the Government and
the patentee, but there is no provision here or elsewhere for the
issue of notice to him before such agreement is entered into by the
Government. In the circumstances it would not be possible for
the exclusive licensee to give notice of his interest to the Govern-

ment “before the amount of any such payment has been  agreed
upon between the Government and the patentee”. I have rectifled
this anomaly by a new provision, Clause 53(7), for ‘the issue of
notice to the exclusive licensee and for his being party to any agree-
ment regarding the quantum of compensation. I have simplified th
structure of clause 54 (4) of the Bill and have redrafted it renumbes

ing it as sub-clause (3).
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made for the Purposes of Government..

(a) by the Central Gover
A nment or any i
the Centra] Government under Sgcﬂéf;;s%g'aol;thm tsed by

(b) by the patentee or app} ;
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neluding payments by wa of minj
’tao atr}lly use of the j r y ¢ for i

Y _the patentee to the order of th
txpn (3) of Section 53 shall have eﬁ?ec(ie
Virtue of an authority given under that ion; et by
Invention for the pur } i
of that section shal] have effect as jf th 21 o o (3)

Included a reference to the assignor of the '
Sg'tveanbtlee by sv.;‘t}uo 01" that sub-section sha)] beps}\??dtédaggt;zgns?hm
pote bect\\zf]:en tt;z(“ ASsignor in such proportion as may be agree§
‘mined by (. (oM OF as may in default of agreement be g

¥ the High Court on a reference under Section 55 © deter-

(3) Where by virtue of sub-secti i
rpnymctntsxr a]ro requirved to be bn;sssgotr)lv(s} Coniio
espect of the®wse of an invention for the urposes of Gov
g{x{hg;i}li“xdvU:Ir:d1)(.‘51;);“(11.0[ such patent therepis f’zn ((:\L(Iflx(’\()c\(]:é?xlgnf
Govérz{n'wnl ,“,; !5 licence to use the invention for t};o purposes uf
hemennent. ‘.511 (1 sum shall be shared by the patentee and succ}J
poon: L SUCH proportions, if any, as may be agreed upon | t )
"em  or in default of agreement be determin ézby the Highgg::xi?

n 53 of this Act
the Central Government in'

¢ odatent is pending, " -

no effect so far-as thoge.

under section 55 to be just, having regard to any expenditure
{ncurred by the licensee—

(a) in developing the said invention; or

(b) in making payme-ts to the patentees other than royalties
or other bunefits determiacd by reference tc the use of
the invention including payments by way of minimum
royalty in cons.deratio. of the licence.”

New Clause 54-A—Acquisition of inventions—Patents by the Central
Government,

701, Section 21-A of the Indian Patents and Designs Act contains
provisions regarding pateats relating to instruments or munitions
of war which have been as:igned o the Ceatral Government. This
section was based on Sect.ca 30 of the UK, Act, 19)7—19486.

702, The Swan Committee suggested comprehensive provisions
for dealing with security inventions and for the use by Government
of ‘patented inventions for Governmental purposes. Their recom-
mendation was accepted and Ssction 18 of the U.K. Ac . 1949 incor-
porates the-provision as to the dircctions for secreey which was
evolved during the World War II, and to be found in the Defence
Regulations of 1939, and Sections 45 to 49 of the U.K. Act deal with
“Crown use” of inventions. The provision as regards acquisition
of inventions by Government by voluntary purchase or assign-
ments contained in Scetion 30 of the UK. Act, 1907—1946, were
deleted in the Act of 1949.

703. The Indian Patents Bill follows this pattern. The provisions
relating to sccurity patents are contained in Clause 23, those
relating to Government use of patented inventions in Clauses 52 to
58 and_there is no clause corresponding to Section 21-A of  the
Indian Patents and Designs Act, 1911,

704. I am of opinion that in India thére is a need for a provision
for enabling Government to compulsorily acquire patented inven-
tions or inventions for which aoplications for patents are néndine.
as under the law, as it stands, Government have no power to
make such acquisition. Such a power to acquire a patent would he
useful to Government in more than one contingency. For instance.
where the Government have to pay compensation for the use of an

- invention under Clause 53(3), the pavment to be made would
depend upon the amount of usc of the patented invention. In
conceivable cases it might be more cconomical to buy the patent
outright, instead of having to make periodical pavments of royalty.
Again, there might be cases where it would ho neccessary to acquire
a patent outright in the public interest, for the proper exploitation
of the invention. It may alsa be necessary in some cases te acquire
allied or cognate inventions or patents of improvement  for  the

proper and cfficient working of a main invention.

705, The Bill no doubt provides for obtaining compulcory licences
under certain circumstances but apart from the necessity to estab-
lish the statutory conditions before such liconces are obta‘ned, an.
outright purchase might in some cases be morc economical and
satisfactory than a licence under the patent, © After all the power




ot

to acquire would be m

ortal erely enablin : o
o e B oA 1 ould seoominend & srcvion on S s
exists in Australia (vide é):éfio ! 134Eht 2dd that u similar provision -

To50 85): n 128 of the Australian Patents Act,

this section, stand transferred to angnb%r ey Shall, by force of

(2) Notice of the gc | o
or if a patent has b(;eg.cquiniﬁon shall be given to the

granted to the patent
if any, appearing in th patentee and other persons
pateni, CPoering in the register as having an interegt the

(8) The Central Government shall pay to the apélicant or

patentee and other persons appearin
;I;Zt:;:?rrzestthméhe patent such ggmpen%atigg :?;g;gigéegg;xgegavmg
betws ersosls erm;zlﬂ Government and the epplicant, patent o or
egrcerr?ent i ziis the case may be; or, as mey in défault £ on
) » be determined by ‘the High Coust o 55 %
agrecme under Section 55 of

(4) The Central Gove

4 . rmment may b I
f\ct orescribe the manner in whicg thye rcuolzcn ar?ladte. under thig
or the acquisition of an invention pensation — payable

shall be determined.”

Clause 55—Reference of disputes as to Gevernment use,

707. This clause corresponds t i

3 o Sectio
1845, T have redrafted sub-clauses ] to I?ti{; borgnthth'K“ i
with my other recommendationg and £ oo Into line
the import of the provi

708. Sub-clause (1).—The reference to the Hyj

G e, s s termitoral ootk e SESHOR I3 10 that " High
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should be the employer in each particular cazse or whether one
Central authority should be vested with jurisdiction in that behalf.
In view of the position of the Central Government vis-a-vis the
administration o?othe patent laws as also the circumstances that
it is an authorisation by them that enabled use to be made of a
patented invention givméerise to the dispute before the Court, 1
consider that it would advantageous and proper ¢Hat the
Central Government should be vested with jurisdiction to decide
the dispute and have sccordingly made provision thorefor in my
redraft of the proviso.

710. Sub-clause (2)~This sub-clause cnables applications
being made by Government for the revocation of the patent upon
any of the grounds. set cut in fection 87. There are two polnts
arising out of this: (1) The sub-clause does not expressly state
whether such revocation proceedings should be by way of an
independent application or by way of counter claim in the same
preceeding,  Since Government would have the power to apply
for revocation of the patent under the terms of Clause 37 by an
independent proceeding it is presuracd that - the reference to
revocation in sub-clause (2) ia one by way of counter claim
in the same proceeding in which the Covernment’s right to - use
the invention or the terms of payment for such use are in dispute
before the High Court. I have made this clear in my redrait.
{2} The Bill empowers “the CGoveznment” to apply for revccation
which would mean the Central Government ¢r the Government of
any State. In my redraft of Clause 37 I have confined the right
to file petitions for the revocation of a patent to the Central
Government.. Because &{ that provision and also for the reason
that the dispute before the Court in which the counter-claim for
revocation would be filed, would be one between the Central
Government and the patentee, I have in my redraft restricted the
right to apply for revecation by way of counter-claim to the Central
Covernment. , :

%11, The words “in any case” in sub-clause (2)(b) of the Bill
are talen from section 48(2) (b) of the U.K. Act of 1949 but are
somewhat obscure. These words are apparently intended as a
contrast to the words “if the patentee is a party to the procerdings”
occurring in paragraph (a) of sub-clause (2), so as to cover cases
where the patentee is not a party to the proceeding. The words
“in any case” have therefore been substituted by the words
“whether the patentee is or i3 not a party to the proceedings”.

712. Sub-clause (3).~The expression “counsel” in this sub-
clause may be substituted by the word “Advceates” which is the
term normally used in India. In view of the fact that the proceed-
ings under Clause 55 are before a High Court! it is not proper to
use the words “lLegal Practitioners” or "“Pleaders” and my redraft
carries this out.,

713. The following is a draft of clause 55:—

“55. Reference of disputes as to Government use—(1) any
dispute as to the exercise by the Central Government
or a person authorised by it of the powers coriferred by




as to the amount Oof  compensation payable for the
acquisition of gp Invention or 4 patent under Section

-A, may be referreqd tq the High Court by either party
to the dispute in such manne

I as may be rescribed .
by the rules of the High Court: : P

Provided that Where the invention
was made by. g person who at that time wa
service of the Central Government,
ment of 4 State, or was an employe

: Govern-
ment undertakmg any such dispute shall be settled by

the Central Government after hearing the Patentee and
such other barties as the Centr
have interegt in the matter.

on any ground upon which , patent may b
under Section 37: and

- (b) wheg‘ner @ patentee is or ig not a party to the pro-
cecdings, put jip Issue the validity of" the patent
without petitioning for its revocation.

(3) If in such proceedings a5 aforesaid

e revoked

any question arises
¢d, tested or trieq

i sclosure of any
document recording the invention, or of any evidence

of the test ¢or trial thereof, would, in the opinion of the
Centra) overnment, € prejudicial  to  the public
interest, the disclosure may be made confidenttslly o

the Advocate of the other barty or to anp independent
expert mutually agreed upon,

(4) In detcrmining under this section any dispute betwoen

the Central Government ang any person as to torms for
the use of an invention for (he purposes of the Govern-
ment, the High Court ghal have regard to anv benefit or
compensation which {hat Person or  any  person from
whorm he dorjves title, may have received, or may be en-
titled to receive, directly or indireetly in respect of  the
use of the invention in Question for the purposes of Gov-
ernmeat.

(5) In any broceedings under this section, the High Court
- may at any time order the whole proceedings or any

{
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uesticn ; rising therein to be referred to
ques%ccrixalox;;fses:;‘oéﬁ:;iaSSioné;? or am arbitrator ont Sléfl}(;
?:n;)xs as the High Court may direct and re;(er&cesse%uon
High Court in the foregoing provisions o

shall be construed accordingly”.

Clause 56—Saving

714. This clause is a reproductiqn of Se_ctmzllzglmf(%eo;ﬁhs&;{ii{ﬁ |
Act of 1948, Under the correspondm§ section | 1oW e Apstrallan
Act, however, the restrictive words un_deg any :3 2 ame
beir;g in force relating to customs or excise doAréct) ;Cgurthe i
Indian enactments besides the Sea Cus.tomsf rfeitm:es e
Excise Act contain provisions under whxch27 %ha ure {yof e

lace, (vide for instance sections 126 and 1 S 13 a2 of the
dian Penal Code) the scope of the clause szou e 02 Confined
5 ticles forfeited under laws relating to CulsvtorerUQwed e e
tv?os{d suggest that the Australian m‘?dbel Crir;:?g‘ede :
words “relating to customs or excise” be ted.
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.hlm.' does not or would not constitute an infringement of
a claim of a patent against the patentee or the holder of
an exclusive licence under the patent, notwithstanding

that np assertion to the contrary has been made by the
patentee or the licensee, if it is shown "

719, Subselause (2).—This sub-clause follows sub-section (2) of
Section 66 of the U.K. Act, 1849 which implemented the recom-
mendation contained in paragraph 139(2) of the report of the Swan

Committee. The words “District Court” may be substituted by the
word “Court”. .

720. Sub-elause (3).~—This sub-clause reproduces substantially
Section 66(3) of the UK. Act of 1849 and Section 120(5) of the
Australian Act. The last portion of the sub-clause, however, needs
revision., An implication which might be raised bg the granting of
a declaration as to non-infringement in favour of the plaintiff might
be that the patent is not valld. It is this implication which is stated
to be negatived bf'
the possible implication that would arise when the plaintiff’s suit
for declaration as to infringement is dismissed might be that the
patent is valid. The clause should expressly scek to negative this
implication also as in the case of the other one. Accordingly,
1 would suggest that the last portion of the sub-clause might run thus:

“The making or refusal of such a declaration in the case of a

patent shall not be deemed to imply that the patent is in-
vallid or valid".

P 721. Sub-clause (4).—I would suggest that the words “date of
) advertisement of acceptance” be changed to “date of publication of
- the compiete specification” as in the UK. Act of 1949

_ 122. Clause 58—Suits for infringement of pﬁtents: Sub-clause
b (1).—I suggest that this sub-clause may follow the lines of Sections

105 and 106 of the Trade and Marchandise Marks Act, 1958 (Act 43 of
1958) and be in this form:

“(1) No suit by a patentee for Infringement of a patent shall
be instituted in any court inferior to the District Court having
jurisdiction to try the suit.

(1A) The relief which a Court may grant in any suii for in-
{ringement includes an injunction (subject to such terms, if
any, as the Court thinks fit) and at the optlon of the plain-
tiff, either damages or an account of profits”.

723. It would be seen that in the redrafted sub-clause (1) the
acts ceastituting infringement are not set out but these would have

to be gathered from the provisions contained in Clause 27 read in
:he light of the patent grant.

724. The new sub-clause (1A) would merely define the rellefs

which the Court may grant to the successful plaintiff in a suit for
infringement. : :

725. In the United Kingdom before 1919 it was open to the suc-

cessful plaintiff in an infringement action to obtain in addition to
~an injunction either damages or an account of profits. The latter

e e i

the words at the end of the sub-clause. Similarly -

»

by Sec-
i account of profits was taken away
'gterﬁgtﬁek&a%%' Amending Act of 1910 (amending Sect ]tgna?14 ot
t;: Act of 1907) and meTlﬁai%ﬁi ré%}mg: &mmmded the
: » ‘ o

g*gglt%trlggoﬁngf gfemlz%ssas it was before 1918 and this recommendation

‘has been implemented in Section 60 of the UX. Act, 1949. Under

i t i Act, 1911 the sucqes_sful plaintiﬁ in
e 'Infd;ﬁnefnaetr?? ~xicilir:)(ﬂx Dr:;;'i;,n?n addition to an m;unqgon, o%tt)zta?xi;;
z?thg; fiax%xages or an accognt dqu plx\‘/?grtli's [;l‘ckée iséagx%xe B};pg.sx J&z; obtaing
T nd Merchandise , 18 !
?gggfst?fe %flc;ax:?: i?x Section 106 of the Trade and Merchandise Marks
Act, 1858, -

5 B duce subs-
8. Sub-clauses (2) and (3)~These sub-clauses rep;ra
tanzg&;llys ‘;u;-sections (1) and (2) respectively cf Sect;.on dGi t?cimﬂ:)%
UK. Act, 1949, The only change I would suggest is the 2 fitton of
ﬂ{e ‘word,s ‘or an account of profits” after the words “in aw
damages” in sub-clause (2).

797. With regard to sub-clause (4), the cor‘r;esp?r;;:\iinig Speiot;/;ysli%z%
in the UK. Act of 1949 is to be found in sub-section \r*‘"mredréft. 2
which deals with revocation of patents. I‘ hf:‘:e(ét)l “ée”i‘des 2 pro-
Clause 37 included this provision as :‘sub-cAau..:n 5. = 3 des o e
vi;ion on these lines in this clause might unless proag.yrémd ioe
interpreted as enabling 2 defence to ge réllfaeg 0;‘\’;&: %v'nich is not

y ¢ epie Lowinlct .
atent is liable to be revok\ed under op
&fegégé Hence sub-clause (4) may be deleted. .

ic outlined
v __1n the scheme which I-have —outd
798. Sub-clause (5).—in hich Lo ourt and
. . : raph 284 et seq ante)., every stric \ :
earlxerﬁ(;ngecgiizigha}f;mg original jurisdiction wou{gfte‘} cozﬂﬁ?estggg
iveéitertgin .guits in relation to infririgement of P‘Ogiiﬁcking ch
0,1to it would be open to the defendant to raise 2 pAEO‘ ;t king the
K}“I'Zi"t of the pateht, and such courts would be “Omb;‘LLE“"iSE decide
‘;}?alt 1ig‘”ve and pronounce upon the vlaéic%ity or ot.gge\;v’ oF e
: o ision however would have No. e;n‘ 4
P:tggt- as;s'fi};h%1 i(tie(\:&/ould only be binding as ves judicata between
Itjhe parties to that litigation.

v stent revoked, the pro-

efendant desires to have a patent revoked, -

eleig‘ Hfé?et}?e purpose would have to be initiated mhmeaggrxﬁpfn

te ngish Court which would have jurisdiction over the p i in

e o In view of this scheme the provision for 8 coun;etr-&ere‘
ggeiztggvidéd for in sub-clause (5) is out of place and mig

fore be dele,ted.

730. In this connection the (;nl,\- Ot\h‘%i; (;0212&312:2 :g?saxdggféimiz
: . is any necessity for maiing sion ’
ththc'r 1?eclgu‘lfté}:"-zl:1’1m for the revocation of a pa%unt' “hne\rette};i
by'twf?r <i)nfr‘mpemem is filed in a High Counh whxcx} ,1:{ c:oI (11): ent
?glemert'lin a ‘petit'\on for the revocatxonﬁof t at.s?oadeko.r } do mot
it n e any ific provi this
i ecessary to make any specl -
C?;?dc’i‘hlet cxzompctm?t High Court might be ong éfmg:ﬁt;h;‘gg ghgge
tered High Courts, namely, Madras, Bombay an e iment
Courts have by their rules made -fpr&vlsioxgoicr)istd?emcforé wmmithout
_claims. In the case O ese. re , W
Ofwcog?c:\erirsicgi {herefor in the Patents Act, a counter-claim for
a




revocation would be open as su
validity of the patent

731."In regard to the other High Courts, as they do not have,
undgzr their Letters Patent any original jurisdiction, suits for
Infringement could come up for trial before them only if such suits
are transferred under the bowers contained in Section 24 of the Civil
Procedure Code. In cases of such transfers, these Courts would be
bound to follow the procedure which would have applied if the suits
were {ried in the Courts in which they were originally filed, with
the result that the procedure by way of counter-claim might not be

applicable, But even here no real inconvenience would be felt because
in such a contingency, the transferr

pplemental to a defence raising the

be expected to order a joint trial of connected roceedings. I need
hardly point out that if the suit remains in the %istrict Court, there
IS no gquestion of a counter-claim because the District Courts would
be incompetent to entertain petitions for revocation of patents,

Clause 59—Innocent infringcmcnt’-—-Liability for Damages

732. Under the Bill, a successful plaintiff in an action for infringe-
ment is entitled to damages or an account of profits made by the
infringing defendant. Clause 59 embodies the rule imposing the
resfriction on the recovery of damages where the infringement is
innocent, it: language being modelled on Section 30 of the Indian
Patents and Designs Act, 1911. Based on this language an argument
was addreszed to me in a caso. relating to the infringement of a
patent regarding Sulphathiazol, that the statutory protection afforded
to innocent infringers was confined to claims for damages and did
not extend Lo a claim for an account of profits.  This argument was
possible because Section 30 of the Indian Patents and Designs Act,
1911 while referring to claims to damages, did not refer to the relief
of an account of profits and a similar argument would be open on
the terms of Clause 59, would therefore suggest the inclusion of
the words “or an account a7 profits” after the words “damages” in

sub-clauses (1), (2) and (3). The marginal heading also might be
similarly modified.

733. There is one further matter to be noticed in regard to the
language used in sub-clause (1) to indicate the state of mind of the
innocent infringer to qualify for the statutory protection, -The words
used in the sub-clause are! “he was not aware nor had reasonable
means of maling himself aware of the cxistence of the patent”. The
italicized werds are repeated in the explanation (o tlic sub-section.
The words used in the corresponding section 59 of the UK. Act, 1949
are: “had no reasonable grounds for suppesing”, while the /\.ush_'a}izm
Act [Sectinn 124(2) 7, uses the expreszion “had no reasons to helieve!
The distinction between the Austiralian and the UK. forms appears
to be that “belief” implics a higher degree of awareness thai “suppos-
ing”. For the purposes of this clause, it would be necessary for the
infringer to establish that the infringement was committed in good
faith. There would be a lack of gond ?ajth only if therc are no reason-
able grounds far belicf that the patent existed. The words used in
the Bill “nor had reasonable means of making himsclf aware of the

1
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existence of the patent” equates means of mwiadge with knowledge
{tself which does not appear to me to be either just or proper. I
consider the Australian form more appropriate and would recommend
its adoption. This would mean the substituion of the words “and
had no reasonable grounds for belleving that the patent existed” for
the words “nor had reasonable means of making hi aware of the
existence of the patent”. I would only add that this would bring the
scope of the protection afforded by clause 59 int> line with that con-
tained in Section 106 (1) (b) (i) of the Trade and Merchandise Marks
Act, 1858, which deals with the case of an inmocent infringer of a
registered trade mark. The phraseology of the explanation should
be suitably modified to make it accord with the change in sub-
clause (1).

Clause 60—Order of inspection cte. in suit

734. This clause corresponds to the provisions of Section 31 of the
Indian Patents and Designs Act, 1911." In the U.K. there is no cor-
responding provision but in conducting en enguiry and granting
interim relief. the court adopts the procedure !aid down in rule 20
of Order 53-A of the Subreme Court Rules. As the Civil Courts in
India are governed by the provisions of the Civil Procedure Codez
which confers uvon them power to pass interim orders by way of
inspection, iniunction. accounts or the imposz%xon 2f other terms,
there is no necessity for this provision in the Bill. The clause may
be deleted.

Clause 61-—Certificate of contested validity of specification

735. The clause is derived from Section 32 of the Indian Patents
and Designs Act of 1511 which follows Section 33 of the UK. Patents
and Designs Act, 1907, a section which underwent modification in
the UK. Patents Act of 1949, The power to grant certificates of
validity was before 1949 confined to actions for‘ infringement and did
not extend to cases where the validity of a claim was unsuccgssfully
challenged in a petition for revocation. The law was altered in 1949
and under Section 64(1) of the UK. Act qf 1959, cerhﬁcatps of
validity cuuld be granted in any proceeding in which the validlty‘ of
a <laim of a specification was challenged and was upheld, 'SE}CUOD
169 of the Australian Act follows in this respect the provision con-
tained in Section 64 of the UK. Act of 1949. Undoubtedly there is
logic in the change effected by the UK, Patents Act of 1949 but fors

reasons which I shall set out presently I would recommend that the

proceedings in which certificate of validity couid be granted be confin-
ed to petitions for revocation.

736. Under the scheme which I have dealt with in detail earlier
(vide paragraph 291 ante) I have suggested that while the vahdity

‘of the claims of a patent could be challenged in any suit for infringe-

he same would not affect the patent as such but or}l_v }mve
emffcenctt zisea proceeding inter partes between the parties to thg infringe-
ment action. If the validity of a claim of a patent is desired to be»
challenged so-as to affect the patent itself, this shguld be. don? oply
in a petition for revocation which could bp entertained by that High
Court, which would have territorial jurisdiction over the office {n
which that patent {s registered or is deemed to.be registered. As
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territorial jurisdiction to entertain the suit and as the result of the
proceeding is not binding on any person not a p to that pro-
ceeding, there i3 the possibility of the validity of a claim being
upheld in one court and pronounced against by a different court
" trying another infringement action. If the. validity of the claim
ghould come up for consideration on a third occasion and there
are conflicting earlier decisions touching the validity of the claim it
would not be possible for that Court to grant any relief on the basis
of the certificate of validity. In the U.K. such a conflict of decisions
cannot arise as both infringement actions and petitions for revocation
would be filed in and disposed of, only by the High Court. In view,
therefore, of the multiplicity of courts which would have jurisdiction
to entertain suits for infringement in which the validity of the claim
might come intc question, I would recommend that the power to

grant certificates of validity might be confined to the competent High
. Courts trying petitions for revocation.

737. Sub-clause (2).—This follows in general Section 64(2) of the
U.K. Act of 1949 but its language and scope is, however, open to some

ambiguity. In this connection the following matters require atten-
tion: — .

(i) In any subsequent suit for infringement, the penalty of
costs on the higher scale should be visited only-if the
defendant contests the validity of the claim in regard to
which the certificate was granted in a previous suit.

(1) Such a penalty should be imposed only i§ the party, raising
the plen as to validity of a claim, is proved to have been
aware ul the grant of such a certificate, and that notwith-
stand'ng such knowledge, unsuccessfully disputed the
validity of the claim.

(iii

~

Sub-clause (2) rafers to ‘infringement of patent’, Tevoca.
tion of patent’ and ‘party relying on the validity of the
patent’, whercas certificate under sub-clause (1) refers only
to the ‘validity’ of a claim thal w=as contested in those pro-
ceedings. The words used in the Ausizalian Act, Section
169, arc to be preferred as they avoid this drfenlty.
(iv) Whereas the concluding words of Section 64(2) of 1he
UK. Act as well as  Section 169 of the Australian Act
entitle the successfu! plaintiff in an action for infringement
or the successful respondent in a revocation proceeding to
o higher scnle of costs “so far as concerns a claim in Tespect
of which certificate was granted”, the last words of Clause
61 (2 of the Bill direct the grant to the patentee of “all
zosts on the higher scale incidental to the suit” and do not
restrict it to the costs so far as concerns the claim, as in
the UJX. and the Australian statutes. It is clear that the
costs payable on the higher seale should be confined to the
costs Incidental to the claim whose validity was improperly
and unsuccessfully contested in the later proceeding. The
roviso is taken from the U.K. Act of 1949 [Section 64(2);]
ut substitutes the word ‘decree’ for the word ‘proceedings’,

The effect of this change would be that the proviso would -

epply only to appeals in suits for infringement and would

infringement actions could be filed in any District Court which has
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not apply to appeals against orders in petitions for revoca-
tion. This is presumably not what was intended The
proviso may be amended on the lines of the UK. statute
s0 as to cover appeals both in suits for infringement ana

petitions for revocation. \
738. One other matter may be considered with regard to this.
proviso. The proviso even as amended as suggested above, will apply
only to costs in the appellate court and the effect of the proviso will
be that when an unsuccessful defendant or an unsuccessful petiticner
for revocation files an appeal against the order of the first court,
the costs of any appeal would be on the ordinary scale and not on
the higher scale. In cases, however, where the patentee is unsuccess-
ful in the first court (in the 2nd proceeding) but succeeds on anpeal,
the question is, whether the appellate court should be bound to
order costs on the higher scale in so far as it relates to the costs of
the first court. It would seem from the language of the Eroviso in
the UK. Act that this matter is not free from doubt although the
payment of the costs on the higher scale as regards the trial court
would nlot in such cases appear to be rcasonable or just. The award
of costs on the higher scale is to discourage and penalise frivolous
attacks on patents, the validity of the claim of which has been pro-
nounced by a competent court. Where, however, the trial court in
the 2nd action finds against the patentee, the action of the partv who
attacks the validity of the claim cannot be sazid to be frivolous or
unreasonable and hence there is no justification for penalising him
with the higher scale of costs because he fails in the appellate eourt.
In such cases if the defendant in  the infringement action or the
plainliff in the revocation proceeding is finally unsuccessful. he
should be made to'pay only the costs under the Civil Procedure Code
and not the special costs provided under Clause 61(2). If this view
is accepted, the proviso should be amended suitably. .

729. In the appended redraft I have endeavoured to give effect
to the above suggestions:— .

“G1. Certificate of contested validity of specification—(1) If in
any procecdings before a High Court for the revocation of
a patent under Section 37, the validity of any claim of a
specification is contested, and that claim is found by the -
court to be valid, ‘the Court may certify that the validity

of that claim was contested in those proccedings and was
upheld.

(2) Where wny such certificate has been granted, then, if in
any subsequent suit before a court for infringement of that
claim of the patent, or if in any subsequent proceeding for
revocation of the patent, in so far as it relates to that claim,
the patentee or other person relying on the validity of
the claim, obtains a final order or judgment in his {favour,
he shall be entitled to an order for the payment of his:full
costs, charges and expenses of and incidental to, any such
suit or proceeding properly incurred so far as they con-
cern the claim in respect of which the certificate was

granted unless the Court trylng the suit or proceeding
otherwise directs: '




certificate:

Provided further that courts hearing appeals from decrees qr
orders in suits for infringement or petitions for revocation
shall not be held to be empowered by virtue of this sub-
iiction to pass orders for costs o -gcgle referred to

erein.”- -

Clause 82—1iclic{ for infringement of partially valld specificatiop

740, This Clause enlarges the present gection 85-A of the Indian
Patents and Designs Act, 1911 and is substantially a reproduction pf
Section 62 of the U.K. Act, 1948. The explanation which cccurs at
the end of the clause does not appear in the corresponding section of
the U.K. Act but appears at the end of section 35-A of the present
Indian Patents and Designs Act of 1811 and may be retained. I

741. I have already pointed out in my notes under Clause 58 that
in the UK, relief by way of account of profits which was deleted
under the amending U.K. Act of 1819 has now been restored under
the UK. Act of 1949 (Section 60) and that the apfplicant has now
the option to claim either damages or an account of profits in addi-
tion to injunction. In view of the new clause [Sub-clause 58(1}]
proposed by me, the proviso has to be suitably modified, say, as—
“Provided that the court shall not grant relief except by way
of injunction save in the circumstances mentioned in sub-
section (2)". )

>742. Sub-clause (2).—For rcasons already stated, the words “or an
account of profits” should be added after the word “damages”.

743, Sub-clause (3).—Should be deleted as it would be inconsistent
with the scheme 1 have recommended under which amendments of
specification of a patent could be ordered only by the competent High
Courts and when dealing with petitions for revocation (vide Clause
34-A). The cxplanation should appear at the end of sub-clause (2},

“damages”.

744, This is a roproduction of Scction 33 of the Indian Patents
and Designs Act, 1911, There is no corresponding provision in the
UK. Patents Act of 1949 but there arc some parallel provisions in
the Australian Patents Act [Scctions 104, 119 and 172(2)] and in
the Canadian Act (Scction 64). Under the procedurc which 1 have
suggested in regard to the determination of the validity of a patent

would fall under two heads:

Provided that the costs as specified in this sub-section shall not:
"~ be ordered when the party disputing the validity of the:
claim satisfies the court that he was not aware of the grant’
of the certificate when he raised the dispute and withdrew ..
forthwith such defence, when he became aware of such a . -

modified by the additiun of the words “or an account of profits” after )

Clausc 63—Transmission of orders of the High Court to the Controller

1) Petitions for revecation.—In regard to each patent there:
@ would be only one competent couxt, namely, the High Court

..

in an action for infringement and for revocation of a patent, the -
transmissicn of orders to the Controller and the entry on the register ...

.

B

having territorial jurisdiction over thre head office or the
branch office, as the case may be, where the patent is
registered or deemed to be registered. When a petition for
revocation has been filed in that High Court, the following
orders might be passed: — :

(a) The patent might be revoked or sorne of the clz{ms may
be deleted. In that event the court passing the order

might be enjoined to forward a copy to the Cantroller -

who would make entries {n the Register conformably
to it. The Australian Act makes provision for partles
lodging coples of the orders of court with the Controller
but T would prefer the courts themselves forwarding
coples as being much simpler and cn the ground that
it saves time. :

The High Court may dismiss the petition for revoca-
tion in toto, holding that every claim of the patent
challenged in the proceedings was valid, cr might
dismiss the petition for default or for non-presecution
or for other causes not touching the merits of the
patent, In this case also it is necessary that the order
of the court should be transmitted to the Ccntroller
. and lodged in his office with entries in the Register
- showing the proceeding which has taken place in
"respect of the patent and its resuit.

(c) During the course of proceedings on a petition for
revocation before the High Court the specification of a
patent might be amended (vide Clause 34-A). In such
cases also the final order allowing amendment should
be entered in the Register so that thereafter the speci-
fication of the patent would read as amended. In my
draft of Clause 34-A I have made specific provision for
this purpose and therefore there is no need to include
such orders under Clause 63.

(2) Other proceedings.—The other type of proceedings, namely,
infringement actions or suits under Llause 66 of the Bill
might be filed in any court not below a District Court
- within whese jurisdiction the cause of action to.sue might
~rise.  The opening words of Clause 63 include orders and

" decrees passed in suits for infringement and provide for
these being entered on the Register.

745. On the scheme which T have recommended. however, though
josues as to the validity of claims of a patent might be raised as a
defence in these proceedings, the cffect of any finding as to the
invalidity by the Courts would not extend beyond that proceeding
and the partics to that proceeding. In other words, it would have no
effect wgatsoever upon any of the claims of the patent entered on
the Register. For this reason I would suggest that judgments and
decrees passed in suits for infringement and in suits under clause €8
of the Bill where the validity of the claims of any patent is put in
lzsue should be forwarded to the Controller and should be antered
by him not in the Reégister of Patents but in a supplemental record.

B
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“83. Transmission of orders of the High Court to the Control-:;
ler{1) Eveg order ‘of the High Court on'a petition for:
uding orders granting ceriificates of validity ...

revocation in
of any claim shall be transmitted by that Court to the
Controller who shall éause an entry thereof and reference
thereto to be made in the Register of Patents.

(2) Where in any suit for infringement of a patent or in any
suit under Section 66 of this Act, the validity of any claim
or a specification is contested and that claim is found by
the Court to be valid or not valid, as the case may be, the
Court shall transmit a copy of its judgment and decree to
the Controlier who shall on recaipt thereof cause an entry
in relation to such proceeding to be made in the prescribed
manner in a supplemental record. =~ ' Co

(3) Where an appeal is preferred against the decision of the

courts referred to in sub-section (1) or sub-section (2)
the provisions of the said sub-sections shall also apply to
the court or courts determining the appeal.”

Clause 6i—Power of High Court to stay proceedings ctc.

747. This clause is unnecessary and may be deleted as in the
scheme proposed by me a petition for revocaticn can be filed only
before one High Court, viz. that having territorial jurisdiction.

Clause 65—Hearing with assessor

748. This corresponds to Section 35 of the Indian Patents and
Designs Act, 1911. Similar provisions are found in Sections 84 (2) and
84(3) of the U.K. Patents Act, 1949 and Sections 149(a) and 167 of
the Australian Patents Act, 1952-55. The precise functions of the
asscssors, the manner of their appointment, the scale of remunera-
tion and other details are not set out in the clause, nor is provision
made for rules being framed for the purpose, as under Section 84(2)
of the UK. Act. Qrder 37-A rule 12 of the Rules of the Supreme
Court represent the rule made in the UK. under this provision.

749. I would suggest thal she material portions of the ahove
rule 12 of Order 37-A may be incurparated as part of the statute
itself, as owing to the multiplicity of court cemnetent to hear suits
for infringement, it would be desirable to have a uniivi= provision
in the Act to be followed by the courts. The appended redraft secks
to earry out this suggestion:

«65. Seientific Advisers.—(1) In any suit for infringement or
in any proceeding befere a court under this Act, the court
may at any time, and whether or not an application has
heen made by any party for that purpose, appoint an inde-
pendeni Scientific Adviser to assist the conrt or to enquire
and report upon any question of fact or of opinion not in-
volving questisns of law or construction.

(2) The Court shall nominate the Scientific Adviser and shall
settle the question or instructions to be submitted or giver

«

ta him.

heu sy
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{3) The remuneration of the Scientific Adviser shall be fixed
by the Court and shall include the costs of making a
report and a proper dally féé for any day on which the
Scientific Adviser may be required to attend before the
Court, and such remuneration shall be defrayed out aof
publiec funds.” : .

Cxia:m 66—Remedy for groundless threats of infringement ptoceed-
fie. W
750. This clause corresponds to Section 38 of the Indian Patents

and Desi Act of 1911 and follows the language of Section 65 of
the U.K. Patents Act of 1849.

751. Sub-Clause {1).—The words “by circulars, advertisements or
otherwise” in this sub-clause have appeared in the U.K. Acts since
1883 and have been considered in some cases. It has been held that
the words “or otherwise” are not to be construed ejusdem generis
with the proceeding words “circulars, advertisements”. In Skinner
& Co. v. Permy (10 RPC 5), Bowen L.J. in dealing with this point
stated:

“Using language in its-ordinary sense, it is difficult to see that.
an intimation ceases to be a threat because it is addressed
to a third person in answer to an inquiry, or because it is
addressed to the person himself ¢ ® ® If I threaten a man
that T will bring an ection ageinst him, I threaten him

. none-the-less because I address that intimation to him
self”, :

752. The words “or otherwise” have also been considered in the
recent case of Benmax v. Austin hotor Co. Ltd. (70 RPC 284) by the
Court of Appeal. Evershed M. R. observed thus—

“s + » 1t seems, however, to be established that the words “or
otherwise’” must not be construed ejusdem generis so that
the letter written, for example, by a patentee’s solici-
tors before action brought and threatening to bring an
action for infringement of the patent, must be regarded
as within the formula ‘“where any person otherwise
threatens any other person”....”

In my redraft which I have appended I have substituted for the
ambiguous word “otherwise” a detailed reference to communications
which that word might signify.

753. Sub.clause (2).—Evershed M. R. pointed out in the above
decision that the expression “the plaintiff shall be entitled to the
following reliefs” in the corresponding Section 65(2) of the UK.
Act of 1949 was ambiguous. It was urged before the court that on
a proper construction of Section 65(2) of that Act every party
establishing threats and proving that they were unjustifiable was
entitled as of right not merely to a declaration bat to an injunction

and damages. Dealing with this matter, the learned Master of the
Rolls stated:

“Now it is quité true that the terms of the second sub-section
appear to be obligatory—"the plaintiff shall be entitled
to the following relief”—But it would be startling if these




