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aggregate as appears to him to be sufficient for that pur- .
pose:

Provided that such adjournment shall not be ordered unless
the Controller is satisfied that the patentee has taken ade..
quate or reasonable steps with promptitude to start the
working of the invention in India on a commercial scale
and to an adequate extent:

Provided further that where the patentee establishes that the
patented invention could not he worked or worked ade ..
quately before the date ot the application, due to any State
or Central enactment or any nile or rezulatlca made there­
under or orders of the Government, otherwise than by the
Imposition of conditions for the working of the invention in
India or for the disposal ot the patented articles or of the
articles made by the process or made by the use. of the
patented plant, machinery or apparatus, the period during
which such enactment, rule or regulation or order of Gov­
ernment prevented the working of the invention shall be
excluded in computing the 12 months ,referred to in this
sub-section."

629. This clause sets out the procedure to be followed by the
Controller under Clause 41 which is substantiallv the same us that
contained in Clause' 46 of the Bill. By appropriate references the
provisions of this section hove been made applicable to proceedings
relating to the endorsement of a patent with the words "licences of
righl U and to applications for revocation of patents.

"4.2. Procedure for den ling with application under Section 41.-
(1) Where The Controller is satisfied, upon consideration

of an application under section 41 that a prima facie case
has peen made out for the making of an order, he shall,
direct the applicant to serve copies of the application upon
the patentee and any other persons appearing from the
Register of Patents to be interested in the patent in res­
pect of which the application is made and shall advertise
the "applica ~jon. ' .

(2)· Thcpa tcntco or any other person desiring to oppose the
application n1C1Y, within such time as may be prescribed or
within sucl: further time as the Controller may, on appli­
CAtion mnclo ci thcr before or af tcr the- expiration of the
prcscribcd t i me ~d low, give to the Controller notice of
oppcsit ion.

(3) Any such l1ulicl' u( opposiLion shall, contain [}. stn tc mcnt
setting out the erounds o~ which the application is oppus-
ea. •

(4) Where any such notice" of opposition is' duly given, the
Controller shall notify the applicant and shall give to. the
applicant and the opponent an opportunity to be heard be­
fore deciding the case." .
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Clause 4!--Proccdurc for dealing with applications under Section 41.
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'n '-'to n.~ug ur- II oy reason of the refusal of the patentee
to grant a licence or licences on reasonable tenns-
(1) an existing trade or industry or the development

thereof or the establishment of any new trade or
industry in India or the trade or industry of any \
person or classes of persons trading or manufac­
turing in India is prejudiced; or

(ii) the demand for the patented article is not being
met to an adequate extent or on reasonable
terms from manufacture in India; or

(iii) a-market for the export of the patented article
manufactured in India is not being supplied or
developed or such market capable of being creat­
ed is not being created; or

(tv) the establishment or development of commercial
or industrial activities in India is prej udiced; or

(b) 11 by reason of conditions imposed by the patentee
(whether, before or after the commencement of this
Act), upon the grant of licences under the patent, or
upon the purchase, hire or use of the patented article
or process the manufacture, use or sale of materials
not protected by the patent, or the establishment or
development of any trade or industry in India is pre­
judiced; or

(c) if the patented invention is not being worked in India
on a commercial scale: or

(cc) if the patented invention is not being worked in India.
to the fullest extent that is reasonable practicable; or

(d) if the demand for the patented article in India is
being met to a substantial extent by importation from
abroad by

(i) the patentee or persons claiming under him,
(ii) by persons directly or indirectly purchasing- from
,Wm, , .-

(iii) by other persons against whom the patentee is not
taking or has not taken proceedings for infringe­
ment; or

(e) if the working of the patented invention in India on a'·
commercial scale is being prevented or hindered by
the importation from abroad of the patented article
by the patentee or the other persons referred to in the
preceding paragraph,

(2) Where in cases to which parngrnph (c) of the lust preced....
h1~ su b-sectlon applios, the Controller is 5<1 tisfied t ha t the
time which has elapsed since the scaling of the patent has
tJy reason of the nature of the invention or for some other
cause, been insufficient to enable the invention to be work...
ed in India on a commercial scale to an adequate extent,
the Controller may adjourn the further hearing of the
application under Sections.41, 41A and 41B as the case
nU1Y be for. such period. not exceeding 12 manths in the
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(6) ..'\ny person to \Vh0111 ~ licence has been granted under
SllC1icd1 ill shall be orititlcd to c~d1 upon the patentee to
t'lkc prncC'l'dings to prevent any infrin,gcnlent of the
P~l ten t :tnd if the p:tten tee refuses 0:- neglects to do so
w: thin t \\'0 men ths after being so called vu DOn, the licen­
see may institute proceed ings for the infringement in
his O\\'r1 n.unc ns though he were the patentee, Inoldng the
patentee n defendant but n patentee so added as de fen­
dant shall not be liable for any costs unless he enters an
appearance and takes part in the proce-e<1ingst

lt
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(2) Where an application under Section 41 is made by a per...
son being the holder of a licence under the patent the
Controller may, if he makes an order for the grant of a
licence to the applicant, order the existing licence to be
cancelled or may, if he thinks fit instead of making an
order for the grant of a licence to the applicant, order
the existing licence to be amended

.(3) Where on an application under Section 41 the Controller
orders the grant of a licence he may direct that the licence
shall operato-« ,

(a) to deprive the patentee crl any right which he .rnay
have as patentee to make, use, exercise or vend the
invention or to grant licences under the 'patent:

(b) to revoke all existing licences in respect of the tn­
.vention.

(4) Where two or more patents are held by the same patentee
and an applicant for a compulsory licence establishes that
the reasonable requirements of the public have not been
satisfied with respect to. some only of the said I patents,
then if the Controller is satisfied that the applicant can­
not efficiently or satisfactorily work the licence granted to
him under those patents without infringing the other
pa ten ts held by the patentee, the Controller may by order
direct the grant of a licence Ln respect of the other patents
also to enable the licensee to work the patent or patents
in regard to which a licence is granted under Section 41.

(5) Where the terms and conditions of a licence have been
settled by the Controller, an application may be made to
the Controller by the licensee for the revision of the
terms on the ground that the terms settled have proved
to be more onerous .than originally expected and that in
consequence thereof the licensee is unable to work the in-
vention except at a loss-

Provided however that no such application shall be entertained
hefore the expiry of 12 months from the date on which
the tc :ms of the licence have been originally settled by
the Controller and shall not be ontor taincd unless the
licensee has worked the invention on a commercial scale.
r'-Jo second application for rovision under this clause shall
IH.' ('n1 rr! amed.

\. -"'S:.-.22B

CJau.'1e 42-A-:-Powcrs of thE' ControUcr in granting liCCntN UAderSection 41~

G30. Sub-clauses 1 to 3 of this Clause reproduce the provisions ron.
talned in Section 38 of the U.K. Act, 1949. I have added two sub.
clauses (4) and (5) whIch are not found either in the U.K. Act or
In the Bill. The new sub-clause (4) is designed to aVoid a roruat.ruc­
tion sirnrlar to the one adopted in the U.K. in James Lomax Cathr(}­
Application for compulsory licence (51 RPC 75). A patentee owne-d
three related patents and an application for compulsory licence was
made in respect of all the three. The applicanr was able to establish
an abuse of monopoly rights only in respect of one of the three. The
npplication was in consequence dismissed in so far as it related to
the other patents. The application even for the patent in regaro
to which abuse was proved was refused on the ground that the
compulsory licensee could not, even 1! the Hcence were grtInted
work the invention without infringing the other patents in regard
tr, which no abuse of monopoly rights had been established. This
d~;,cjsion Was rendered under the U.K. Act of 1907; but I consider that
t::J~ same rule would apply under the Patents Act, 1949.

I am a ware tll:l t the unsuccessful applicant in the :loove case
o~,:ajned wbsequcotly £1 licence by making a. fresh 3Dplicalicn when
h': established that the patent in regard to which Ill' was able to
E:;~ab1ish abuse of monopoly could be worlted withoul infringinR the
C'urlier patents (vide 51 HPC 475) but this does nu: u ltr-r the point
v:h ich is relevant for the prescn t purpose. Sub-CliJllS" (4) is desigrwd
to overcome this si t ua Lion.

G3l. Sub-clause (5).-1 have made provision for an appl;cation.
bv a licensee to the Controller Ior a revision of the terms as to
[,·,yaHy on the ground that this proved to be more onerous than ~()rig j n~ 11 y (\XPoct('d.

632. I have, h"wever, made this right of the JiCel1S0C to apply
for revision of terms subject to three conditions, namely, (1) it
would not be entertninablc within 12 months from the date of the
settlement of the terms, (2) that the licensee must work the patent
in order to establish the conditions for oevision, and (3) that only
one npplica tion shall be entertainable by the Con troller in respect of
n single licence. The ratio behind conditions 1 and 2 needs no ex­
planation while the last condition is designed to impart a finality
to the terms at SOn10 stage.

G:l:J. Suh-clollse (G).-SubSlantially reproduce'S Clause 41 (2) ofthe Bill. ,

634. The foJl'JWillg is a drnft of the clause as reviscd:~
"·12.,\. PO\\'(,I"S or the Controller in gr:mtinL: licences under

Section ·Il.-(I) Where the Controller is sntisf1ed O:l

applic:,.ti'll millh' under Section 41 that the m:mufacturc,
\ISl~ .11' s:,!l' (If m: f('rials not p,otl'{'t('d by' the 11:1tent is lin.
[aidy pr"Judicc'd by rl~aSlJn of conditions imposed by the
f.Jatl'l1tce lipan the grant of licences under th(' patent, or
Upon the purchase, hire or usc of tho patented article or
process, he may. subject to the provisions of that section,
order the grant of licences under the patent to such cus­
tomers of the applicant as he thinks fit as well Btl to theapplicant. .

~~-



-~- .......ou 'condltions of licences to be zYantcd unde..Section 41

635. Clause 44(1) (a) of the Bill follows Section 39m (a) of the­
U.K. Act, 1949 in empOwerinR the Controller to grant compulsorylicences in those cases where.

(1) the invention can be Worked on a commercial scale inIndia, and

, (2) it would be tn public interest for ~e invention to be­
worked in the country without delay.

I have already pointed out why I recommend the deletion of thefirst req Uisite. ~

636. A dellial of the second is often put forward by patentees as
a defence. In my redraft of the clause, I have dropped the second
factor, for the reason that most of the prime industries and lines of
industrial activity are governed by the Industries (Development and
RegUlation) Act, 1951 and Government may be trusted to see whether
j l is in the public interest that the invention should be worked or
worked to a la,rger extent. Besides. in few of the items of either
industrial or consumer goods has the country reached tbe saturation
poin t so tha t there is little danger of unregulated over-prod uction.

637. Clause 44 (1) (b) of the Bl11 appears to direct the Controller
to secure to the patentee the maximum royalty that could be paid
leaVing unmentioned the interests of the licensee who is to work
the patent and the consumer who by purchasing the patented arti.
clo ultimately pays the royalty. I have endeavoured to inclUde the
interests of these two parties to be taken into account by the Con-troller, '

638. SUb.cJiluse (2) (b) is new only in the senso that it does not
find Cl place in the Bill. It is, however, an adaptation of provisions
Which found place in Section 24(1) (c) of the U.K. Act, 1907 as
amended in 1919, which was, however, confined to licences granted
in respect of patents voluntarily endorSed by the patentees with the-
Words "licences of right". The power of the Con troller to settle
the terms of licences is on the term;; of the sta tu te wi thou t any
restriction. Consequently it is /X)ssib!e that the Provision. might
be construed 1IS enabling the ControUer to include as one of the
terms of the licence, permission to the licensee to import the patent­
ed articles from abroad. I consid er it desira ble tha t the ma tter
should be put beyond doubt by specific sk1tutory provisjon~

639. The fullowing redraft gives effect to the above recommcn­dation:-

"42.B. Terms and conditions or licences to he g-rUl1tcd UI1­

dcr Sl'ction 41.-(1) The powers of the Controller upon
an applicu tion under Section 4! sha II be c:.;crciscd IV i til
a view to securing the follo\ving general purposes, thJ(is to s~.Y--

(a) :ha t pa tented invcn tions shall be worked on a com­
mercial scale ill :India without undue delay and. to the
fullest extent that is reasonably practicable;

. (b) that the Jnterests of any,person'for the time being
working orde\'eloping an invention In Indta under

"1- ~.~l'"
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the protection .of a patent shall not be unfairly pre­
judiced.

(2) (a): In settling the terms and conditions of a licence un­
der Section 41, the Controller shall endeavour to secure
(i) that the royalty and other remuneration, i! any, re­

served to the patentee, or other person beneficially
entitled to the pat~nt. is. reasonable, having regard to
the nature of the Invention, the expenditure incurred
by. the 'patentee in making the invention 07 in deve­
lOping it; and other relevant factors.

(Il) . thatahepatented invention is worked to the fullest
extent by the person to whom the licence is granted
and with reasonable 'profit to him;

(iii) that the patented articles are made available to
the public at reasonable prices.

(b) No licence granted by the Controller shall autr.crice the
licensee to import the patented article Ircrn abroad
\';he!~ such i,mp~rtation \~tould; but, for such 2.~:.~~oris2tion
constitute an infringement of tne rights of the pa ter.tee."

Clause 43-Liccnsing of related patents
640. My draft puts into 3 separate clause the provisions contain­

ed in section 37 (2) (d) (ii) of the U.K. i\ct, 1949 rend with proviso
(c) to Section 37 (3) (c). In substance, these provisions cf the
U.K. Act are contained in Clause 40 (2) (d) (u) read w.th proviso
to Clause 41 (1) of the Bill. My object in separating however these
provisions from the rest of the compulsory licensing clauses includ..
cd in~ Clause 41, rests upon the basic difference between the provl­
sion con tained in the redrafted clauses 43 and 41. Compulsory
licences are gran ted under the 1atter clause been use of the abuse
of monopoly rights, but so far as clause 43 is concerned, it is not
a question of abuse of monopoly rights, but is based on the need for
the working of inventions; and it is to the public interest that all
inventions for which patents are granted should be worked and that
no obstacles should be thrown by the existence of other paten ts In
force standing in the way of the workirig of a pa ten t· This is the
reason why I have eliminated from this Clause the requirement
that the application for a licence should be filed only after the expi ..
ration of thrcoycars from the date of g1 ant and have provided that
an application for licence under this Clause-may b0 filed at any
time after the gran t of the paten t.

fi41. One of the common tvpcs of abuses of patent monopolies is
the usc of patents for blocking purposes. i.e. l\puttin~ the patented
invcn t i (1 non icc 11 \ Vh i1 cotherS [1reprep ared 0 nd des 1roUS 0 f \V0 r1,­
in g ~ h l'! n. The provisions of th is c1<1USC \l.,'0U 1d ofTccti vc ly cou 11tcr
any tcndcucy to resort tn such ~1 [o r m (If abusr-.

642. The conditions that t lu- :lpplil';lnt must be in a pos i t ic n to
and be willing to grant a licence to the other patentee if he s? re­
quires. follow similar, provisions in the V.I\.. Act and in the BIll.

643, The following,~redrnft gives effect to the above recornmen-
dation:- " . h di

"43. Licensing of related pn tcnlc;.- (1) Notwi t stan mg any ...
th i tl g i 11 the 0 ther provis ion S 0 r t h1s chap ter, a t nny t im e



1 have slightly expanded the class of inventions to which
this provision should apply by including articles of food
and medicine [or animals also. This is in line with the
provision in tht' palent laws of SwitzN\aml,Dcnmark and
certain other countries. 1 mIght also point out that the
definition of "drug" in the Drugs Act, 1940 includes

n1cdicamcnts for nninlJls.

(6) In sub-clausc (8) 1 have indudcel :1 provisio!l for enabling
licensees to import this class of goods, but this is subject
to special directions of the Central Go\'ernl111'nt tnking'
into account public interest. This is in contra:;t with the
powers of the Controller in regard to compulsory licences
in respect. of other patents (vide clause 42B(2) (b)1 and

(5)

(4) When once a person is an approved person, with respect
to any particular class of inventions the patentee of an
invention faUing within that class is bound to grant him
e licence on reasonable terms and in case of disagreement
between himself and the pawntee. the terms are to be
retned by the Controller. This practically amounts to
endorsing patents falling within this group with the
words "licences of right"; with only this slight difference
that before one is entitled "as of right" to make an appli­
cation for the grant of a licence, he has to be "approved"
by the Central Government. For this reason, 1 have
reduced the renewal fee payable in respect of this class of
patents to one-haH in line with a similar provision in

Clause 41--A.

,

that where an application for compulS/Jry licence is made
in respect of 'lUch inventions, the Controller would be
bound to grant it, unless h.e. has good reason for refusing .
the patent. These last words are of indefinite import

, though the better view appears to be that the application
ought to be 'allowed untess the Controller were satisfied
that the applicant was not a fit person to work the inven­
tion to public advantage. This 1 have endeavoured to
clarify by entitling every "approved person" to work the
patented invention under a licence. As this class of
inventions touch public health, it is very necessary that
there should be a guarantee that persons who are permit­
ted to work the inventions are those who are qualified
to work them honestly and efficiently. 1 consider, that

,,' tor this purpose, the &C!eenU1g of the persuns who might
be permitted to work these inventio:J:S should be done by
the Central Government instead of by the Controller, as
the former would be in a position to discharge this func­
tion more satisfactorily, having reg:::.rd to the means of
Lnformation available to them. I have accordingly made
tl ptovision for applications being made to the Central
Government by persons desirous of '.':orking any patented
invention or class of inventions and the Central Govern­
ment, after considering such application, according
approval and declaring them as "approved persons".

f!
,~ ,
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.after the sealing of a patent, any person who has the"f'.~-;
right to work any other patented invention either as
pa tentee or as .licensee thereof. exclusive or otherwise, .
may apply to the Controller for the grant of a licence of" .
the first mentioned patent on the ground that he is pre­
vented or hindered without such licence, from working
the other invention efficiently or to the best advantage
possible: "

Provided that no order under this section shall be made,
unless the Controller is satisfied that the applicant is able
and willing to grant or procure the grant to the patentee' ­
and his licensees f1 they so desire a licence in respeet of
the other invention on reasonable terms.

(2) When. the Controller is satisfied that the conditions of
Bub..section (1) have been established by the applicant, he
may make an order granting a licence under the patent
and on request by the patentee or his licensee under the
other patent on such terms as he thinks fit.

(3) The provisions of section 42 and of sub-section 6 of Sec­
tion 42..A shall apply to the licences granted under tills
section as they apply to those gran ted, under Section 4tH

Clauses « and 45--Provisions in relation to patents for food. medi­
cine etc.

644. These t\VO clauses deal with patents for inventions with
respect to articles of food or drink, insecticides etc. The provisions
now in force are contained in Section ,23CC of the Indian Patents
and Designs Act, 1911 and these are reproduced in Clause 45 of •
the Bill.

645. Clause 44 is in the nature of a prcn mbln and it is designed
to explain the reason for the special treatment of the inventions
falLng within this group.

646. In regard to the general scheme of tho provisions as drafted)
they may broadly be summarised thus:

(1) The clauses would have retrospective operation and apply
as much to patents in force at the commencement of
the Act as to those granted subsequent to that date.

(2) In line \y!;h the existing section' 23CC of .' the Indian tJt
Pator:t~ and Designs Act, 1911 and Clause 45 of the Bill

· (compare Section 41 of' the U.K. Act) the period of grace
of three years applicable to apP,l ica t ions for cornpu lsory
licensing and endorsements under ClallSl':1 41 and -ll-A have
been eliminated in respect of npp licnt ions for licensing 'iio'W'"

unde-r this Clause This is on thr J~l'()u!1d that compulsory
licences in respect of patents rcl a t ing to food, medicine,
insr-ct icidt-s etc. nrc grnntcd bc:cJUSC of the imperative
demands )f public interest and not on the ground of any
-abusc of monopoly, a matter fully explained by the House
of Lords in the decision of Parke Davies & Contpany-·
VS. the Comprroller-Cencrc! of Ptltcnts-(71 RPC 169)..

(3) the existing provision in Section 23CC which has been
adopted from Section 41 of the UJe. Act of 1949 enacts

....



rs justified by the needs of public health. In this connec­
tion the provision in section 51 (4) 01 the Patents Aet otNew Zealand, 1953 might be noticed.

(7) I have removed sUb--elause (4) of Clause 44 of the Bill
correSponding to Section 23CC (4) of the Indian Pa tents
and Designs Act, 1911 and made if into u separate clause,
the reason being that the several sUb-clauses of 'this clause
dealIng with the conditions to be imposed upon licences
granted under it are obViously inapplicable and inappro­
Pdate to the licences to be granted under the otherprovIsions,

~ -"

647. The following redraft gives effect to the abOve -recommenda_tion=_ .

"44. Provisions in rolatlon to patenta lor focd,;nledkiJ!e, etc._
Whereas public interest requires that patents for inventions with
respect to articles of food or medicine and curative devices and
processes therefor should be worked in India With promptitude to
the fUllest extent Possible, by reason of the prime importance of
these article~ and deVices for ensurin~ the maint~na.nce and promo­
tion of publIc health and the prevention or alleV1atlOn of SIckness
nnd SUffering, the provisions of the follOWing two sections shall haveeffect." .

648. "45. Grant of Hccnccsby Controller in respect of pmtent!
undo!' Soctlon 44.-(1) Every patent which is in force at the
commencement of this Act in respect of an invention relating to a
IOubstance Used Or capable of being Used as food, medicine (for men
or animals). insecticide, germicide or fungicide or in the production
of such food, or medicine or insecticide, germicide or fungicide,
and every patent in force at the commencement of this Act and
every patent granted thereafter in respect oi:

(a) a process for prodUcing any such SUbstance as aforesaid,or

(b) any invention capable of being used as or as part of asurgical or curative device,

,shall be SUbject to the pr~visions of this and the next SUcceedingsection."

(2) At any time after the sealing of a patent for an invention
falling within sub-section (1), any person, being a person approved
in this behalf by the Central Government and referred to hereinafter
es an "approved person", may reqUire the patentee to grant to him
a licence to Work the patented invention in India, for the purposes~et out in sUb·section 9 of this section on reasonable terms.

(3) Where the patentee and an "approved person" are unable
to a~ree as regards the terms of the licence. the Same' m.r« be sct tIed
by the Controller on the uPplication either of the patentee or the"approved P('l'Son". .

(4) Where' in respect of a putent referred to in SUb-section (1) a
licenc(' to work the invention granted before the commencement~f
this Act is in force, the Controller may on request by the lIcensee
order that the existing licence be eJ(changed for a Hcencc. to be.
gr(lnted by virtue of thla section upon terms to be settled by hIm.

. ~
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(5) The provisions of sub-sections or Section 42B sball,so far as
they are not incorudstent with any provisions of this section. apply
to the exercise of the power of the Controller under this Section as
they apply to applications under Section 41.

(6) In settling the terms of a licence under sub-section (3). the
Controller shall endeavour to secure that food or medicine (fon men
or animals) t insecticides, germicides or fungicides and surgical and
curative devices shall be available to the public at the 10\ft:vBt price
consistent with the patentees' deriving a reasonable advantage from
their patent rights..

(7) A Ilcence granted under this section shall' entitle the licensee
to rnaka.. use, exercise and vend the invention as food} medsclne
{for men or animals) insecticides, germicides or fungicides or for
the purposes of· production of food. medicines, insecticides, germl ...
cides or ·fungicides or as part of a surgica! or curative device but for
no other purposes.

(8) The terms of any licence granted by the Controller under
this Section shall not empower the licensee to import the patented
article from abroad, provided however that the Central Govern­
menj may, if public interest so requires, at any time direct the
Controller to include such a term (subject to such conditions as it
thinks fit) in regard to a licence or licences granted or to be gr-anted
in respect of any particular patent, arid thereupon the Controller
shall give effect to the direction.

(0) The Central Govemmcnt may on the cpplication cf any
person desirous of working any patented invention or any class of
inventions falling within sub-section (1) of this Section, and made
in the prescribed manner, declare such person to be an "approved
person" in respect of that invention or that class of inventions for
the purpose of this section:

Provided that the Central Gove r nrncnt may without prejudice
to their rights, powers and privileges under the other pro­
visions of this Act, authorise any person or authority to
.work an invention or class of inventions and such autho­
rised person or authority shall be deemed to be "an
approved person" for the purpose of this section.

Provided always that any person, who, at the cornrncncemont
of this. Act, is working ns a licensee any patented invon­
tion falling within sub..section (1) shall be. deemed to be
an "approved person" for workinr; such invcntton.

In granting or refusing to grnn t such request the Central Gover-n­
men t 5h811 take into consider» t ion th c: f olJc)\ving n1Q t lcrs:-

(1) the nlunufacturing or CO III mercia! experience j n t ht] field
of the applicsnt,

(2) t he nbility or the nppl icant tn '"Sf'cure lIhe required hnancc
:lnd the ll(\CC.'l.~;lr~· tcr huicn l persol111C'I, nnd

(~~) othor relcvun t Iactors to ensure l hat the approvcd person
shall be one who would w or k the invertticn efficiently
and to public. advantage.

(10) The renewal fees payable In respect of a patent falling with­
in sub-section (1) shall ben moiety only of the fees whicl; would
ot herwise have been payable.
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(11) For tho removal of doubts, it is hereby "enacted thatth&~:
provisions of this and the follOwing two sections shall be construed
as additional to those in the other portions of this chapter and shall
prevail if inconsistent with such other provisions."

Clause 4S·A.-Revocation for non-working of patents falling underSection 45(1) .

649.~is clause is new and does not find a place either in the
U.K. Act, 1949 or in the nin. Section 42 of theU.K. Act, 1949 which
makes provision for the revocation of patents in 'case of . continued
abuse of monopoly even after the grant of a conipulgory licence is
confined to cases where an application for such licence has been
tiled under Section 37 (on the ground of abuse of monopoly rights ..
by the patentee) but does not extend to cases where a compulsory .
licence is granted under Section 41 of that Act, (corresponding to

. clause 45 of the Bill)., I do not consider this logical or satisfactory.
If a patent falling within Section 41 of the Bill could be reVoked
for continued failure to work the invention even after the grant of
n compulsory licence, I do not see any reason why a pnteI:1t in regard
to fOod or medicine which is not Worked to an adequate extent
within the countrv should not be revoked where there is continued
non-working. If even after the provision in Clause 45 for the grant
of licences it is found that the pa,tent is not worked within the country
vvi th the rcsui t t ha t the' purpose sought to be' ach ieved by the grant
or the pa ten t I;; not real ised, I consider that national interests
require that the patent should be taken off the Register for its
presencc on the HCL;ister constitutes a hindrance (0 the country's
t'~'onomy, Ihav<, therefore made a provision for the revocation of
tht! patent in such circumstances.

G50. The condition on which the patent would be revoked is that
within a perioe! of: four years from the date of the grant of the
patent or 2 yours from the date of the commencement of the .A.c.~.
whichever is ltJl1ger, which I consider is a reasonable sufficie,,~ time
for working an invention of this class-the demand for the patented
product in India is not being met out of the manufacture within the
country. If the p3tentee cannn] achieve this either by working
the invention himself or by instructing his licensees so to work,
there is no purpose in retaining the patent in force which in the
t'ircumstunces w ould mean that. the patente, would Continue to
e njov the mOhopoly of importing the, patented product from abroad
which is not in the interest of the country.

651. By 11 pl'ovi..;o I have suggested that the Controller be vested
\\'ith p"wcr to adj,)utIl a proceeding for revocation for a )wriod of
1:! month;; if it is l'stabJished before the Controller that Sllfficient
S!t'pS h;)\,(, 1)t'(,11 Lib,)] promptly to start wqrking the inl'ention
within tIll' country to meet adc'Cjuatcly the country's demand for
tlte pill \'llll'd pl'fld ur t , I have <llso ildded a ride!' pl'nvid inr; for the
exclusion of thl' period covered by the dclny caused by statutes or
order of Government preventin,g or hindering the Working of the
illyen t ion \V i th t /)(' same exception as regards compliance with
conditions whlell might be imposed as regards workirig theinven~
'ticn in line with 11 similar provIsion in .regard to the revocation in.Clnuso 41...B.

l;,
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652..The following draft gives effect to the above recommends ..·
tlon:-

"45 ..A. Revocation for non..working of Patents fall.i.o.g under'
Seetion 45(1).-(1) In respect of a patent for E,n .inven­
tion falling within sub-section (1) of Section 45 of this
Act the Central Government or any person interested
may. at any time after the expiration of four....years from
the date of the sealing of the patent or at any time aftor
the expiration of two years from the date of the commence­
ment of this Act, whicaever 1.! later, apply to the
Controller for the revocation thereof on the ground that
the patented invention or any part .thereof which is
necessary for the efficient working of the" patentvhaa not
been commercially worked in India by the patentee or
by persons claiming under him to &.'"1 extent adequate to
meet the demand Ll1 India for the patented article or that
such demand is be.rig met to a substantial extent by
importation from ::brond. and if on such application the
Controller is satisfied that the applicant has established
his right to relief, may order the patent to be revoked:

Provided, however, that where it is Established to the satis­
faction of the Controller that adequate and reasonable steps
have with promptitude been taken to start the working
of the patented invention in India en a ccmmercial scale
and to ·an adequate extent but that OWIng to reasons
beyond the control of the patentee or those claiming under
hiJTItit has not be-en possible to work or work adequately
the invention in India and that if afforded further time
there is a reasonable probability of the adequate working
of the invention, he may by order adjourn the application
for such period not exceeding in the aggregate twelve
months, as will, in his opinion, give sufficient time for .t hc
invention to be so worked:

Provided further, that where it is established that the
patented invention could not be worked or worked
adequately before the dateof the application for revocation
uue to any State or Central enactment, rule or regulation
thereunder. or some orders of the Government, otherwise
than' by the imposition of conditions for the working of
the invention in India or for the patented article or articles
made by the patented process o: made by the use-of tlH.\
patented plant or machinery or apparatus, the period
during which such enactment, rule or regulation or order
of Government pr cvcnt cd such working of the invention
shall be excluded in cornpu ting the 12 months referred to
in this sub-sect ion

In deciding the application, the Controller shall fellow
procedure prescribed by Section 42}· ~

853,·, Clauso 45..B-Spccial provision {or notification of patents by
the Central Governmcnt-e-As stated already, this clause seeks to
reproduce the substance of sub-clause (4) of Clause 45 of the Bill,'
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pOncl1ng to Section 23CC(4) of the I~d.ian Patents and Designs
Act. 1911. As to the terms of the licence granted in respect of this
tvpe of patents, I have followed and clarified the present provision,The follqwing is a draft of the provision._

"<CS;a Special provision for hoUllcatlon of patents by the
Central Government._The Central Government may, if
satisfied that His expedient and necessary in the pubIic
interest that a licence under 11 ,patent in force should be
granted at any time after the scaling 'of the patent for any
invention not falling Within sUb-section (l) of Section 45
may So notify in the Official Gatette and thereupon the
folloWing provisioh shall have ~mect, that is to say-..
(I) .The ContrOller shall on. applicatIon made at any time

after the notification by any person interested grant to
the appHcant a licence under the sald patent on SUch
terms as he thinks fit unless he is satisfied that the
applJcant has not the Cllpacity to work the inventionto the publJc advantage.

(ii) In settling the terms of a licence granted under
this section, the Controllerl shall endeavour to secure
tha t the articles manufactured under the pa tent shall
be available to the public at the lowest prices consistent
with the patentees' deriVing a reasonaqle advantagefrom their patent rights..

(iii). The provisions of Sections 42, 42A, 42B shall apply to
the exercise of the pOwer of the ContrOller to grant
licences under this section as they apply to anapplication under Section 41."

654. Clause 4f-R
c

voca tion of patent in public interest.-Section
25 of the Indian Patents and Designs Act, 1911 enables the Govern­
ment to revoke any paten t by notification if they are sa tislied tha t
the' continuance in force of the patent is contrary to the public
interest. This provision is omitted in the Bill but r see no reaSO::J
Why it should be exclUded. The pOwer conferred may sL'ldnm be
used but nevertheless it isa useful provision and takinR tnt 0 llCCoun t
the conditions now Obtaining as Well as future nCC'ds I think it Would
be useful for the furtherance of the· naUonal economy. r hav~
sUbstantially reproduced its terms in Clause 46 in my draft.

The follOWing redraft gives effect to the above recommendation:-:-

"46. Revocation of Patent in public intcrcst._A patent shall be
deemed to be revoked if the Central Government declares
by notification ill the Official Gazette that the patent or the
mode in which it is exercised is mischievous to l!1l' Stale,
or generally prejudicial to the public."

C111ll
S

<, 47-
SlIPp

IelllClllnry provisions with respect to orc!ers (meierthis Chapter

. G55. Sllb-Cll.lus~ (l) .-This reproduces Section 23E (1) of I hl' ]ndilln
(cnts Dnd Designs Act. 1911 Which follOwed Section 83-A of the
K. Putents Act, 1907-1946. The reference to "any other mode of
("""nment" in the U. K. Act Was appar,ently to the enfore'emcnt by

!
0

the writ of numd80mus to;whlchapplicants 'who su cCt't'ded
the Board 9f 1'radc:had to resort, under section .22 ;of the U.x.

,;

~

',.~ l

Patents, Designs and Trade Marks Act of 1883-which made no­
provision for the enforcement of orders granting a compulsory
licence. I do not .coastder -there is need for the retention of these'
words. I would suggest that, the sub-clause might read-

"Any order for the grant of a licence under this chapter shall.
operate as if it were a deed granting a licence executed by
the patentee and all other necessary parties embodying the
terms and conditions, if any, settled by the Controller,"

656. Sub-clause (2).-India is not a party to any international con- '
vention and in the reciprocal arrangements which she has entered inter
there are no restrictions in relation to the grant of a compulsory
licence. lienee there is no need for the saving contained in Clause
4~ (2). The sub-clause may be deleted.

Clause 47·A-Qrders and .dircctloaa of the Central Government fin.&{

.' 657. I have added this new clause to provide that the orders of
Government under this chapter which would include orders under'
Clause 46, are not to be questioned in any court. This should be so
since they are passed in.exercise of their administrativo power on the­
ground that they are needed in pu bl ic interest.

The following clause gives effect to the above recommendation:-

"47-A. Orders and directions of Central Government final.­
All orders or directions of the Central Government under
this chapter shall be final and shall nut be called in
question in any court or in any proceeding."

Clause 48-Anticipation by prior publ ication

658. I have already explained the reasons why I consider that
anticipatory publications such as\\'ould deprive an in vent ion of
novelty should not be confined lo publ icat ion-, in India. In view of
this. Clause 48(2)(b) of the Bill has to be considcrablv modified.

659. The language of Clau30 48 (1) i;s derived. from Sections IJ and
41 of the U. 1<:.' Patents Act, 1907 and I consider that the phraseology
employed could be improved by adopting the revision which the'
provision has undergone in Section 50 of the U. K. Act of 1949. The
clause might beredrafted as follows:-

s, "48. Anticipation by' prior publi~ation,,-(l) An invention,
, , claimed in a complete spccificatjon shall not be deemed

to have been anticipated or held to be not new by reason
only that the invention was publishr-d in C1 specification
filed in 'purstiance of an application Io r ;t patent made in
Ind ia and da ted bC'f()rL' 1~ t J ~ tn tl ~ I ry 1q1~.

(:2 ) Sub j cetasherei n n[t cr provide(1. ("1} 1 i 11V C'n t ion c1a im edin a
co m plc te spee ifca t ion s h ~ 111 11o t bed r:C.11Jod to h 0.V e been
anticipated or held to be not new, by reason only that the
invention \1(a5 pu b l bhcd ocf(lrc t he priority delt e of the
relevant claim of the spocificn tion, if the patentee or the
applicant for the patent provcs-
(a) thnt the matter published was obtained from him or

(where -he Is not himself the true 'and first inventor)
Irorn any person Irorn whom he derives ti t1(', and was



~~.

the priority date of a claim could not amount to an anticipation to
deprive an invention of novelty. I bave drafted the clause in Iine
with U, K. provision and have numbered it as Clause 49-A.

662. The following draft gives effect to the above recommends­
tion~-

"49..A. Use and publ ication after provisional specifieation-c­
Where a complete specification is filed or proceeded with'
in pursuance of an application which. was accompanied by
a provisional specification or where a complete specifica­
tion filed along with an application is treated by virtue of a
direction under sub-secuon Ta) of Section 8 of this ·Act
as 0 provisional specification. then, nctwithstandlng any­
thing in this Act. the Contro iler 5h'111 not refuse to grant
the patent, and the patent shall not be revoked or invali­
dated by reason only that any matter described in . the
provisional specification or in the specification treated as
aforesaid as a provisional specification was used in India or
published in India or elsewhere at any time after the date
of the fIling of that spccificat ion."

Clausc-.;)O Co .. uwnersh ip of patents

663. This clause reproduces in substance the provisions contained
in Section 54 of the U.K, Pate-nts Act, 1949. The Iaw in rcga rd to the
inter se rights of joint patente('s is l~ll\4: to be found in Section 37 ()f

the Indian Patents and Designs Act. 1911. which is based upon Section
:37 of the U. 1<:. Patents and Designs Act. 1907. The changes made
Nl the Tj, I\:. Act, 1949 were 111 implcrucntnt ion of the recommendation
of the Swan Cornmit tec (p~lr:l.t~r(lph:~ 10~ to 110 of their final report).
Clause 50 of the present I~i 11 rr... moves certain inconveniences ana
obscurity in language which ;~re to be found in Section 37 of tr-e
1ndian Patents and Dcsiuns :\~'l, j 01I nevertheless it requires ~ligj)t
drafting changes.

664, Under the U.IZ, Patents Acts bt'fore 1·949, there was a statutory
ban imposer] on the right 'of otiC co-proprictor to license a patent O'f

his interest in ,it. w i thout the' consent of his other co-proprietors.
There was however no bur tl) h i , :ls~igning his interest in the patent
to one or more indiv idun ls. the COI1lInon law ri~ht of an owner of
p rcpert v to do so being unfettered. -Thc Swan Committee recom­
mended that this defect should be rc-n.oved and .Sect ion 54 (3) of the
lJ.K. Act. J949 Irnplcmr-n ts t l: is n-conuncndntion.

665. Undcrf ho 1J.1\:. Act, the' t'h:Hl.(~P c-flccted is directed to apply
only to p:1tents granted ;1(1('/' t:l'.' ~'\'1nnl('n{,Plnpnt of that Act [r:r]"
the 0pcl1in.t~ w orrl-, ()f Sl'\': ;,.: 1 :~.; ( 1);. '1'11('1"i.' is 11d rL'~tSOn, however.
\vh Y tl1 is (':1~1n ,t~ e sl:uu1d \)c r:l ) ~ 1: ·1I H 'd ~:} p ~ \t t'111 s gra11t (' c1 ;I f ler the Act

·cornes into COlT{'. It S0('n)~ 111 n i.: : ii.;; :: \\'(luld br.' dt'~ir~d)le to extrnet
the SCOP{: (d' tllCSt' pru\'isl()!1S ttl i'.dt'II:." :l1r(,~ld.v jn force and provide
f(.H' a Sn\'ill~~ ('l~lu~{\ !'t'J~:lrdil1,L~· t/)(, ri,;~h:') l1[ {)xistirq~ :1ssignces of partial
interests. Th<.' \\'ol'ds "\1 fter t l]t, ('i llll 111CneVt11Cll t of tl1 is Act" occt1rrin,~
in sub-cl:J.usl' (1) Inny tlH'rpforc' he dt"ll'tcd nnd a ne\v sub·clause in
th~ fol1o\\'ing terlns ndded at the' t\ntl as sub-clnusc (0):- .'

(( (6)· Nothing in this section shall ho\vcvcr .affect the rights of
the assignees of partinl interests in a pntent created before
the COn1I110n('cnlcnl of this .A(\t."

~t.
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·"".UH,UI. rHS 'consent 'or the consent of anysuch p~rson; and

(b) where the patentee or the applicant. for the patent or
any person from whom he derives tItle learned of the
publication before the date of the application for the
patent; that the application Was made as soon as
reasonably practicable thereafter:

PrOVided that this sub-section shall not apply, if t,he
invention Was before the priority date of the claim
commercially worked in India, otherwise than for
the purpose of reasonable trial, either by the
pa tentee or the applicant for the pa tent or any
p2rson from Whom he derives title or by any other
person with the consent of the patentee or the
applicant for the patent or any person from whomhe drives title,

'(3) \Vhere a complete specification is filed in pursuance of an
application for a patent made by a person being the true
and first inventor or deriving title from him, an invention
claimed in {hat specification shall "not be deemed to have
been an licipated by reason only of any other application
for a pal~:nt in respect of the same invention, made in
contravention of the rights of that person, or by reason only
that after the date of the filing of that olher npplication, the
invention Was Used or Published without the consent of
that person, by the applican t in respect of thn t other
applicalion, or by any other person in consequence of any
disclosure of the invenlion by thal appli(';llIt.

(4) ]'I;olwi1hslanding anything in this AC1, lhe Controller shall
not refuse to ,lccept a complete specification or 10 grant a
patent, and a palent shall nol be revoked OJ' invalidated by
reason ollly of any circumstances which by Virtue of this
seclion do not constitule an anticipation of the inventionC13ilnerl in the .specification."

'Clause 49--Previous communication, l!i"Jd",y vi. working-

Sen '."'.t u,,;jy lilis ciause reproduces .the provisions contained in
Section 51 of the U. K. Patents Act, 1::149. The only drafting change I
would suggest is in sub-clause (4) Where for the words "accept an
a/Jpli<.:ation", the words "ilccept a complete speciflcotion" might be
subslituted fo bring it in linewHh my earlier rl'COllllnendation asregards Clause 18 of the I~i11.

'ClaUSe 49-A-Usc nntl PublicatIon after pro\'isional sP('dficatioll

661. The U, K. Patents Act, 194!1 contains in addition a pro\;isilll1
in Section 5~ dealing with casC's where lhere has bet'n :1 Pllulicatilln
(If an illVention afle[' 111{' filing of ;1 prOVisional sjJcC'ilic,llion or a
complete spec inCn! iOll II' h iell has beon di reel e(} to be t 1(';1 :e,i as :1

provislon:l! spcci fka lioll u ;ld cr Cia ll.)l' 8 (5), Possl bI\" ("'(' n vv llhou t
<l Sp

oe
if i l' Pr (\v j S i

on
0 f t his tYPp , (ht: ('0 t II' tS 11] Igh t n () 1.t rC: I 1 ,IS an a n t i _

cipo (jon ;ll1V pul) lie:!! iOil i1fl e l' the jij ing of 1111 :lpplica tion ( 1[' a paten t.
Bu~ stili, to :l\'oid. ;j.llY i,mplication that the Indian ellaelment by
Oml tUng tillS p

rO\'lSlOl1
Intended to depart from the English law I

I eonsider it advisaule to inClude this provision. This puts the matter
beyond nrgument that a Public!ltion or a Use of un inVention after



~ ~" uq.o,;tC OCCUtrillg in the beginning of sub-claU3e (4)may be replaced by the warns "patented article."

666, Sub.clftl!se (5),-The expression "as they apply in relation to
other chos

es
in action" may be wholly omitted as the expression

"choses in action" is inappropriate to Indian legal terminology, This
Omission would not affect the import of the sUb-dause,

qause 51-Power of Controller to give directions

667, This clause corresponds to Section 55 of the U.K. Act, 1949,
I would suggest in addition to the saving in sub-clause (4) [which
corresponds to sub.section (5) of Section 55 of the U.K Act, 1949J
11 further saving on the lines of Section 154 (4) (b) of the AustralianAct, 1952 aSfol1ows:_

"No direction shaIJ be given under this section so as to affect
the mutual rights or obligations of trustees or of the legal
representatives of a deceased person or of their rights or
obligations as such, or Which is inconsistent with the term:l
of an agreement betwQen co-proprietors of the patent."

CHAPTF;n Xl-Usc of inventions for purposes of Government and
Acquisition of Inventions by the Central Government

668,.In view of the additional provisions I am recommending for­
inclusion in fhis Chapter, the chapter heading might be altered toread:

"Use of inventions for purposes of Government and Acquisition
of Inventions by the Central Government."

Clause 52-Defin iti ons of "Govel'lllllent"

669. The G('nera] Clauses Act cont;-lins a definition of Government
and therefol'

c
the present clause 52 rlefining the \1/ord" "Government"

;l11d "purposes of Government" is unnecessary anrl mily be de!ett'd.

Clause 5:1~-U:-;l' of patcnted invcntions for purpos<,:-; of Government

670, Cblls
e

53 corresponds to Section 46 of the U.K. Act. In line
\\'ilh the U,K. Act, the purpOse for which an im'enlion rnay be used
by the Govc-rnment is in the Bill limited to the> usc for 11Jl' purposes
of sorno department of. Governm0nt. As alrcarly slated, the expres-
sion "Government" includes "the Central" as \\,ell as "the State"
(;overnmcn ts and therefore the purposes for wJdch 1he cla uses in
ChaptC'r Xl of the Bill make provision are the usc of inv('nlions [0',
State nnd Central Govprnmentlll purposes, '. .

671. The SCOpt' of a patentee's aLligation in thC' stanrlarrl form of
Letters Patent r,rant('{l in the U.K prior to the U.K Patenls Ad, 19.j!J
W:ts lirnif(.c! til "SUpplyin.£: 01' causit1.~ 10 he Sllpplit'd r,,). 'llll' (iris
i\f:lj('Sly's) SCl'\'jcP ill! streh arUcks of the said i!1VPllliol! :Is 'nay he­
I't'qu il'pd hv t!le' omC('!'s ~ . ~ . ndm illjstprin~ I1n:,; drp:1l't 111"111 [I f 0\ I r
s(·rviee~ .... :J t ~'llch 1in)<,:; :lnc!lI pOl! Slleh rCIlS

O
n:l bl t' pri('(.;.:. ".

672. A 'I ll(':;!iOl! was mool('rl befol'e fhe Sw:m C
O

Il1 m it tt", :IS to
Wh01111'r this hnitation nffhe Government's power to ust' ;1 p:Jlelllpd
1ll\'clltioll Ill' l'l'quil'ing the Use of the pntenfed itl\'('ntiOl! only for the
purposes of th{, C.;o\'el.'n m en t dt'partmcnts would not be unduly res.
trictive lind PI'OVp. inSUfficient for the expanded public n('pds of
modern times. 1n particulnr, the "~ommittee's attention W:ts drawn

~

•
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to the fact that even by 1949 there were several public undertakings
as well as nationalised industries which partook: 80 much of the
ch.aracter of governmental activity as to justify, their. being bro

u.gh twithin the scope of this power to USe patented lnventions for public
purposes, Nevertheless, they expressed themselves against enlarging
the scope of the Government's power in this regard, fIi paragraphs
70 and 71 of thelr Final Report they stated: f

"Nor do we see any adequate reason for enlarging the purposea
for which the Crown may. in normal times, use inventions
under the powers conferred by Section 29, the compendious
expression "ior the services of the Crown" being, in Our
OPlnion, sufficient to cover. not only the needs of the armed
forces and the requirements of national defence, but also
the requirements generally of the variow Government
departments for their own use.

The status of the bodies who will be managing the natlonnlised
industries has not, so far as we know, as yet been decided,
and we feel that it would be premature to discuss the
powers which will bl' available to them. For the purposes
of this Report, we assume that they aro not to he regarded
as Government departments, and that the use of the pro­
ducts of any manufacture they undertake, in so far as they
arc not supplied for the uso of Government departments,
would not be regarded as being use of thos

L
' Products for

the services of the Crown. tl

67:1. A view some'.vhat similar to t hct expressed by the Committee
regardin.r; t lu- constitutional position of these public COrpniations was
taken hv thr: Court of Appcol in a jUrlgmcnt delivered by Denning
L.J, in ']'am/ill v. TlaJlnajoTd [L.R (1950) 1 KB. 18] but the position
<JPPpnrs lo;w :,UII not settled As Professor Scnm;nrII says:-

"TIle (,";lCt constituti~nnl position of U1l' l1a~i"ll:ll corporJtion
in cJl:Jrge of nntionali.;cd undertnking;; h:l:i not yet been
fully settled, . " It has been suggesled that they fall sorno.
where between Government departments nnd localau thori ties."

["NaUonnli:,aliol1 in Lcgal Perspective", Current Legal Prob.
Icrns (J 952) ,,]

674, 1'h01'(, 1I-1s bC'cn some discussion -oi the problems arising out
of the peculiar :iituntion of Ihese public corporations in NamJ!ana_
,n/.'{1lI1i Naidll v. KrishnamtlTthi ~ (LL,R. 1958 Madras 513). It Would

. app0ar that the case of each corporation depends on its own fncts
nnd rl'fjllircs a dC'll1i1cd examinntion of its constifuting statute tlnd
the rl'i:It inn of the- Corpor,1tjOl) pis-a-pis Ow (;OV(':'!'lll"nl. Trrmlin
v, JIu 11 ua(<l/,(l however df'Cirlcs that Parliament rnav eslDblish a
co rpm;ll i lin \\' h ich is f01' nl I pr.ic: ir:1 J p.: rpOS1'S it "(!epa r l rn en t of
(; II\',·! ! 1'11('1\ l :! 1111 t hr' Ccn t 1':1] L,r::1 DO:I I'd creal(,d under the Town
a n.! ('illlld\ i'!:II111in/; 1\('1, 1~I·i7 W:lS rcferr('d tn hy Denning L..1, as
:111 j 11:)l ,U Ic: ('.

(j7:i. TIlt' Pl'Ovisions of this chapter rest on a p;inciple of high
public po lir v Under the common Lnw of England, "prior to the
Act of Jan:;. the Crown wns entitled to Use pntented Inventions
without t.ho assent of or compC'lls:Jtionlo the patentee, though it was
th0 practice to reward the pnt0n(ee c:r:-gratia" (Terrel! on Pnlents,
1DB C &. 1-..-17
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-order that there might be- co-ordination in the utilisation of a patent,
whlch the existence of a single authority would achieve.

680. The marginal heading in the Bill omits the word "patented"
which occurs in the corresponding Section 46 (1). of the U.K. Act
of 1949. As an invention may be used by the Government even
before the grant of the patent; the marginal heading as it now stands.
appears to be appropriate. In this connection attention may be

.drawn to the corresponding section 125 of the Australian Act: where
.also the marginal heading omits the word "patented" before
"inventron".

681. Sub-clause (l).-My draft of the sub-clause is modelled on
'Section 125 (1) t of the Australian Act.

682.Sub-clnuse (2).-The words "or tested" which are found in
'Section 125 (2) of the Australian Act, nave been included in my
-draft. The inclusion of the word "applicant" in addition to the word
"patentee" was originally suggested by the Swan Committee to be

-.fncludcd in this sub-clause in order possibly to provide for Govern...
merit being able to use an invention even before a patent is granted.
But as an express provision has been made in sub-clause (4) for this
purpose, there is no need to retain the reference UJ "applicant" in
this sub-clause as is done in the Bi11.Besides the words "by the
applicant" in sub-clause (2) might suggest that there was an obliga­
tion to pay royalty for the use of an invention even in those cases
where the application does not Ultimately result in a patent. This is

-certainly not what is intended. I have therefore deleted the words
"by the applicant orB occurring in sub-clause (2) of the Bill in my
redraft.

683. Sub-clause (3).-!v1y redraft makes two changes (1) by
-replacing the words "acceptance of the application" by the words
"acceptance of the complete specification" to keep in line with my
scheme) and (2) the omission of the reference to the "appllcant" for
the reasons stated with reference to sub-clause (2).

684. Sub-clause (4).-This sub-clause makes provision for autho­
risation being made by Government for the use of an invention
even before the grant of. a patent. It might be necessary therefore
to make specific provision for an authorisation being given to a
person to use the invention by the applicant even before the grant
of a patent. The expression "applicant or" occurring in this clause
may therefore be retained in addition to the term "patentee"
.[Compare section 125 (3) of the Australian Act]. -

685. Sub-clause (5).-The sub-clause requires that particulars as
to use of the invention by Government should be furnished to the

:appllcant or the patentee as soon as practicable after the usc is begun.
Ac:. the right to' compensation ns i wcl l as tlhe right to sue for
infringcmcnt would arise only after the gr<lnl of patent, the word
"applicant" in this sub-clause woulrl appear to .be inappropriate and
rnny be deleted. This accords with the U.1{: Act. section 46 (5).

Gl3R. Sub-clnuse (6) .-/\ con) p.uison of thi; sub-clause with the
corresponding Section 46 (6) of the U.K. Act of 1949 shows that the
Bill does not make any provision for the use of the invention for
the supply of goods to foreign governments in pursuance of any.

.agreement or arrangement with such government outside! India.. It
is not known whether ,vc have any treaty or agreement with our
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14\;~gn-ever'"Sltl\;e the Patents. Designs and Trade Marlo!, ~.
patents bound Crown, there was still reserved to the

Crown a wide power to Use patented inventions for its purPOSes.
The State which grants a patent monopoly Was held entitled to use
the invention for governmental needs without reference to the

' wishes ot the patentee sUbject only to the payment of reasonable
compensation, and not what the patentee chose to demand. The
question however is whether' the governmental needs for which an
invention could be used should be confined to Use by a Government
department. I have considered this question carefully and have
reached a conclusion different from that of the Swan Committee.

676. In the first place I do not consider it desirable tha t the ques­
tion as to whether any public corporation is or is not a department
of Government for the purposes of the utilizotion of patents shoUld
be left in a state of uncertainty. 'I'his apart, whatever might be
the position in the U.K. I do not consider that in the circumstances
of this country it is necessary or proper to restrict the powers o.f .
Government as in the U.K. _

677. In this connection I might recall a reference to paragraphs
169 to 171 ante wherein I had adverted to the introduction of the
"Inventions o nd Designs (Crown use) Bill, 1953 in the House of
Lords and its subsequent withdrawal and finally the ennctment of
the V.I<. Defence Contract' Act, 1958. What, however, is relevant
to the present discussion is that even in the U.K. there was a
realis:-Ition that the terms of sections 46 to 48 of the V.I{, Act of 1949
were inadequate to meet the requirements of the expnnding function
of a modern welfare State. I consider that undertakings carriod
on by Government, being either owned by L'Je Government or in
whic}, they have a substantial interest, should be in the same
posJlion as a Government department in regard to the right to use
patented inventions on payment of compensation without having
recourse to the compulsory licensing provisions in Chapter VIII.
In the context of India's planned and controlled economy I am
unable to perceive any sensible distinction between a Government
department running an undertaking such as Posts and Telegraphs
or Railways and a public Corporation like the Sindr! Fertilisern
owned and controlled by the Government, though the latter might
have a juristic personality different from that of the 0oV'enllilenl
Further. if in modern times authorities are r.reat~ for administering
new spheres of activity flSSwned by Government. it stands to reason
that these authorities. whatever their juristic position, should be
treated as indistInguishable from the State for the present purpose.

678. I therefore consider that for the putposes of this chnpter the
use of an inventlon by a Government undertaking should be treated
n~ pC]uivalent to Government Use. In view' of the nature of the
changes r am recommending, I have redrafted the clause to giveeffect to my views

G79. An explnnatlon is however due as to the form which I have
ndnpled for the rpdr:',[t of sub-clause (l). The authority to nuthorise
the use of the invention would be the Central Governmellt though the
purpusc for which that authority may be given. for the purposes of
this chapter, would include that of the Central and State Govern.
merits as well as Government undertakings~ I have done this in
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neighbouring countries. for instance. Nepal. for supply of articles
other defence equipments to them. If we have, a provision on
lines of Section 46 (6) of the U.K. Act or Section 125(0) of
Australian Act, would be necessary.

687, Sub-clause (6) of the Bill is restricted to Government's
po~er to sell "any goods no longer required 'for Government
purposes" tis in the U.K, This restriction I have removed and a
general power given to Government to sell articles made in pursuance .
of sub-clause (1), a provision which would be essential if the:,
inventions are used in Government industrial undertnkings, r have
further combined' the matter now found in sub-clause (7) with that
in sub-clause (6) of the Bill. In effecting this change I have followed
the analogy of the Australian Act.

688. Sub-clause (7).-Sub-clause (7) of my draft Is new, Under
the provisions of Section 53, followingln this respect the U.K. Act,
where cOmpensation is payable for the Use of an invention, the
amount is negbtiated with the patentee and the payment is made to
him [Vide sub-clause (3)] and this even in cases where under the
terms of Clause 54 the patentee has to share the compcnsMion with
an exclusive Jicensee or his assignor, It appeared to me somewhat
odd that persons who were ,entitled to share in the compensation
should have no voice in settling the total amount payable, I have
sought to rectify this anomaly by requiring that the notices under
sub-clause (5) which are preliminary to the determil1C1tion of the
compensatioll 5houlcl be given to these "sharcr-,' and to ensure that
the llegotiation nf the terms. should in ildditiCll1 to the p:Jtentee, be
with such persons also.

!ing, Suh-dllllsc (ll) .-'1'11 is extended r!eflnition of the ph;)l'<Jse "pur­
poses of GO\'lTnment" gives effect to my recommendati',n as regards
the persons or nuthorities to subserve whose purpo-..« Ih,~ Central
Government might direct any invention to be used.

690. The follOWing redraft gives effect to the above rccommendJl,..tions:_

"53, Usc of in ven lions for purpoxo of GUVl'runwll L-- (1) Not-
' withstanding anything in this Act, at any time after' an

applicntion fora patent has been filed or <l patent, has been
gr:1llted, the Central Government and ally per ;on au tho,
risod in writing by it may make, usc, vxcrciscor vend the
invention for the purposes of Government in· accoreiance
with the provisions of tnis chapter. .

(2) Where an invention has, before the priority chtc or' the
re!c"';1nt claim of the compJete specifil';\tioll. IWl'l1 recorded
in ;1 document by or tested or tried by Ill' (lll hch~df of
GO\'Crllm"nt, or ;1 GO\'crnnwl1( lItJdl'r(;\kin,l: "I hcr wiso than
in CIlIlSl'qU('IlCC of thl' cnl1ll1lullic:all(lf] of 01['. invention
din'clly 0 rind j recl ly by (he p;1 ten tee or by ;\ !wrso!1 frOin
Wj)onl hl' derives ut!e, any use of 111<' inn·!)t ion for the
pu q)OSC's of Government rnay be rnndo free of ;ll1y royalty
or other payrnon t to the putcntcc~

(3) In and so far as thc'invcntion hns not been so recorded or.
tried or t(\s!cd as aforesaid, any use of the invention made,
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by the Central Government or any person authorised by .
it under sub-section (1) at any time alter the acceptance
of the complete specification in respect of the patent or in
consequence of any such communication as aforesaid. shall
be made upon such terms as may be agreed upon, either
before or after the use, between the Central Government
and the patentee. or as may in default of agreement be
detennined by the' High Court on a reference under
Section 55.

(4) The authorisation by the Central Government in respect
of an invention may be given under this section, either
before or after the patent is granted and either before or
after the acts in respect of which such authcrlsa t ion 18
given or done and may be given to any person whether or
not he is authorised directly or indirectly by the patentee
to make, use, exercise or vend the invention.

(5) Where an invention has' been made, used, exercised or
vended by or with the authority of the Central Govern.
ment under this section. then unless it appears t o the
Government that it would be contrary to the public interest
so to do, the Government shall notify the patentee as soon
as practicable after the use has begun and furnish him with
such information as to .the extent of the making, usc.
exercise or vending of the invention as he may t from time
time, reasonably require.

(6) The right to make, usc, exercise and vend 3D invention
under sub-section (1) of this section, or uny provision for
which thissection is substituted, shall include the right to
sell the goods which have been made it! exercise of that
right and a purchaser of goods so sold, and a persnn claim..
Ing through him, shall have the power to deal w ith the
goods as if the Government or the Government under­
taking, as the case may be, were the patentee of the
invention.

(7) Where in respect of ~patcnt which has been the subject
of an authorisation under this. section, there is an exclu~ive
Iiccnsce as is referred to in Section 54 (3), Of where sucn

.patent has been assigned to the patentee in consideration
of royalties or other benefits determined by reference to
the use of the invention (including pnyments by way of
minimum royalty), the notice directed to be given under
sub-section C)) sll~lll a lso bt, J~i\'c!l to such cxclus ivr- licensee
or assignor as the case rnav be, and the reference to the
patentee in sub-section (3) of this section sh.il] be dc\crncd
to inc1ude arc fCrc 11CC to sueh as~1gnor 0 rexcJus i vc
licensee.

(8) For the purposes of this chapter. references to the UR0 of
an invention forthe purpose of Government shall mean the
making. using, exercising or vending the invention for the
purposes of the Central Governn1cnt; the Government of
a State or of a Govcrnrnom undertaking." .:
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Clause S«-RightB of third parties In respect of Government use.,...

691. This clause is substantially a reproduction of section 47'
of the U.K. Patents Act, 1949 of which it has be€n said, "Its language.
is involved and its interpretation not free from difficulty". Of sub­
section (1) of Section 47 of the U.K. Patents Act, the comment has.
been made that "the word 'use' which occurs four times presumably
means -in each case the use for the services of the Crown defined:
in the opening lines and excludes any other use". (The U.K. Patents,.
Act, 1049 published by the Chartered Institute of Patent Agents.
pages 107...08). Sub-clsuse (1) therefore requires to be redrafted to-
remove nmbiguity. ~ _

692. The reference in SeclJon 47 (1) of the U.K. Act to "the use.
of an invention by a patentee or an applicant for a patent" was.

designed to reverse the declslon of the Court of Appeal in Foster .
Wheeler ue., v, E. Green & Son Ltd. (63 RPC 10). In that case.
it was held by the Court of Appeal that a patentee who Was directed.
by the Admiralty to supply them with certain patented arttclea
was bound by covenants previously entered into by him Whereby
he had precluded himself from supplying patented articles to any
other than a sale purchaser; a suit by the purchaser restraining the
patentee from supplying the Admiralty was consequently sustained..
The underlying point of this decision was that a patentee directed
to Use an invention for Government purpcse, was not a "person
authorised to use" it within the section corresponding to Clause 53
of the Bill. The provision in clause 47(I) is necessary and may be
retained.

G9:~_ With reference to the same clause, the Swan Committee
noticed the decision in No-Nail Proprietary Ltd. v. No-Nail Boxes
Ltd. (G I RPC 94) where it was held that u stipulation for a minimum
l'()yalty entered. into between a patentee and a licensee remained
operal1ve notwithstanding tha t the licensee was authorised by a
Gc\'crnmel1t d!:)partment to usc the invention for Government pur­
poses. The decisior, was based on an interpretation of the words
used in Section 29 (1) of tht: UK. Pa tents Act, 1907-46 "And the
terms of any agreement or licence concluded between the inventor
Of patentee and any person other than Govei"nment department,
shall be inopera live so far as concerns the making, Use or exercise­
of the invention for the service of the Crown". Atkinson J. held­
and his view was upheld by the Court of Appeal-that a clause pro­
viding for the payment of minimum royalty was not a payment for
the Use of the invention but for a failure to exercise or use the
invention and was consequently not washed out by the provision
just now extracted. The Swan Committee did not consider that
the ru lc reg uired to be altered and made no suggestion' in thatdirection. .

f>n4. The phraseology employed in Section 4T(1) of the U.K. Act
(1C 1949 "pnyrncnt·; in respect of such Usc or calculated with reference
thereto" [which is adopted in Clause 51 (1)] would obViously exclude.
minimum royalty PUYr:1ents with the result that such stipUlations
would be binding on Government and any payments to be made to
licensees would have to take into account the Iiabillty of the licensee
to pay such a royalty because it would be II component of the price-
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charged by the licensee. 1 do not consider this situation proper.
The principle underlying the provision contained in Section 29 (1)
of the U.K. Act. 1907 (corresponding to Clause 54 of the Bill) was
explained by Atkinson J. in the decision just now referred to thus:

u ....The Crown shall be in a better poslticn than a subject
to this extent thet though it must pay. though it cannot
use without paying . something, it shall pay that whicn
is fixed in a particular way and not that which is fixed
by an agreement between the patentee and the licensee."

695. Notwithstanding that an agreement for a minimum royalty
might not strictly be ~ payment for the Use of an invention or one

. calculated with reference to such twa. I Gee no principle or logic
behind the doctrine that Government which is not bound by a
stipulation for royalty based on use, is however bound by a minimum
royalty clause.

696. I have redrafted the clause and in sub-clause (1) as re-
drafted I have specifically included a stipulation for minimum royalty
among the conditions which do not bind the Government, The
words or "calculated by reference thereto" which occur in the Bill
are redundant as such payments are equally "payments in respect
of such use" and are therefore omitted.

697. SUb.cIrH1W (2).-In view of the inclusion of minimum
royalty in sub-clause (1)~ sub-clause Yz) of the Bill becomes un­
necessary since it makes provision solely for these cases where
exclusive licensees were obliged to pay minimum royalties.

698. Sub-cause : (3).-This sub-clause [sub-clause (2) of my
redraft] which deals with assignors of patents who had stipulated
for royalty payments from patentees has been slightly altered to
suit it to the change effected in sub-clause (1).

699. Sub-clause (4).--The last portion of this sub-clause deals
with t\VO points: (1) the matters to be taken into account by the
High Court in the apportionment of the payment made by the Gov­
ernment between the exclusive licensee paying royalties and the
patentee and (2) the right to intervene on the part of the exclusive
licensee before Government enters into an agreement with the
patentee in regard to payments to be made under Clause 53(3).
The sub-clause confers a right on the exclusive licensee' to be heard
on his giving notice in writing of his interest to the Government
before any payment agreed upon between the Government and
the patentee, but there is no provision here OT elsewhere for the
issue of notice to him before such agreement is entered into by the
Covcrnrnent. In the circumstances it would not be possible for
the-exclusive licensee to give notice of his interest to the Govern­
ment "before the amount of any such payment has been' agreed
upon between the Government and the patentee". I have rectified
this anomaly by n new provision, Clause 53 (7), for 'the issue of
notice to the exclusive licensee and for his being party to any agree­
ment regarding the quantum of compensatlon, I have simplified t~

structure of clause 54 (4) of the Bill and have redrafted it renumber
ing it Us sub-clause (3),
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., -- ... Vl tt pat?nted invention or an in....

"""'"11 :n respect of which an application fOT l' ?lltent is lJ.ending;
made for the purposes of Government--.:.

(a) by the Central Government or any 73€rson authorised by
the Central Government under Sec4,ion 53; or

(b) by the pa ten tee or applicant for the patent to the order
made by the Central Government,

the provisions of any licence, assignment 0'1' agreement made, whe­
ther before or after the commencement of thIs Act, between the
patentee or applicant for the patsn]. (or any person who derives title
from him or from whom he derives title) and any person oth.er
than the Central Government, shall be o: no effect so far' as those';provisions_

(i) res~~ict or regula te the Use fa l' thn purposes of Govern.
ment of the invention, or· of any model, document or
technical information relating thereto, or

(ii) provide for the making of paYments in respect of l any
usc of the invention or model, etc, for the purposes at
Government (inclUding payments by way of minImum
royally); and the reproduction or publication of any
model or document In connection with the sad use for
the pllrposes of Governmen't shall not be deemed to be an
infrinl;cment of any copyright subsisting in the model ordocun1cn t.

(2) Where the patent or the right to apply for or obtain a patent,
has been assign£'d to the patentee in consideration of royalties or
other benefits determined by reference to the Use of the invention
(inclUding p3ymcllts by "lay of minimum royalty) then in relation
to any Use of the invention made for the purposes of Government
by the patentee to the order of the Central Government,sub_scc_
tion (3) of Section 53 shall have effect as if that use were made by
Virtue ofian authority given under that section; and any use of the

invention for the purposes of Government by Virtue of sub-section (3)
of that section shall have effect as if the reference to the patentee
inCluded a rcferpnce to the assignor of the patent, and any sum
payable by vi rtue of Lhat su b-section shall be divided between the
pntentee and th.- nssignor in such proportion as may be tlgreed
upon between thorn or as may in default of agreement be deler-

. mined by the Hil:h Court on a reference under Section 55.

(3) Whcrl' by \'irlnc of sub-section (3) of Section 5:1 of this Act,
payments arc rccplircc! to be m3de by the Central Govcml1wl1t in
respect o f I hc "us,, (l f ,111 invcn 110:1 for the purposes of G(l\'('rlH11l'l1 I
and wh('r,' in r('.5p"('l M such p31('nl there is an exclllS:ve licensee
authorised under h;;; licence to Usc the invention for the purpOSl'S of
Governmen1. ,;( ch sum shall be shared by the patentee and such
liconsco in such prtlportions, if any, as may be agreed upon between
them or in dc:fuull of ngrccmcnt be determined by.the Hlgh Court
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under section 55 to be JUEt, having regard to any expenditure
incurred by the licensee--
'\

(a) in developing the said invention; or
(b) in making payments to the patentees other than royalties

or other benefits de terrr- :llCJ by reference to the use of
the invention including payments by way of minimum
royalty in cons.deratio.i of tile l ivcnce."

New Clause 54.A-AcquisitiOin of inventions-Patents by the Central
Government.

701. Section' 21...A of the Indian Patents and Designs !).ct contains
provisions regarding patents relating to instruments or munitions
of war which have been aSi-ib'neJ to the Cc.itra! Government This
section was based on .Sect.on 30 of the D.E::. Act, 19J7-1946.

702. The Swan Committee suggested comprehensive provisions
for dealing wi th security inventions and for the use by Governmen t
of 'patented inventions for Governmental purposes. Their recom­
mendation "vas accepted and Section 18 of the U.I{. Ac 1 1949 incor­
porates the -provision as to the directions for secrecy which \VC1S

evolved during the World War II, and to be found in the Defence
Regulations of 1939, and Sections 46 to 49 of the U.I{. Act deal with
"Crown use" of inventions. The provision as regards acquisition
of inventions by Govern:nen. t by volun tary purchase or assign­
ments contained in Section 30 of the U .1<. Act, 1907-1946, were
deleted in the Act of 1949.

703. The Indian Patents Bill follows this pattern. The provisions
relating to security patents arc contained in Clause 23, those
relating to Government use of patented inventions in Clauses 52 to
56 and there is no clause correspond.ng to Section 21-i\ of th«
Indian 'Patents and Designs Act, 1911.

7()4. I arn of opinion that in India there is a need for a provision
for enabling- Government t o compulsorily [lequire patented invcn ..
tions 01' inventions for which acplir-ation s for pur-nts ore ncndinD.
as under the law, as it stands, Government have no power to
make such acquisi tion. Such a power to acqu irc d patent would hp
useful to Government in moro than one continacncv. For iristancc.
where the Government have to pay compensation for the usc of an
invention under Clause 53(3)" the payment to be rnado would
depend upon the amount of use of the patented invention. In
conceivable caaes-it might be' more economical to buy the patent
outright, instead of hnving to make periodical payments of royalty.
Again, there might be cases whore it \VOu ld be nCCCS~~1 r:y' to aco u i1'0
a Paten t 0 u trigh tin the pub1ic in teres t , for t ho pro per ex pJ0 i tnt.i 0 n
of the invention. It n13V a iso be ncccss.uv in some C;l:~CS to aco u i r»
n ll iod or counato inventions or p:11cnts ('If irnprovr-mr-nt f or 111f'
pro per a 11 d c iIi c iC 11 t \\'0 r king 0 f ("I III J in i nv en t i ()n .

705. The Bill no doubt provides for obtainirH~ cornpu l-orv liccncr-s
under certain circumstances but apart from the necessity to esta b­
lish the statutory conditions before such licences are obta'ned, an.
outrlaht purchase mlzht in some cases bp. more economical and
:satisfnctory than n licence under the patent, After al! the power

.._-----_ .._.,-_._._---



'ill. The words "in any case" in sub-clause (2) (b) of the Bill
are taken from section 48 (2) (b) of the U.K. Act of 1949 but are
somewhat obscure. These words are apparently intended us n
contrast to the .words "if the patentee is a party to the proccr-dlnas"
occurring in paragraph (a) of sub-clause (2). so as to cover cases
where the patentee is not a party to the proceeding. The words
"in any case" have therefore been substituted by the words
"whether the patentee is or is not a party to the proceedings".

712. Sub-clause (3).-The expression "counsel" in this sub­
clause may be substituted by the word "Advocates" which is the
term normally used in India. In view of the fact that the proceed­
ings under Clause 55 are before: a High Court. it is not proper to
use the words "Legal Practitioners" or "Pleaders" and my redraft
carries this out.:

713. The following is a draft of clause 55:-
Cl~5. Reference of disputes' as to Government u5e.-(1) any

dispute as to the exercise by the Central Government
or a person authorised by it of the powers conferred by

253

should be the employer in each par'tlcular case or whether one­
Central authority should be vested with jurisdiction in that behalf.
In view of the position of the Central Government uis ..a-v.i.s the
administration of the patent laws as also the circumstances that
it is an authorisation by them that enabled use to be made of a
patented invention giving rise to the dispute befo~e the Court. I
consider that it would be advantageous and proper iliat the
Central Government should be vested with Jurisdiction to decide
the dispute and have accordingly made provzslon therefor in my
redraft of the proviso.

710. Sub~cIa~ (2).-This sub-clause enables applications
being made .byGcvernment for the revocation o.f the patent upon
~y of the grcunds. set outIn Sectlon 37. .Ttwre are two points
arising out Of ··this: (1) The cub-clause does not expressly state
whether such revocation proceedings should be by way of an
Independent application or by VJay of counter claim in the SD.ITle
proceeding. Since Government would have the power to apply
for revocation of the patent under the terms of Clause 37 by an
independent proceeding it is presumed that . the reference to
revocation in sub-clause (2) Is one by way of counter claim
in the same proceeding in which the Government's right to . use
the invention or the terms of payment for such use are in dispute
before the High Court. I have made this clear in my redraft.
(2) The Bill empowers "the Govesnrnent" to apply for r evccat.ion
which would mean the Central Government or the Government or
any State. In my redraft of Clause 37 I have confined the right
to file petitions lor the revocation of a patent to the Central
Government." Because 6£ that provision and also for the reason
that the dispute before the Court in which the counter-claim for
revocation would be filed, would be one between the Central
Government and the patentee, I have in my redraft restricted the
right to apply for revocation by \vay of counter-claim to the Central
Governrnent.

- . ~ .. '.<~:~~::to acquire would be merely enabling and as ,it tnlght, be useruUn'J~~::')
certain contingenclea, I.would reoommend a provision on the linea . ..'.,~.f<
01 Clause ~A which folloWl. I might add that a similar provision.. -.' :.,
exists in Australia (vide Section 129 of the Australian Patents Act.
1952-55). .... .

708. '''54-A. Acquisition of invention! and Patents by tho Central
Government-(l) The Central Government may,.' if satWied that .... ,
It is necessary that an invention being the subject ofan appllcatlon>'~:'.L;
for a patent or Q patent should be acqutred from the applicant or :';'(\:1
the patentee' for a public purpose, publtsh a notH1catlOh to that .}
effect in the Official Gazette and thereupon the invontionor patent,.<";
and all rightn in respect of theinventlon or patent shall, by force of '
this section, stsnd transferred to and be vested in the, Central ..
Government. . ....

(3) Notice of the acquilliti9n shall beglven to the applicant
or if a patent has been granted to the patentee and other ]Xll'OOZl!l.
if any, appearing 1nilia register as having an interest in thepatent.

(3) The Central Government shall pd:y to the applicant or
patentee and other persons appearing on the reg13ter as having
an interest in the patent such compensation as may be agreed upon
between the Central Government and the applicant, patentee or
other persons as the case may be; or, as may in default of an 0
agreement, be determined by the High Court under Section 55 ofthe Act.

(4) The Central Government may by rules made under this •
Act prescribe the manner in which the compensation payable
for the acquisition of an invention shall be determined."

Clause 55--Reference of disputes D.!I to Government Wle.

707, This clause corresponds to Section 48 of the U.K. Act of
1949, I have redrafted Bub--clauses 1 to 3 to bring them into line

'with my other recommendations and also with a view to clarify
the import of the provisions contained in them.

708. Sub-clause (l).-The reference to the High Court in the
sub-clause as well as in the rest of the section'. is to that High
Court which has territorial jurisdiction over the patent. It will
be noticed that in this sub-<:lause the party. to the dispute on the
Government side is the Central Government though the use to
which the invention was put which gave rise to the dispute might
have been for the benefit of a Stale or a Government undertaking.
The reason for this is that under Clause 53 it is the Central Govern­
ment alone that gives the authorisation whether the purpose be­
that of the Central Government or of 11 State Government or of a
Government undertaking.

709. The proviso to sub--clause (1) of the Bill needs reVIsion.
In view of the fact that it is possible that parties that ra.ise the
dispute are employees of Government undertakings the scope of
the proviso should be Widened. The next question that would
arise is ns to the authOrity to decide the dispute, whether this '

......



Section 53, or as to terms for the uSP. of an invention
for the purposes of the Glvernment thereunder or as to
the right of any person to receive any part of a payment
made in pursuanCe of sUb-section (3) of that section or
as to the amount of compensation payable for the
acquisition of an invention or a patent under Section
54-A. mny be referred to the High Court by either party
to the dispute in such manner as may be prescribed
by the rules of the High Court:

Provided that Where the invention claimed !n the patent
was made by. a person Who at that time was in the
service of the Central Government. or of the Govern.
rncnt of a State, or Was an employee of a Government
t1~ldertaking and the Subject· matter of the invention is
certified by the relevll!lt Gov€rnment or the' principal
officer of the Governmen t undertaking to be connected
with the work done in the course of the normal duties
of a Government servant or employee of t'he Govern.
ment undertaking, any such dispute shall be settled by
the Central Government after hearing the patentee and
such other parties as the Central Government considers
have interest in the matter.

(2) In any proceeding, under this seeton to wh 'ch the Central
Government is a partJ:" the Central Government may-

(a) if the patentee is a party to the proceedings petition
by way of counter-claim for revocation of the patent
on any ground upon which a patent may be revoked
under Section 37; and

. (b) Whether a pa ten tee is or is not a pa rty to th e pro-
ceedings, put in issue the validity of the patent
without petitioning for its revocation.

(3) If in such proceedings as aforesaid any question arises
Whether an invention has been I'ecorded, tested or tried
as is men tioned in Section 53, and the disclosure of any
document recording the invention, or of any evidence
of tho test or trial thereof, Would, in the opinion of the
Central Government, be prejudicial to the public
interest, the disclosure may be made" confidentt.1l1y fo
the Advocate of the other party or to an independent
expert rnutunlly agreed upon.

(4) In determining under this section oily dispute between
the Centl'ol (;overnmentl1nd Any person as (0 terms for
the usc' of nn i/1vcn tion for the purposes of the Govern­
ment, Ow High Court skill have regard to a nv benefit or
cOll1pen '-;;1 lion \I' l:ich th a t pcr:;on or .any person from
Whom he derives title, may have recC'lved. {Or may be en­
titled to receive, directly or indirectly in respect of the
usc of (he invention in question for the purposes of Gov.crnrno-, t.

(5) In any proceedings .under this section, th
7
~Igh Court

may at any time order the Whole proceedmgs or anv
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questicn or issue of fact arising ther-ein to be referred to­
an official referee, Commissioner or an arbitrator on such
terms as' the High Court may direct androferences to the
High Court in the foregoing provisions of this section
shall be construed accordingly",

Clause 56-Saying

714. This clause is a reproduction of Section 102 (2) or' the U.K.
Act of 1949. Under the corresponding section ,128 of the Australian .
Act, however, the restrictive words "under any law for the time
being in force relating to customs or excise') do not occur. As other
Indian enactments besides the Sea Customs Act and the Central
Excise Act contain provisions under which forfeltures rnay ~ take
place, (vide for instance sections 126 and 127 Chapter XVIII of the
Indian Penal Code) the scope of the clause should not be confined
to artlcles forfeited under laws relating to CustOI11.3 or excise. I
would suggest that the Australian model may be followed and the
words "relating to customs or excise" be deleted.

Clnusc 57-Po\vcr of Court to m ake doclarntion as to non-infrluiCw
mont.

715. T his c1nus e issu bs tan t i 811yareprod lie t ion 0 f Sec1.i0 n G6 0 f
the U.K. Act of 1949. The Swan Committee recommended the
adoption of this provision in view of the rule in equity that the
Courts had no jurisdiction to pronounce ;) dccl;1fcttrY1: judgment -. .. _
unless the dcf(~f1ddnt had denied the right of the plr.int i!f ;;:-:d asserted
any adverse ri.ght in hi mscl f. Th cpos i t ion is t hc S~lin2 in Ind ia
under Section' 4'~ of the Specific n01 1(' [ Ac~, Act I .of I BB?

716. The S\VC1n Committee dealt wit h this matter in naragi-aphs
135 to 139 of their Ana} report. The C;~nlm~ttee considered that
provisions which had been ndoptcd Tn the pa tcn t laws of Australia,
Czechoslovakia and Canada, providinL~ for obtaining a declaratory
judgment might he usefully' mcorpora tod in the U.K. Patents Act
of 1949 subject to certain conditions.

717. This rccomlnend2tion was accepted by Parliament and the
provision including the cOlld i t io ns sugJ~cstc-d were enacted as
Section GO of the U.K. Act, 10··10. I consider it would be an advantage
to have n similar provision in the Indian statute also.

718. The drnftinr; of Chl~'se :i7 (1) is !JO\\,CVN defective in so far
as it docs not specify the relief wb ich tho plaintiff seeksarid which
he desires or insists upon the defendant ~cknowJcdging. This sub...
c1nuse docs notals0 stntc . ns d n r s the UJZ. sec tion t hat the r eIi e f
was nvailnhlo "notwithstundinr t h:tt no ns(~(\rti()n to the con trnr-« had
been rn.ulr: by' the pn ten t CC' or ! iCC!1SCC". I f the opening words 0 f
sub-clnu:«- (1) 0fC sl1b~·titllt0c1 hy t:1() fnl1o\\'ing, these defects would
be rcrncdir-d:

((S7.Po\v~r of Court io rnnkt' cI(\clnrntion ns to non-infring-c-
11lcnt.-(l)No!\\'ithstCll1d in .r: .1T1vth:n.f! contained in Sec­
tion 42 of the Specific Relief Act, 1887 (Act I of 1(87) t

any person may institute ~l suit in the District. Court
having jurisdiction, for :l declaration that the use by him
of any process, or the rnak ing, use, or sale of any article by



. him. does not or would not constitute an infringement of
a claim of a patent against the patentee or the holder of
an exclusive licence under the patent. notwithstanding
that no assertion to the contrary has been made by the
patentee or the licensee. if it is shown tt

719. Sub-clause (2).-This sub-clause follows Bub-section (2) of
Section 66 of the U.K. Act, 1949 which implemented. the recom­
mendation contained in paragraph 139(2) of the 'report of the Swan
Committee. The words "District Court'imay .be substituted by the
word "Court",

720. Sub-clause (3).-This sub-clause reproduces substantially
Section 66 (3) of the UJ{. Act of 1949 and Section 120 (5) of the
Australian Act. The last portion of the sub-clause. however, needs
revision. An implication whichmight be raised by the granting of
a declaration as to non..infringement in favour of the plaintiff might

/

be the t the patent is not valid. It is this implication which is stated
to be negatived b the words at the end of the sub-clause. Similarly
the possible irnpftcatton that would arise when the plaintiff's suit

'-.#' for declaration as to infringement is dismissed might be that the
patent is valid. The clause should expressly seek to negative this
implication also as in the case of the other one. Accordingly.
I would suggest that the last portion of the sub-clause might run thus:

"The making or refusal of such a declaration in the case of a
patent shall not be deemed to imply that the patent is in­
valid or valid".

721. Sub ..clause (4).-1 would suggest that the words "date or
adverttsemcn t of acceptance" be changed to "date of publication of
the complete specification" as in the U~K. Act of 1949.

722. Clause 58-S!.uts for infringement of patents: Sub-clause
(1) ,,-I suggest tha t this .sub-clause may follow the lines of Sections
105 and 106 of the Trade and !l!~rchandiseMarks Act) 1958 (Act 43 of
1958) and be in this form:

it (1) No suit by a patentee for Infrihgement of' a patent shall
be instituted in any court inferior to the Di.stnct Court having
jurisdiction to try the suit.

(lA) The relief which a Court may grant in any suit for in ...
tringement includes an injunction (subject to such terms, it
any, as the Court thinks fit) and at the option of the plain­
tiff. either damages or an account of profits".

723. It ,~~cld·b~-thar1i1-th·e-red;~-fted sub-clause (1) the
acts constituting infringement are not set out but these would hove
to be gathered from the provisions contained in Clause 27 rr-ad in
the light of the patent grant

724. The new sub-clause (lA) would merely define the reliefs
which the Court may grant to the successful plaintiff in n. suit for
infri ngemen1. . :

725. In the United Kingdom before 1919 it was open to the sue ..
cessful plaintiff in an infringement action to obtain in addition to
an injunction either damages or an account of profits. The latter
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.alternative, namely, an account of profits was taken away by Sec­
tion 10 of the U.K. Amending Act of 1919 (amending Section 34 of
the Act of 1907) and the plaintiffs rights were restricted to an in­
junction and damages. The Swan Committee recommended the
restoration of the law as it was before 1919 and this recommendation

. has been implemented in Section 60 of the U.K. Art, 1949. Under
the Indian Patents and Designs Act, 1911 the successful plaintiff in
an infringement action may. in addition to an injunction, obtain
-etther damages or an account of profits. The same position obtains
under the Trade and Merchandise Marks Act, 1958 also. My redraft
adopts the form in Section 106 of the Trade and Merchandise Marks

Act. 1958.
726. Sub-clauses (2) and (3).-These sub·c1all5es rEproduce subs­

tantially sub.sections (1) and (2) respectively of Section 63 of the
U.K. Act, 1949. The only change I would suggest is the addition of
the words "or an account of profits" after the words "in awarding
damages" in sub-clause (2).

727. With regard· to sub-clause (4), the corie-sponding provision
in the U.K. Act of 1949 is to be found in sub-section (4) of Section 32
which deals with revocation of patents. I have in my redraft of
Clause 37 included this provision as sub·clause (5). Besides, a pro­
vision on these lines in this clause might unless properly phrased be
interpreted as enabling a defence to be raised on tht ground that
the patent is liable to be revoked under Chapter VIE which is not
intended. Hence sub-clause (4) may be deleted.

7ZS. sub-dause (5).-1n the scheme wh:ch I· r.ave outlined
earlier (1)ide paragraph 28-1 et seq ante), every District Court and
every High Court having original jurisdiction would be competent
to entertain 'suits in relation to infringement of patents. In such
suits, it would be open to the defendant to raise a plea attacking the
validity of the patent, and such courts would he competent to decide
that issue and pronounce upon the validity or other-vise of the
patent. Such a decision however would have no effect on the
patent as such; it would only be binding as 'res judicata between

the parties to that litigation.
729. If the defendant desires to have a patent revoked, the pro­

ceedings for the purpose would have to be initiated in the compe­
tent High Court wrich would have jurisdiction over the patent in
question. In view of this scheme the provision for 8 counter-claim
as is provided for in sub-clause (5) is out of place and might there-

fore be deleted.
730. in this connection the only other point to be considered is

whether there is any necessity for making a provision for a defence
by wny of countc;r-claim for the revocation 0{ a patc:nt where the
suit for infringement is filed in a High Court which is competent
to enterUlin a petiti-on for the revocation of that patent. I do not
consider it necessary to make .any specific provision for this pur­
pose. The competent High Court might be one of the three char­
tered High Courts, na mely, Madras,' Bombay and Calcutta and these
Courts have by their rules made provision for the entertainment
of counter-claims. In the case of these courts therefore, without
nnyprovision U\ercfor in the Patents Act, a counter-clnim for

____ _ .... ......v



revocatIon would be open as supplemental to a defence raising thcval id ity of the pate-nt

731. 'In .regard to the other High Courts, as they do not have,
und~r their Letters Patent any original jurisdiction, suits for
1nfnngement could come up for trial before them only if such suits
are transferred under the powers contained in Section 24 of the Civil
Procedure Code. In cases of such transfers, these Courts would be
bound to follow the procedure which would have applied if the suits
were tried in the Courts in which they were originally filed, with
the result that the procedure by way of counter*claim might not be
applicable, But even here no real inconvenience would be felt because
in such a contingency, the trartsferred sult for infringement and any
sUbstantive petition for revocation filed before that com~tent court
could be heard and disposed, of -tcgether and the High Courts might
be expected to order a joint trial of connected proceedings, I need
hardly point out that if the suit remains In the District Court, there
is no questi:1I1 of a counter-claim because the District Courts would
be incompetC'n t to entertain pcti lions for revocation of patents,

Clause 59-Innocent infrlngcmcnt~Liability for Damufres

732, Under the Bill, a successful plaintiff in on action for infringe­
ment is entitled to damages or an account of profits made by the
infringing defendant. Clause 59 embodies the rule imposing the
re~;triction on the recovery of damages where the infringement is
innocent, it.. !;lnguage being modelled on Section 30 of the Indian
Po ten I., and Designs Act, 191I. Based on this language on argumor, t
was addrcsr od t.o me in a case relating to the infringement of a
P<1tC:1t regarding Sulphnthit17.oI, that the statu tory prl)tcclion afforded
to innocon t jn[rinrrcrs wns confined to claims for damancs and did
not extend :() [l claim for an account of profits. This argument \1./85 I

poss i blcbcca usc: S0Ctloll 30 of thc Indian Fa ten ts and Designs Act,
1911 while rc i(\rring to claims to damages, did not refer to the relief
of an account <If profits and a similar argument would be open on
the torms of Clause 59. I would therefore suggest the inclusion of
the words "or :111 ;,ccountor profits" nner the words "damages" ill

s Llb -c Ia 1ISe5 (1). (2) aP.d (:1 ) , Tho ma rgin n] h C'ading ;1 lso might be
similar-ly modified.

733. There is one further mutter to be noticed in regard to the
Icnguage used in Rub-clause (1) to indicate the state of mind of tho
innocent infrin [!cr to qualify for the stu tu tory protection. -Thc words
used in the sub...clause arc: "he was not nwarc nor had reason a ble
means oj 71wl,'illg llilllself aware of the c.ristcllce of the patent", The
ital ic ized \vc. rds .nrc rep ca ted iD the ex p1an (1 U()n to tl j C su b-sec t ion .
The W0rC1:; used in the corresp.Ollding section 59 of the U.K. Act, 194R
arr-: "had no rC';)son:lbJe grounds for suppos in];", while the Aust ral iun
Act [Srct inn 1;'-1 (2) J, tlS('S t h r ox prc:;:;;nn ..h;1o t1(1 re;~:;<I1l s to b.:I icvc".
The rl is t i I~C tinn botw cen the :\ llst 1',11 ian und (he U. K. [<)1'112 5 .: ppr,l l"s
to br- that "bel iof" implies a higher degree of awnroncss thJl1 "xuppns­
iru;" For the purposes of this clause, it would be nece:~sary .for the
infringer to ('5!abJish. thnt the infr.. irigcrnent w~s commItted 111 goon
fnith. There \vnuld be alnck of ~(1nd faith only}f there. nrc no reason­
able grounds for belief that th(\ patent existe~.. 'The \vords used in
the Bill "nor had reasonable means of making hImself aware of the
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existence of the patent" equates means. of kn.owledge with knowledge
itself which does not ap-pear to me to be either just or proper, I
consider the Australian form more appropriate and would recommend
its adoption. This would mean the substitutiOll of the words Hand
had no reasonable grounds for belleving that the patent existed" for
the words "nor had reasonable means of making h.imseIf aware of the
existence of the patent". I would only add that this Would bring the
scope of the protection afforded by clause 59 int:> line with that con­
tained in Section 106 (1) (b) (i) of the Trade and Merchandise Marks
Act, 1958, which deals with the case of an innocent infringer of a
registered trade mark. The phraseology of the explanation should
be suitably modified to make it accord with the change in sub­
clause (1).

Clause 60-0i~or of Inspection etc. in suit

734. This clause corresponds to the provisions of Section 31 of the
Indian Patents and Designs Act, 1911. In the U.K. there is no cor­
responding provision but in conducting an enquiry and granting
in terirn relief. the court adopts the procedure laid down In rule 20
of Order 53...Aof the Sunreme Court Rules. As the Civil Courts in
India are gnvprned by the provisions of the Ci vil Procedure Code,
which confers upon them power to pass intertzn orders by way of
inspection, Iniunction. accounts or the imposition of other terms,
there is no necessity for this provision in the Bill. The c1ausemay
be deleted.

Clause GI-Ccrtificntc of contested validity of spc<:Wcntion

735. The clause is derived frOITI Section 32 of the Indian Patcn ts
and Designs Act of J911 which iol1o\vs Section 35 of the U.K. Patents
and Designs Act, 1907, a section wh ich underwent modification in
the tJ·K. Patents Act of 1949. The power to grant certificntes of
validity was before 1949 confined to actions for infringement and did
not extend to cases where the validity of a claim Vias unsuccessfully
chnllcnucd in a peUtinn for revocation. The law was altered in 1949
and under Soc~ion·64(1) of the U.J{. Act of 1949, cer tifica tos of
validity e.iuld be grnnted in any proceeding in which the validity of
a ~Ulin~l of a specification was challenged and was upheld. Section
169 of the Australian Act ~o11o\vs in this respect the provision con­
tained in Section 64 of the U.K. Act of 1949, Undoubtedly there Is
lo~ic in the change effected by the U.K. Patents Act of 1949 but for.
.reasons which r shall set out presently I would recommend that the
proceedings in which certifica to of va 1idity could. be gran ted be confln..
ed to petitions for revocation.

736. Under the scheme which I hnvc dealt with in detail «a r licr
(vidc P~l rag r(1 p11 291 ant e) I have su 1~ gest crl t hat \v h j 1e the v (111 d i l Y

'of the Clairns of Q pa ten t could be eh al lcngcd in any suit for in fringe­
men t the sam e wou1d not aITcct the p (1 ten t assuch but 0 nlv have
effect as a proceeding inter partes between the parties to the in fringe­
ment action. If the validity of a claim of a patent is desired to be
challenged so' as to affect the patent itself, this should be, done only·
in a petition for rev~ation which could be entertained by that Hi~h
Courtt which would have territorial jurisdiction over the office in
which that patent is re~istered or is deemed to I be registered.. AIl
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not apply to appeals against orders in petitions for reveea­
tion. This is presumably not what was intended. The
proviso may be amended on the lines of the U.K. statute
so as to cover appeals both in suits for infringement ana
petitions for revocation.

738. One other matter may be considered with regard to t.hb­
proviso. The proviso even as amended as sugzested above, will"apply
only to costs in the appellate court and the effect of the proviso will
be that when an unsuccessful defendant or an unsuccessful petitioner
for revocation files an appeal against the' order of the first court,
the costs of nny appeal would be on the ordinary scale and not on
the higher scale. In cases, however, where the patentee is unsuceess­
ful in the first court (in the 2nd proceeding) but succeeds on appeal.
the question is) whether the appellate court should be ·bound to
order costs on the higher scale in so far as it relates to the costs (')f
the first court. It would seem from the language of the proviso in
the U.K. Act that this matter is not free from doubt although the
payment of the costs on the higher scale as regards the trial court
would n'ot in such cases appear to be reasonable or just, The award
of costs on the higher scale is to discourage and penalise frtvclous
attacks on patents , the validity of the claim of which has been pro­
nounced by a cornpeten t court. Where, however, the trial court in
the 2nd action finds against the patentee> the action of the partv who
attacks the validity of the claim cannot be said to be frivolous or
unreasonable and hence there is no justification for perialising him
with the higher scale of costs because he fails in the appellate court.
In such cases if the defendant in the infringement action or the
plain tiff in the revocation proceeding is finally unsuccessful. he
should be made to pay only the costs under the Civil Procedure Code
and not the special costs provided under Clause 61 (2). If this view
is accepted, the proviso should be amended suitably.

7:'9. In the appended redraft I have endeavoured to give effect
tJ..) the above stlggestions:- .

((G1. Ccrt ificnte of contested vul idity of specification.c-q l ) If in
any proceedings before a High Court for the revocaticnof
a patent under Section 37. the validity of any claim of a
spcciflcation is contested, and that claim is found by the
court to be validvthc Court may certify that the validity
of that claim was contested in those proceedings and was
upheld.

(2) Whor« any such certificate has bor-n gr~ntedt then, if in
any subsequent suit before 0. court fur infringement of that
claim of the patent, or if in any subsequent proceeding for
revocation 0.[ the patent, in so f~r as it relates to that claim,
the patentee or other person relying on the validity of
the claim, obtains a fina! order or judgment in his favour,
he shall be entitled to an order for the payment of Ius .Iull
costs, charges and expenses of and incidental to. any such
suit or proceeding properly incurred so far as they con­
cern the claim in respect of which the certificate was
granted unless the Court trying the suit or proceeding
otherwise directs:
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infringement actions could be filed in any District Court which has
territor1al jurisdiction to entertain the suit and as the result of the
proceeding is not binding on any person not a party to that pro­
ceeding, there is the possibility of the validity of a claim being
upheld in one court and pronounced against by a different court
trying another infringement action. If the validity of the claim
should come up for consideration on a third occasion and there
are conflicting earlier decisions touching the validity of the claim it
would not be possible for that Court to grant any relief on the basis
of the certificate of ·validity. In the U.I{. such a conflict of decisions
cannot arise as both infringemenr actions and petitions for revocation A

would be filed in and disposed of, only by the High Court. In view)
therefore, of the multiplicity of courts which would have jurisdiction

\ to entertain suits for infringement in which the validity of the claim
might come into question, I would recommend that the power to
grant certificates of validity might be confined to the competent High
Courts trying petitions for revocation.

737. Sub-clause (2).-This fo110\1I8 in general Section 64(2) of the
UJ{. Act of 1949 but its language and scope is, however) open to some
ambiguity. In this connection the following matters requiraatten...
tion.:-

(i) In any subsequent suit for infringement} the penalty of
costs on the higher scale should be visited only. if' the
defendant contests the validity of the claim in regard to
which the certificate was granted in' a previous suit.

(U) Such a penal ty should be imposed only i£ the party, raising
the pJ0') as to validity of a claim, is proved to have been
owa r c ui the grant of such a certificate, and that notwith­
st(1nd"n~ such knowledge, unsuccessfully disputed the
validity of t.he claim.

(iii) Sub-clause (2) ):~fers to 'infringement of patent', 'revoca..
tion of patent' and ':l~~rty relying on the validity of the
patent', whereas certificate under sub-clause (1) refers only
to the 'validity' of a claim that \>... ~s contested in those pro­
ceedings. 'I'he words used in the Aust~~Jjan Act, Section
169, arc to be preferred as they avoid this dlrrj.~~"ty.

(tv) Whereas the concluding words of Section G4 (2) ~of l.h~
U.K. Act as \1/e11 as Section 169 of the Australian Act
entitle the successful plaintiff in an action for infringement
or the successful responden t in a revocation proceeding to
n higher sc~le of costs "so far as concerns a claim in respect
of whir-l- ccrt ificate was gr:1ntcd", the last words of Clause

. 61 (:).: of the Bill direct the ~;r:lnt to the patentee of Hall
c ...sts on the higher scale incidental to the suit" and do not
restrict it to the costs so f.ir ~s concerns the claim, as in
the U.J(. arid the Austrnlian statutes.' It is clear that the
costs payable on the higher scale should be confined to the
costs lncidcnt s l to the cl airn whose validity wa-s improperly
and unsuccessf'ullv contested in the later proceeding. The
nroviso is taken from the U.K. Act ~of 1949 [S~tion 64 (2) )
but substi tu tcs the word 'decree' for the word proceedings,
The effect of this change would be that the proviso would
apply only to appeals in suits for ,infringe~ent and would

l:~
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having territorial jurisdiction over the head offiee or the
branch office, as the case may be, :where the patent is
registered or deemed to be registered. When e petition for
revocation has been filed in that High Court, the following
orders might bepassed.-c- .

(a) The patent might be revoked or sene of the claims may
be deleted In that event the court passing the order
might be enjoined to forward a CG9Y to the Controller "
who would make entries in the Register conformably
to it. The Australian Act makes provision fo.:r parties
lodging copies of the orders of court with the Controller
but I would prefer the courts themselves fOTV/arding
copies as being much simpler and on the grczznd that
it saves time. .

, (b) The High Court may dismiss the petition for revoca­
tion in tot.o, holding that every claim of the patent
challenged in the proceedings ~V2.S valid, CT might
dismiss the petition for default or ~or non-prosecution
or for other causes not touching the merits of the
patent. In this case also it is necES33I)7 that the order
of the court should be transmitted to the Controller
and lodged in his office with en t ries in the Register

. showing the proceeding which has taken place in
. respect of the patent and its result.

(c) During the. course of proceedings on a petition for
. revocation before the liigh Court the specification of a

patent might be amended (vide Clause 34-A).. In such
cases also the final order allowing amendment should
be entered in the Register so that thereafter the speer­
flcation of the potent would read as amended. In my
draft of Clause 34-A I have made specific provision for
this purpose and therefore there is no need to include
such orders under Clause 63.

(2) Othorprocecdings.e--Tbc other type of proceedings, namely,
infringement actions or suits under £Iause 66 of the Bill
might be fllod in any court nat below (1 District Court

. within whose jurisdiction the cause of action to .sue might
.r>,:"ise. '. The opening words of Clause 63 include orders and

, decrees passed in suits for inf'ringemcnt and provide for
these being entered on t he Rcgi~ter.

745. On the scheme which 1 have !."t'culnnH.?nded. lrowcvcr. thvugh
~ues 09 t(l the validity of claims of a pZltcnt rrucht be raised ns n
defence in lhe~p proceedings. the effpct of nny finding as to the
invalidity by the Courts would not extend beyond that proceeding
and the parties to that proceeding. In other words, it would have no
effect whatsoever upon any of the claims of the patent entered on
the Register. For this reason I would su"ggest that judgments and
decrees passed in suits for infringement and in suits under .clause 66
of the Bill where the validity of the claims of any patent is put in
Issue should be forwarded to the Controller and should be entered
by him not in the Register of Patents but in asupplernental record,

~:
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Provide<iUi;tU-te costs as Ilpecift~ in this sub-sectton shall notfib:
. .·.be ordered when tbeparty dispUting the validity of the:~:;:~·:·.·

claim satisfies the court that he was not aware of the grantv--:
of the certificate when he raised the dispute 'and wlthdrew vr.
forthwith such defence. when he became aware of such a .
certificate:

Provided further that courts hearlng appeals from decrees or
orders in suits for infringement or petitlcns for revocation
shall not be held to be empowered by virtue of this sub­
section to pass orders for costs on the· scale referred' to
therein."" -" .~

Clause ~Z-ltcl1cf for Infrlngemen; of partially velld sped1icatiop

74{). This Clause enlarges the present section S5..A qf the .Indlaa
Patents and Designs Act, 1911. and is substantially a reproduction pf
Section 62 of the U·K. Act, 1949. The explanation which occurs at
the end of the clause. does not appear in the corresponding section. of
the U.K. Act but appears at the end of section 35...A of the present
Indian Patents and Designs Act of 1911 and may be retained. I

741. I have already pointed out in my notes under Clause 58 that
in the U.I{., relief by way of account of profits which "vas deleted
under the amending U.K. Act of 1919 has now been restored under
the U.K. Act of 1949 (Section 60) and that the applicant has now
the option to claim either damages or an account of profits in addi..
tion to injunction. In view of the new clause [Sub-clause 58 (1)]
proposed by me, the proviso has to be suitably modified, say, as-

"Provided that the court shall not grant relief except by way
of injunction save in the circumstances mentioned in sub ...
section (2)".' .

742. Sub-clause (2).-For reasons already stated, the words "or an
account of profits" should be added after the word "damages".

743. Sub ..clause (3).-Sbould be deleted 'as it would be inconsistent
with the scheme I have recommended under which amendments of
specification of n pa ten t could be ordered only by the competent High
'Courts and when dealing with petitions for revocation (vide Clause'
34-A). The explanation should appear at the end of sub-clause (2),
modified by the addition of the words "or nn account of profits" after.
"damages".

Clause 63-Transmission of orders of the High Court to the Controller

744. This is n rr-product ion of Section 33 of the Indian Patortts
and Designs Act, 1911. There is no corresponding provision in tl:c
U.K. Patents Act of 1949 but there arc some parallel P!'("Jvlslons In
the Australian Patents Act [Sections 104. 119 and 172 (:2)1 and Tn
the Canad.an Act (Section 64). Under the procedu.rc, which I have
suggested in regard to the determination of the validity of n patent
in an action for infringement and for revocation of a patent,. the
transmission of orders to the Controller and the entry on the register .,
would fall under t \VO heads:' ,

(1) Petitions for revocaUon.-Inreg~· to each patent there
would be only one competent court, namely, the High Court

~~' -.
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(3) The remuneration 'of the Scientific Adviser shall be fixed"
hy the Court' and shall include. the costs of making a
.report and a proper daily 'fee 'for. any day on which the
Scientific Adviser may be required to attend before the
Court, and such remuneration shall be defrayed out of
public funds:'

Clause G6--Remedy for groundless threats of infringement proceed­
ings..

750. This clause corresponds to Section 36 of the Indian Patents
and Designs Act of 1911 and follows the language of Section 65\ of
the U.K. Patents Act of 1949.

751. Sub..Cllnnse (l),-The words "by circulars, advertisements or
otherwise" in this sub-clause have appeared in the U,K. Acts since
1883 and hove been considered in soma cases. It has been held that
the words "or otherwise); are not to be construed ejusdem gener£.!
with the proceeding words "clrculars, advertisements". In Skinner
& Co. v, PCi7'1) (10 RPC 5). Bowen L.J. in dealing with this point
stated:

"Using language in itsordtnary sense. it is difficult to see that
an intimation ceases to be a threat because it is addressed
to II third person in answer'to an inquiry, or because it is
addressed to the person' himself" • ~ If I ·threaten a man
that I will bring an action against him, I threaten him

, none-the-less because I address that intimation to him ...
self".

752. The words "or otherwise" have also been considered in the)
recent case of Benmax v. .Ausrin ttf ot or Co. Ltd. (70 RPC 284) by the
Court of Appeal: Evershed M. R. observed thus-

H* .) r\ It seems. however, to be established that the words "or
otherwise" must not be construed ejusdem gencTis so that
the letter written, for example. by a patentee's solici..
tors before action brought and threatening to bring an
action for infringement of the patent, must be regarded
as within the formula "where any person otherwise
threatens any other person" .... tt

In my redraft which I have appended I have substituted lor the
ambiguous word "otherwise" a detailed reference to communications
which that word might signify.

753. Sub-clause (2).-Evershed M. R. pointed out in the above
decision that the expression "the plaintiff shall be en ti tled to the
following reliefs" in the corresponding Section 65 (2) of the U.K.
,l\.ct of 1949 was ambiguous. It was urged before the court that on
a pr'opor construction of Section 65 (2) of that Act every party
establishing threats and proving that they were unjustifiable was
entitled as of right not merely ton declaration but to an injunction
and damages. Denling with this matter, the learned Master of the
Rolls stated :

"Now it is quite true that the terms of the second sub..section
appear to be obligatory-lethe plaintiff "hall be entitled
to the following r~liert-But it would be startling if thKe
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·•• ·'Jt"'4··u...~··~~'t:Q.nu;t;ut'.·ule' ciause gtveselfect to these recommends•.:·:~~.?:.
ttons-'>;:" +'~";;;\.!:,,. .••... I " ·}.t~-~~:

"63. T~on of orders of the High Court to the Control•.' ~ ~..jj::~;~
ler~-='(l) Every order 'of the HighCoort on' a petljlon fot·r'0~\~:'
revocation including orders granting certlficates of validity. <:,.~:..~.

of any claim shall be. transmitted by that Court to the.,
Controller who shall cause an entry thereof and reference .
thereto to be made in the Register of Patents.

t2) .Where in any suit for~ Infringement of a patent or in any '/'
suit under Section 66 of this Act, the validity of any claim
or a specification is contested and that claim Is found by
the Court W be valid 01' not valid, M the case may be, the
Court shall transmit a copy of its judgment and decree to
the Controller who shall on receipt thereof cause an entry
in relation to such proceeding to be made in the prescribed
manner in a supplemental record.· . , .

(3) Where an appeal is preferred against the decision of'·tile
courts referred to in sub-section (1) or sub-section (2)
the provisions of the said sub-sections shall also apply to
the court or courts determining the appeal."

Clouse 6-1~Power of High Court to stay proceedings etc.

747. This clause is unnecessary and may be deleted as in the
scheme proposed by me a petition for revocation can be filed only
before one High Court, viz. that haying territorial jurisdiction. .

Clause 65-Hcarlng with assessor

748. This corresponds to Section 35 of the Indian Patents and
Designs Act, 1911. Similar provisions are found ill Sections 84 (2) and
84(3) of the U.K. Patents Act, 1949 and Sections 149(a) and 167 of
the Australian Patents Act, 1952-55. The precise functions of the
assessors, the manner of their appointment, the scale of remunera-
tion and other details are not set out in the clause. nor is provision
made i0r rules being framed for the pUfyose , as under Section 84(2)
of the U.K. Act, Order 37...A rule 12 a the Rules of the Supreme
Court represent the r111~ made in the U.K. under this provision.

749. I would suggest that '\h~ material portions of the above
rule 12 of Order 37..A may be incvi~orated as Part of the statute
itself, as owing to the multiplicity of court t'Gm!;letent to hear suits
for inf,:,ingement, it would be desirable to have a W111tJ;(~ provision
in the Act to be followed by the courts. The appended redraft seeks
to carry out this suggestion:

H65, Scientific Adviscrn.-(l) In any suit for infringement or
i~ any proceeding before n court under this Act, the court
may at any time, and whether or not an application has
hp~n m ado b~v any party for that purpose, appoint an inde­
poridcn L Scientific Adviser to assist. the court or to enquire
~p1(i report upon any question of fact or of opinion not in ..
volv ing quustims of 13\V or construction.

(2) The Court shall nominate the Scientific Adviser and shall
sr-ttle the question or instructions to be submitted or give.
to him. '
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