
-
7~. SU~lUe (4).-Tbia sub~lause is a reproduction of the

P~~~'~~,' Section 36 01 the Indian Patenb an4.~~J..91t
~JB.An Jma.c_hronism.- The correspond.tna proviJo wh1cl1bad
llPJ)el'U'tdJnthe tJ.K:-Acts of 1883 and 1007 WU emitted in the UJ{.
'b1<fhe- :Amendment Act.of ,1932 as ~ unn~,.• 1 mJgln
recall that Evershed M. R. expressed the opinion int.he Benmax
case that the omission of this proviso in 1932 was proper, f Sub­
clause (4) might be deleted,

758, The' clause would then read:

"66. RemGdy. for groundless threats of ~em proeeed.
inga.-(l) Where any person (whether cr not entitled fa
or interested in a patent or an application for II patent)
l~reaten8 any other person by circulars 01' advert.!sements
or by communications, oral or in writing, a~. to
that or any other P€1"SCn, with proceedings fur infringe-
ment of n patent, any parson aggrieved thereby may bring
a suit in a District Court having jurisdicti:m to try it pray­
ing for (1 declaratron that the threats are unjustifiablo be-­
sides 'claiming relief by wny of injunction against the
continuance of the threats, for damages (if any) that the
plaintiff has sustained thereby, and for costs.

(2) Unless in such suit the defendant proves that the acts in
respect 01 which the proceedings were threatened con­
stitute Of, if done, would const i lute, ~""1 infri11gement of
a patent or of rights arising from the publication of a com-
plete specification in respect of a claim of the specifica­
tion not shown by the plain tiff to be invalid, the Court
may grant to the p13intiff nll or any of the reliefs prayed
for.

(3) For. the removal of doubt it is hereby dedared that a mere
notification of the existence of a patent does not consti­
tute a threat .of proceeding withir. the meaning of this
Section".

Clnuze..G7-Registcr 'of Patents
~

757. This clause deals with the l{egister of Patents.

As I have already indicated, judgments deciding issues regardIng
the validity or invalidity of any, claims of a patent in an infringe­
mentaction or ina suit under Clause 66 are not to be entered in
the Register of Patents since they affect only the parties to the res­
pective litigation but they are tu be entered In a separate supple­
mental record (vide Clause 63). But bCCZlUSf' of thi« no ch:mge need
b€ mode in the Inngungc of Clause 67 of t hr: Bill.

The provisions in sub-cliJtJsl' (2) a r e more appropriate to Clause
elS and 1 would suggest its transfer to tIl(' later c1au;:e aIler sub-ctause
(4) of that clause as sub-clause (4J).

Clause fiB-Content! of the Register of Patents

758. It was submitted to the Swan Committee that the Register.
fJ! Patents should be a record aseomplete as possible of all trans,
actions in relation topatents and should also afford to tho public

~
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- .. --~V"'4~UW.ry. .r'ne remedy 01 an injunction is
one thut hasalwaya.been reglU'de<1as essentially a matter
tot ~etioti.••: ••• :It thb~deteftdant!im right, in a case
of tbIj 'kind the court woUld be bou.nd to. EP.::ant an injutlc-­
tion, thOugh the court COnaldeted·it, as 1 Should consider
it tii >thr.s case, both unjust and U100iivenie.nt. Moreover.
it has never been the practice of this court to grant in-
junctions which are on the face'of thezn1Utile or zneanin,..
tess. What would be the point of granting an injunction
to restfain the plainUtJ b'oxnthreatening to bring an in­
fringement action in respect of I Letters llatentwhen.by
the same order the court had revoked the Letters Pate.Qt

..save perhaps to cast some doubt upon whether it really
had been revoked? Th!s section has emerged In the 194.9
Act after considerlllble amendments in previoUs~'.One
of the problems which the Section had earlier presented
was WIved by the re.trlov.al from .the 'present section. at
the ·fonner proviso that it had no application When an
action for infringement Was brought within a reanonable
time after the alleged threat. I can see a sensi bla gI'ound
for remOVing that ~imitat1on. • • • There is this further
point: from sUb-section (1) it is plain that a person
aggrieved may not seek more than one or other of the
remedies set out in sUb-section (2); yet, so far as I can see,
if the defendants are correct, once the action has been
brought and tho party who has made the threats has failed
to justify, the court is bound to grant all the reliefs regard­
less of what the plaintiff may ask for. That cannot be
right, and indeed I go further and say that I cannot believe
that Parliament intended In regard to the gI'ant of an in­
junction to make it obligatory in any sense for a court,
and particularly a Court of Enquiry, to grant an injunc­
tion. Unless the words are clear and beyond any possi-
ble doubt, I, for one, should absolutely decline to be so
bound. In spite of the fannula "the plaintiff shall be
entitled", which in Its context may not be quite happy,· I
am unable to construe and do not construe this section as
compelling the court, given the premises, to grant all or
indeed any of the relief set out in sub-section (2). In my
jUdgment the phrase "the plaintiff shall be entitled" can-.
not mean more than this-th:lt the plaintiff shall beentitled prima farie H •

"In the circutnJ;tances of lhec~, havlllg regard to the fact
that in my judgment the patent should be revoked. and
haVing regard also to the circumstances that Messrs.
Austin now say that they make no claim to any inqUiry
as to dam3geS, and do not seek damages,) arn quite satis­
fied that the court should grant no relief. who tcvo r underSection 65",

i _

Sub·clause (2) as redrafted by me .eeeks to obviate this criticism.

7M. SU~1aUIC (:I).-'l'h1s sub-clau.e follows the language of sub-
,:·lOCt1on (3) .of Sectloo flf of. the U.K:. .Act. '.
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UAny person who registers; an,.~~t, ~an- assign..;
ment or otherwise. must register It subJeCt to any rights
appearing from the .register- to .be vested in any .. other
person."

This decision was upheld by the Court of Appeal. r..dc 15 R.P.C.
667-. The effect of this judgment would be that as betWeen two docU­
menta of different dates. ,the document of a later da1e but which 1!
registered earlier, has prlorlty over an earlier ·tra.mraction which is
registered later. In other words, in order to determine the scope of
two competing titles between two documents of difierent dates by

. the same individual, the inquiry to be made is as to which of the
\l 4 documents was registered earlier and not which of them vias exe­

cuted earlier. It would be seen that such a vi.:ew rums counter to the
ordinary notions of law that a person can only grant zu-eh ~hts W5
inhere in him. 1£ he has already parted with his right.!, and admit­
tedly the unregistered documents was certainly effective to convey­
the title because the registration is a formality to be complied with
only after the title passes, the assignor had already parted with his
interest and was not therefore in a position to deal with the patent
and in such circumstances to ascribe priority to the document of Q

later date would not appear to be in accordanc-e with accepted
principles of law.

762. The problem would appear to be more complicated in cases
where a person claiming under a document of a late! date but re-

~ '\1 gistered earlier, had notice of the earlier transaction. A question
may also arise as to \"1hether the claimant under the earlier transac-·
tion could be held to be estopped by any act or omission on the part
of such a claimant to notify his title to the patent before the later

~' transaction took place. These considerations are very relevant under
the Indian law where the patent is treated as a species of intangible
movable property. It would appear that under the Indian law relat­
ing to transfer of movable property it is the priority of the trans­
action and not the priority of registration that ought to determine

.. the relative priority between competing titles derived from the same
person in respect of a patent. I am of opinion that it is desirable
that the statute should specifically provide for the priority of the
earlier dated transactions in the absence of circumstances from which
an estoppel could be founded) provided this iscoul?led with a pX:0vi-,_;~,­

:' -slon requinngregtstratton \Vithin_ll~,~e~~ibed,time'limit"of alltrans~-'::--)'::,~f
_. ·'<S:::,ri:.actt~n~ie~l~~~~ tp,Wit.~tW; -. ...: ... .. ...... .c : ••.•• .• .• ..••",

, -, - 763. Sub~clause (3).~This provides for cases where the Controller
is satisfied as to the proof of title of any person .but there is no

,~ provisio~ applicable to cases \v~ere the C~ntrol!er is not sat~sfied as
~ to the title of the person applying for registration of an assignment

or transmission. Section 44 (1) of the Trade and Merchandise Marks
Act, 1958 which deals-with the registration of assignment and trans...
missions of trade marks contains a proviso in the following terms:

"Provided that where the validity of an assignment or trans..
'.' • - mission is i~ dispute bet~ve~~ thepartics. :~e'l:\egl8t,r~r::>_;'(.~~',

complete inf~rmation as regards the terms of the agreementarelatlng ,
to patents. The Committee observed ,tha~' ''00 far as the proprietary
interest in patents'is concerned, it, appears that the requirement of the ­
Act is generally complied with. The same cannot. however. be said
of the registration of licences. a substantial proportion of which,
according to the evidence. remains unregistered. We fully support the
view which has been put before us that this is an undesirable state of
affairs". They considered several alternative suggestions for over­
coming this evil but refrained from making any positive recom­
mendation. I agree with the Swan Committee that every trans­
action whichIs registrable should be entered in the Register and M
soon as possible after the transection is entered into.

759. There is one other closely related 'matter and that Is &I

regards registration of the agreements attached to Ilcence grants,
The Swan Committee considered that it was not expedient to provtda 1

for compulsory registration of such agreements; as they were at
the VTevi that the patentee and the licensee would normally desire
to keep such agreements confidential and that it would not be in
the interests of the trade that they should be mode public. I do noj
share this view and I consider that where there is any deallng with
a patent, (be it by way of title to the patent, or by way of the use
of the patent) if the agreement in relation to it is embodied in a
document, the law should insist upon the filing of that document
with the Controller. The Swan Committee pointed out that there
»:as no in \v against the grant of parol licences for the use of patents.
But apart from the implied licences arising, say, from the sale of
a product} I sec no harm in insisting on every grant of an' express
licence: being in wriung. It is possible that parties might seek to
avoid the provision as to registration of the agreement by splitting
up contractual terms and keeping certain of the terms confidential,
while offering for registration merely theformnl ones. In such
cases, there is always the danger of the collateral agreements not
being admissible in evidence under sections 91 and 92 of the Evi­
dence Act in the event of any dispute between the parties coming
up before- the Courts. Tha t, ill my opinion, is a sufficient safeguard
against attempts at evasion of registration of the entirety of the
agrecrncnt. 1 would suggest a reinforcing of this rule of evidence
by express provision therefor in this clause.

760. To allay any fears regarding disclosure of trade secrets the
clause might provide that the terms of the agreement 'filed before
the Controller should be kept confidential and should not be open to
public inspection except under the orders of Court on the lines of
Section 49 (5) of the Trade and Merchandise Marks Act, 1958 in res­
poet uf agrccrnr-nts as to registered user. Needless to say that thts
lost provision can possibly apply only to voluntary licences.

761. 'I'hc posi tion of a title conferred by an unregistered assign ...
'. merit is stili somewhat obscure. It is not clear, for instance,

whether an unreglstc~ed interest in or dealing with the patent is
effective against a subsequent registered proprietor or licensee under
n registered licence who took without notice of it. In N l?1.V 1:rWn
Tyre Cycle Company Ltd. vs. Spilsbury and other-s (I5 R.P.C. 380) ~

Mr. Justice Kekewich said: .

~
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any paterit.or':any-llcence thereunder and such other
d.ocument' as ~may be prescribed shall be supplied to
the'Controller til 'the-prescribed manner for being filed

.in ~e ,P.tent·Office:
Provided that tn· the 'cue 1)f licences granted f under a

patent, .the Controller shall, if so requested by the
patentee or licensee, take SteP3 fur securing that the
terms of the licence are not disclosed to any person
except under orders of Court,"

(4) Substitute-fer wbooclause (5)' the following:
H (5) Except for. the purposes of an application under sub-

o - 'section: '(I) or of an application to rectify the register
of patents, a document or instrument in respect at
which' no entry has been made in the register at
patents under sub..section (4) shall not be admitted
by the Controller or by any Court, as evidence of the
title of any person to a patent or share of or interest
in a patent unless the Controller or the Court, for
reasons to be recorded in writing othcrv/ise directs."

Clause 59-Rectification of the Rcgintcr

766. This clause reproduces Section 64 of the Indian Pa tents and
Designs Act, 1911.

767. In the U.!{. the provision as to recti fication of the Register is
contained in two sections, one of which vests power in the Controller
and the other in the Court.. The power of the Controller is contain­
ed in -Secticn 76 of the U.K.' Act and is confined to the correction
of clerical errors or obvious mistakes. The power of the Court to
rectify is not so limited but extends to the rectification of a paton]
for preper cause. I see considerable advantage in the adoption of
similar provisions conferring powers separately on the Con troller
and the Court.

768. Clause 69 as it stands omitting sub-clauses (3) and (::;)
(which would be obviously out of place) may suffice as a provision
for rectification by the Court if the expression HControI1er~'.is re­
placed by the words "High Court", The marginal heading of the
cl~use 'may read~:-HRect~c~tion of the Register by the High Court".

, 769. A new sub-clause may be added in the follOWing terms pro­
viding for notice to the affected parties:

ct (3) Notice of any application to the I-ri~h Court under this
section shall be given in the prescribed manner to the
Controller who shall be entitled to appear and be heard
on the application, and shall appear if so directed by the
Court." r ,

770. The f'ollowlng re-draft gives effect to the above recommen­
dations:

((69. RcctUicaUon of the Register by tho HighCourl-(l) The
High Court may, on the application of' a person aggriev.
ro~ ,
U (a) by the absence or omission of any' entry from the

IRclZister, or

I)

~ ~

to
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, -~"'''''Vi;;;mCJUs1on ot a a1.mUar Pl'Oviaion here,·><':'·";i~{l',.?;f?:;'i~";{:i:·~o:.'!;;.;Al~(:;;f!\:.(.i';;'\).:,,,;. .. . .: '..

~~"~.'9if~5lh;~~~~&:~:t:;Ii~~c::,~~
have Pl'1orfty'over the later transaction even though the later trans­
action 18 regfatered earlJel;' The langua.ge of the Present fiub-elauae
(5) I.s in absc:>lute terms and does not exeInpt even an applicatIQD

for reRbtration froIn the lle91>0 01 the ban imPOSed by the clause. It
shoulcf'therefore be amendtid so as to read as ('Except for the pi.ti-

'poses of the ~plicatIon under' SU~tion (1) or ot an apPllcation to
recUIy the Register". The followtilg Words Inust be added alter
"an application" and before "to recUIy", in the Present sUb-clau:ua(5) :

"under Sub-section (1) or of an application".

I WOUld also suggest that the authOrity Who shall not adrnlt thtJ
unregistered document In eV1den~ should benot merely the cOUrt but
also the Controller. 1 silggest that for the words "any Court" In the
8ub-clause the Words "by the ContrOller or by any Court" may beSUbstituted.

765. The following amendments to Clause 68 Would carry out theabove recOmmendations:_

(1) After BUb-clause (2) the follOWing new sub-claUSe (2u)may be added :

"(2a). An assignment of a patent or of a share in a patent,
a mortgage, licence or the creat10n of any other in~
terest in n patent shall not be valid unless the same
were in writing and the agreement between the parties
concerned is reduced to the form of a dOCUlnent em-
body ing all the terms and conditions governing
their rights llnd obligations and the application for
the registr!.ltion of SUch document is filed in the pres­
cribed manner with the ControlleJ- within three months
or within SUch furth.er period not exceeding three _
months in the oggregate as the Controller on applica.
tion made in the prescribed manner allows from theexecution thereof:

Provided that tht" document shall When r<'gistcred have'
effect from the dnte of it~ exrcutlon. OJ

(2) A~ the end 0; sUb-<,llluse (3) uddthe foHowing Plyviso:
"ProVided that When thl.' validity of the tronsacfion or

tran~missio!l or of the mortgage, licence or other
transaction referred to in sub..sect.ion (1) is in disPute
bctwc'l'n the parties, the Controller may refuse to ro­
Gister the [lssignment, transmission, mortgage, licence
or other tr;msaction until the rights of the parties
have been (letermined by a compet('nt Court."

(3) After 8ub~clause (4) insert the foilowing ilIl sllb-clausli?'(4a) :

" (4a) Authenticated ,copies 01 "all" deeci3. ,;ngre.emel1t&,
licences and other document. 'alffdm'th. title to



bY'illij'-enfryrnad~ -i~ the Register without sUfflcien tcause.' or .

(c) by an, entry Wrongly remaining on the Register, or
(d) by any error or defect in any entry in the Register,

make sU~h order for the makinf of any entry therein or
the variation Or the deletion 0 any entry therein as itmay tl1ink flt.

(2) The High Court may in any prOCeeding under this section
'decide any question that may be necessary or expedient
to decide in connection with the rectification of the Reo-~ter. ,

(3) Notice of any a1)01ication to the High Court under this
section shall be 'given in the !rescribed manner to t..~e
Controller who shall be entitle to appear and be heard
on the apPlication, and shall appear if so directed by theCourt.

(4) Any order of the High Court under this section rectify­
ing the Register shall direct that notice of the rectification
shall he 6erved upon the ContrOller in the prescribed
mnnner who shnll upon receipt of SUch notice rectifythe Register accordingly."

Clause G9A-pow('r of ControHer to correct c1etical errors etc.

771. I have nppended a draft of n clnuse relnting to the pOwer of
the Con troller to correct clerical errors. As section 34 has mnde 0

spedal prOVision [or the amendment of lhe complete specificGtion it
is nC'cesSilry lo exccpt the provision of that section from the opern.
tlO:1 of the prC'Scnt clause. My dra:t follows.in general Section 76of the U.K Patents Act, 1949.

"69A Corrcction of clerical errors and obvious mistakes by
Controll

cr
._ (1) SUbject to the prOvisions of Section 34

<lnel 35 as regnrds amendmt'nt o[ complete specifications
nled in pursuance of DIl applicntion for n p:ltent, nnd
subject to the prOVisions of Section 24...'\, the Controller
mny. in nccorclance with the provisions oft11is section,
correct nny ~lericill error in nny patent or in any 6pecifi.
calion or other document flled in pursuance of such an
npplic!llion or in any npplication for n patent or any
clericnl error in anv matter which is entered in theRegister of patents. ..

(2) A corree[ ion mn}' be made in pursuance of this section
either upon a request in writinR made by nny PC'l'son in.
tt'rch,t:'d :100 nceomp:ll1ied by the prescribed [ee, or With­ou t such a request.

(:l) 'NhC're t)1(~ Controller proposes to make nnr Such ('orr!'t'­
t io n ns Moresnid otherWise than in pursuance of a rC'qtl(~at
rIl:1de und('r this; section, he shall give notice of the pro­
pOS;]] to the pa ten tee or the applicant for the pnten t, £16
the C;)S0 may be, end to /lny.other person Who appears to
him to bf' concerned, and shall give them an opportunity
to be heard before making the correction.

~,..; "~--~._-'''''''''.'''~-'''''-..,.
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(4) Where a request is made under thas section for the cor­
rection of any error in a patent or application for a patent
or any document filed in pursuance of such an applica­
tion, and it appears to the Controller that the correction
would materially alter the meaning <Or scope of the docu­
ment to which the request relates, and ought not to be
made without notice to persons affected thereby, he shall
require notice of the na ture of the proposed correction
to be advertised in the prescribed mzanner.

(5) Within the prescribed time after a:::y such advertisement
as aforesaid any person interested CBy give notice to the
Controller of opposition to the req.aest, and wher« such
notice of opposition is given the Controller shall ~ve
notice thereof to the person by v~-:jCJm the request was
made, and shall give to him anc to the opponent an
opportuni ty to be heard before he decides the case:'

Clause 70-Evidence of entries; documents, etc.

772. Sub-clauses (1) and (2) of this clause reproduce sections 71
and 71A of the Indian Paten ts and Designs .!.._ct, 1911. I would
suggest, however, the deletion of the provisc to sub-clause (2) as
being. unnecessary. It may he mentioned t\,:=: the corresponding
Section 77 of the U.K. Act, 1949 d"cs not cor.t.ain any such proviso.

773, I would also suggest the ::.dclition of 2; new 5ub-clause [sub­
clause (3)] on the lines of Secti0r1 11G of th~~ Trade and Merchan­
dise Marks Act, 1958 in order tn o':Jvi:Ite the r.eed for the presence
of the Controller arid other offlcial s of tho Pa::-?:Jt Offi2e to give evi­
dence regarding the contents of CJCUnlcnts,

774. This i10\V sub-clause migh: read:

"(3) The Controller or nny other officer of the Patent Office
shall not I in any legal proceeding t.'J which he is not a
party, be cOlnpc!1:1blc to produc.. th:.. register or nny other
document in his custodv. thccontenis of wh ich can be
'proved by the' production of a certif.ed copy issued under
this Act or to appear ;-;5 a \vitncss to prove the matters
therein recorded unless by ordrr or Court made for special
cause."

Clause 71-Pow("fS or the Controller

775. This clause corresponcis 'to Sort ion G50f the Indian Patpnts
and Designs Act, 1911 arid Srct ion P.3(~) of t!-:~ U.K. Act 1949. The
clause docs not con hi n anv prll\' hi"7; (:;;rrf'Sp' ~ri ing tu Sect jon 97 (c)
of the Trade and !'Ifcrcha no ise !.!:; rks -Act. : 9:iR as to revi cw by
the Con tr 011 e r 0 f his ()w n 0Ccis i()ns S1ICh :l r::" -,y :sion rn»y beneces­
sary where e.r parte orders have t e' lw ~'C'( a:': :;c when a party who
f,.ils to appear establishes sa t isf nct o r-v c:)usc fc::- his non-appe:1rance,
I wnulri accordingly propose two additional paragraphs to sub­
clnuse 71 (1) rending as follows :

.. (ee) reviewJng 'his own decision on application made In the
prescribed manner;

II (eee) setting aside orders passed ex pcrte:"



77~. Sub-clause (2) may be redrafted on the lines of Section 97 (b)
f)f the Trade and Merchandise Marks Act. 1958 when it would read:

u (2) Any costs awarded by, the Controller in exercise of the
powers conferred upon him under. sub-section (1) shall
be executable as a decree of a civil Court."

777. The clause as re-drafted would run ~ .

·71. Controller to have certain powers 'of 8 civil eourt.-(l)
Subject to any rules made in this behalf, the Controller in
any proceedings before him under this Act shall have the
powers of a civil court while trying a suit under the Code
of Civil Procedure, 1908 (Act V of 1908) in respect of the
following matters, namely:
(a) summoning and enforcing the attendance of any

person and examining him on oath;
(b) requiring the discovery and production of any docu­

ment;
(c) receiving evidence on affidavits;
(d) issuing commissions for the examination of witnesses

or documents;
(e) awarding costs;
(f) reviewing his own decision on application made in the

prescribed manner;
(g) setting aside orders passed ez-pcrre: and
(h) any other matter which may be prescribed.

(2) l\ny costs awarded by the Controller in exercise of the
powers conferred upon him under sub-section (1) shall
be executable as a decreeof ,3 civil Court."

Clause 72-Evidencc before ·thc Controller

778. This clause reproduces Section 70A of the Indian Patents
and Designs Act, 1911 and corresponds to Section 83 (1) of t.~c U.I{.
Act. 1949. The clause might remain as it is.

Clause 73-Excrcisc of discretionary p~\vcr by Controller

779. This clause reproduces Section G7 of the Indian Patents and
Designs Act, 1911 and corresponds to Section 81 of the U.K. Act.. It
Is however, desirable to incorporate the opening words of Section 81
of the U.K. Act in order to make it clear that the powers under
Clause 73 nrc "without prejudice" to the duty enjoined on the Con­
troller by or under other sections of the Act, to give notice to the
parties nnd hear them before deciding on the matters falling within
his jurisdiction.

780. The clause may be redrafted to read:

(~j! Exercise of discretionary power by ControUcr.-Without
prejudice to any provisions of this Act, requiring. the Con­

.troller to hear any party to the proceedings therein, or to
give any such party an opportunity to be heard. the Con.'
troller shall give to any applicant for a patent, or .for

~

",:

1

amendment .0: a specification (if within the prescribed
period the' applicant so requires) an opportunity to be heard
before exercising adversely to the applicant any discre­
tion vested in the Controller by or under this Act!'

Clause 73A-Disposal by Controller of applications for extension of
time '

781. The Bill confers on the Controller the power to extend the
time to do various acts by applicants, opponents etc., and this has to
be by. formal application made in the prescribed manner by the party
who seeks such enlargement of time. A question has sometime!'
been raised whether the party interested in cpposlng the extension
need be given notice of these applications and be heard before such
extensions are ordered. If notice has to be given and a hearing
before extensions' are allowed it would be seen that considerable
delays would be caused. and to avoid this result Section 101 (2) was
inserted in the Trade and Merchandise Marks Act, 1958. I would
suggest u similar provision, modified to meet the requirements of
this Acl in which the dura tion of the period to which extension
might be granted is in most Cl1SCS st.atutor ii y 1imitcd. The cl ause
nlight read:

H7?>A. Disposal by Controller of ap pl ica t io ns for extension of
timc.-Vvhere under the provisions of this Act or the
rules made thereunder. the Contr-oller may extend the
time for doing any Bet, nothing in this Act shall he deemed
to -require him to give notice to or hear the party in­
tcrestcd in opposing the extension nor shall any appeal
lie from any order of the Cont ro ll cr gr8nting or refusing
such extension."

Clnusc 74 to 7~Pntt'nt .~~('nts

781A. I have already dealt w it h this matter in detail in para­
graphs ,310 to 32!) of Pari I of this Report. ~\1y main recornrnenda­
t10ns in this connection (lI'C-

(1) that n register of Paten t Agcn ts should be established arid
that this register should be maintained at the Patent
Office under the Controller of Patents & Designs;

\ (:~) that .. no person whose name is not on the roll of Patent
Agentsshould be permitted to describe or hold himself
out (1S a Patent 'Agent. or to practice the profession of a
Patent AGont, the trnnsgrcssion of the rule being penn-
l iscd: ,

(3) that the Iol lowirn; cl~\s~es of persons should be entitled to
to l1C registered (1S Pa t cn t Agents on application made in
prescribed mo nc r, nnmr lv. Q

(~1) any lC'i~a I prnct it ion or en ti tIed to act or plcnd before a
I'ligh Court. who holds n university degree in physical
science or in engineering or possesses an equivalent
scientific or technical qualification;

(b) any person whoIs a graduate in physical science or
engineering or possesses an equivalent scientific or
and technicaltqualificatlon and who has passed the

198 C 8: 1--19



783. I have also included the fol lcw ing additiccial provisions in my
redraft:- .

(1) A provision on the lines of Section ·132 'of the Trade and
Merchandise Marks Act. 1958 to provide for reciprocity
between the law in India and that in .other countries as
regards the right of the respective nationals to apply for
patents and as regards the protection of patents that may be
granted- (new Clause 80).

(2) A provision for conferring multiple priorities in respect of
each of the claims of the complete specification, where such
specification is filed with a single convention application
based on two or more separate applications in different con..
vention countries for the same or cognate invention. Such
a provision was recommended by the Dean Committee in
Australia and Section 142 of the present Australian Act
implements this recommendation. I am of opinion that
such G provision would be in line with the general scheme
of priorities I have recommended [vide new Clause 81 (3)].

(3) A provision on the lines of Section 6 (3) (b) of the U.K.
Patents Act, 1949 under which the power of the Comptroller
to post-date an application is limited ir; the case of conven­
tion applications so as not to conflict with the 12 month..
rule laid down by the proviso to Clause 8 (1) . [t:ide new
Clause 82 (3) ].

(4) A provision on the lines of Section 1'; (1) (h) of the UJ(.
Patents Act, 1949 by which one of the grounds of opposition
to a convention application is that the application VIas made
beyond 12 months from the date of the earliest application
in a convention country [vide new Clause 82 (4)]. It
would be noted toot in the absence 0: such a ground, the
limitation of 12 months would be very ineffective.

The Ll.KvAc; contains no specific provision regarding the breach
of the 12 months rule DS a ground for revocation, because
it would be covered by paragrnph (j) of Section 32 (L) "that
the patent was obtained on a Ialse suggestion or represen..
tat ion". As there is a similarly worded ground in Clause
37, I have not thought it necessary to make any special
provision therefor in Clause 82.

(5) A provision on the lines of Section 52 (2) of the U.I{.
Patents Act. 1949 under which publication of the invention

. after "the priority, date of the claim does not constitute anti­
cipation entailing the rejection of an application or' so as to
invalidate a patent already granted [vide Clause 82 (~)].

The" necessity for this provision is so obvious that it needs
no explana lion.

(6) 1\ provision to give off cct to the rule icontained i~ Sec­
tion 50 (2) (b) of the U.I'=., ,:\ct~ 1949 relating to the deterrni..
nation of the .rcasonnb!o t.irne within which applications for
patents should be rnade in L~e case of "obtaining",

(7) Lastly, a provision in Clause 84 on the lines of Section
143 (3) and (4) of the Australian Act 1952 under which an
applicant in a convention 3pp1icatio~ has to furnish partl­
culars of the specutcatlons and dates of filing of the basic
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person who Is a graduate in science or engineer...
ing or possesses an equivalent qualification and who
has served as an Examiner of Patents for over 5 years)
provided that no officer of the Patent office who has
held a post involving duties as a hearing officer for more
than twelve months shall be qualified to register or
practice as a patent agent

(d) any person who has been practising as a bona fide
Patent Agent for at least five years before the 1st
January. 1960. and has filed more than 30 complete
specifications within that period and not less than five
specifications 111 each of these five years;

(4) An alien shall not be registered as a' Patent Agent provid­
ed however any alien who had been bona fide practising
for at least five years before the 1st January..1960 in the
manner stated in para 3 (d) may be permitted to be en­
tered on the roll;

(5) A Company or a Corporation shall not be capable of being
registered as a Patent Agent;

(6) A fir m may practise as Patent Agents provided that every
member of the firm is .Individually . registered as such
Agent;

(7) Thouuh only a person registered in the prescribed manner
as a Patent ..J\gent may describe or hold himself out as a
Patent i\gcnC the profession of Patent Agents is not to
be n closed one and there need not be any objection to
al low ing the applicant or a person duly autborised by him
to draf t the complete specification or a-ct on his behalf
before the Con troller.

(8) /\ lc{";;d practitioner entitled to act or plead in any lIigh
Court in India, may appear before the Controller in all
proceedings under the Act and may do any act on behalf
of and for the applicant other than the drafting of the
specification. which, however he would be entitled to rio
only if he wore 'l registered Patent Agent.

(9) The n.u n e of n registered Patent Agent may be removed
Irurn the f("\gister by the Central Government on the
ground of professional misconduct after giving him em
opportunity to be heard.

the clauses rcl.alin g to Patent Agents may be rcd ra ltr-d on
tl1e abovr- lines

Clauses 79 to RS-In tcrn~tio'nnl Agreements

782. I consider th~lt t l.c several matters dealt with in the provisions
contained in those four clauses might be better arranged than in the
Bill and I have redrafte-d them so as to achieve this purpose and
incidentally to remove some ·verbal defects.
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application 'properly authenticated to enable the Controller
to verify whether the application is inconformity with the'
law' and also to determine the priority dates of the severaf '
claims in the' complete specification.

784. Besides this, I recommend the deletion of the following two
provisions found in the Bill:-

(1) Sub-clause 3 of Clause 82 of the Bill--This sub-clause corres­
ponds to sub-section 4 of Section 91 of the U.K. Act, 1907 to 1946 which
directed the "laying open to public inspection" of convention applica­
tions which were not accepted within eighteen months after they were
filed. Dealing with this provision, the 'Swan Committee in paragraph
119 of their Final Report stated thus:

u* • ~ This was considered desirable in order that con ...
vention applications .should be citable as anticipations of
later British applications wlthln about the same period from
their priority date as would apply to British applications
filed in the first instance with a provisional specification.
This procedure leads to considerable trouble and expense
in practice and has other undesirable consequences. As
vIe have already recommended that all patents whether or
not claiming priority in respect of on application in a con­
vention country should be dated as of the date of filing the
complete specification in this country, any necessity for dis­
tinguishing between convention applications and others
should disappear and the later part of Section 91 (4) which
deals with laying open to inspection of the documents of
convention applications should be cancelled."

'I'he above provision was accordingly deleted in the U.K, Act of
1949. The present Bill like the U.I{. Act of 1949 adopts the principle
that the crucial date in regard to patent rights is the date on which the
complete specification is filed, and this sub-clause therefore is not
necessary.

(2) Sub-clause (1) of Clause '84.-This sub...clause has been taken
from Section 69(1) of the U.K. Patents Act,J949. A provision in

. similar terms was introduced as sub-section (5) of Section 91 to
the U.K. Patents Act, 1907 by an amendment effected in 1938. This
was intended to give effect to Article 4-A (2) of the International ~,on­

vcntion (ratified by that country in June 1938) reading as follows:-
'&2. Every application which," under the domestic law of any

country. of the Union, or under International treaties con­
cluded between several countries of the Union, is equivalent '_
ton regular national application. 'shall he recognised as
giving rise to right of priority."

The convention now in force under which an application for pr otec­
lion outside a country is treated ns equivalent to an appl icnt ion in the
coun try t does not apply to Rtltents for inventions and as pointed out
in t cLa Soudure ELcctrique) etc. (56 RPC 218), the cases where the
provision would be attracted would be those relating to registration
of designs under the Berne convention. In the usual agreements
en tered into by Indic,. there are not any.clauses making provision for
what thesub-cleuae contemplates and .1.doriot.rtborelore, consider
there is. any 'need for sub-clause. (l)~of,Clause84t .
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785. Lhave accordingly deleted sub-clause (3) and sub-clause (1)
.respectlvely from clauses 82 and 84 of the Bill.

786. The redrafted clauses might run in these terms:

"79. Notification as to declaration of convention country.-(l)
In this chapter, "convention application" means an applica-
tion for a patent made by virtue of Section 81. ·

<2) With a view to the fulfilment of a treaty convention or
arrangement, with any country outside India which affords
to applicants for patents in India or to citizens of India
similar privileges as are granted to its own citizens. in res­
pect' of the grant of patents and the protection of patent
rights, the Central Governmerrt may, by notification in the
Official Gazette, declare such country to be a "convention
country" for the purposes of this Act;

Provided that a. declaration may be made as aforesaid for the
purposes either of all or of some only of the provisions of
this Act, and a country in the case of which a declaration
made for the purpose of some only of the provisions of this
Act is in force, shall be deemed to be a convention country
for the purpose of those provisions on ly ."

787. 4480 Provision as to rec iprocit y.s--Where any country specified
by the Central Government in this behalf bv notification in the Official
z..; a ze t ted0 cs not ace0 r d tothe c i tizenS 0 fIn d i a . the Sd nH: r j gh ts in
respect of the grant of patents and protection of po tcnt rights as it
accords to its own nationals, no national of such country sh a l1, not­
vv it 1'1 s tanding any t 11 i ngin t his ..\ c t be ('n tit1ed cither so Jl'lY (I r j 0 i n t1 y
w it h any other pcrso n - .

(a) to apply for the grunt of ~1 patent or be rcgi~tercd ~]S Z1

proprietor of a pa ten t,
(b) to be registered as the assignee of the propr ic-to r of ~l

patent, or
(c) to apply for a licence or hold any licence under ~ pa i o nt

grant0ct· under this Act."

788. "81. Convention appIicntions.-- (1) \Vi thou t prejudice to the
provisions of Section 6 of this Act, an application for (1 pa ten t for on
invention in respect or which protection had been applied for in (1

convention country (hereinafter referred to as the basic appl ication )
may be made by the person by 'whorn the applicn t ion for protection
was .m;ldc or by the assignee 0 f tha t person:

Provided that no such application shall be made by vir tur- of this
sub-section ;lfler the expiration of twclv.: tn:lnf.hs f rorn the d at c of
the appIicat i()n r0 r pro tee t ion in v ~ 0 n \' ('n t i(1n C() II I J t r v. () r \vh C:' re nJnrc
t han 0 n c suehap p1ic(\ti o!l fC)r pr()t ('c t i (n'. li: i.: hl l \ I) 111: ~ d (,' rrurn l h c d ~ \t (:
o [ th fl f1 r st ;1P111 iCatil)n .

(2) \Vherc npp1ical i()nsf0 r protee t ion hn'v' c b(:on mad c j n ()n l' 0 r
more convention countries in respect of t\VO or more inventions which
are cognate or of which 'one is a modifies tion of uncthcr, u single con ..
'vention application may, subject to the ,provisions of Section a of
this Act, .be made in respect of those inventions at any time witbin
12 mohths from 'the date of the earliest of the said appHcntions ICH"

protection:



earliest of those applications was made, in respect of the inventions
disclosed in the basic applications. .

(2) The priority date of a claim of the complete specification
being a claim based on matter disclosed in one or more of the basic
applications is the date on which that matter was first so disclosed.

(3) For the purposes of this Act. a matter shall be deemed to have
been disclosed in a basic application for protection in a corlvention
country. if it was claimed or disclosed (otherwise than by way of
disclaimer or acknowledgement of prior art) in that application, or
tiny documents submitted by the applicant for protection in support
of and at the .sarne time as that application; but no account shill be
taken of any disclosure effected by any such docnment unless a copy
of the document is filed at the Patent Office with the conventIon
application or within such period as may be prescribed after the filing
of that appllcatlon," .

791. "84. Supplementary previsions as to convention nppUcations.-
(1) Where a convention appllcatton is made in accordance with the
provisions of this chapter, the applicant shall furnish LTl addition to
the complete speciflcatlon, a copy or copies of the specification or
specifications, or corresponding documents. filed or deposited by the
applicant in the Patent Office of the convention country in which the
basic application was made, certified by the Official Chief or head of
the Patent Office of the convention country. or otherwise verified to
the satisfaction of the Controller)

(a) along with the application or within three months there­
after, or

(b) within such further period after that time as the Controller
allows.. .

(2) If any such specification or other document is in a foreign
language, a translation into English of the specification or document,
verified by affidavit or otherwise to the satisfaction of the Controller
shall be annexed to the specification or document.

(3) For the purpose of. this Act, the date on which an application
was made in a convention country. is such date as the Controller is
satisfied by n certificate of the Official Chief or head of the Patent
Office of the convention country or otherwise, as the date 'on which
the application was made in that convention country."

792. "85. Other provisions of this Act to apply to convention appli..
catio~.-Save as otherwise provided in this chapter. all the provisions
of this Act shall apply in relation to n convention application and a
patent granted in pursuance thereof as they apply inrelation to an
ordinary application and 3 patent r2!1tcdin pursuance thereof."

Clause 8G-Special provisions ns to vessels. aircraft and land vehicles

793. This clause is intended to replace Section 42 of the Indian
Patents and Designs Act, 1911 which runs in these termsr->

"42. Foreign vessels in Indian watcrs.c-q l ) A patent shall not
prevent the use of an inverrtion for the purposes of the

. navigatio~ of a foreign vessel within the jurisdiction..of any
Court in India, or the use ofan invention in a foreign vessel
within that jurisdiction. provided it is-not used therein for

~
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(2). Subject to the provisions of Section 9 of this Act, a. complete
specification filed with a convention application, may include claims
in respect of developments of or additions to the invention in respect
of which the application for protectionwas made in a convention
country, being developments or additions in respect of which the
applicant would be entitled under the provisions of Section 6 of this
Act to make a separate application for a patent.

(3) A convention application shall not be post-dated under Section
16(2) of this Act to a date later than the date on which under the

~. provisions of this Act the application could have been made.
(4) In addition to the grounds of opposition set out in Section 21,

a convention application shall be open to the following further ground'
of objection, namely, that the application vias not made within 12
months from the date of the first application for protection for the
invention made in a convention country by the applicant or a person
Irorn whorn he derives title.

(5) Where G complete specification is file-d in pursuance of a con ..
vcntion application then notwithstanding anything in this Act, the
Controller shall not refuse to grant the patent ·and the patent shall
not be revoked or invalidated by reason only that any matter dis­
closed in any application for protection in a convention country upon
whicb the convention application is founded was used in India or
.publishod in India or elsewhere at any time after the date of that
application for protection.

(6) In relation to a convention application, the provisions of
Section 48 (2) (b) shall be read as if the; reference to "the application
beirn; made ns ~()()n :lS practicnblc thereafter" were n reference to
tho flling of th0 ;1ppl icnt inn in n convention country."

790. "83. Priori ty d4H e of cla ims of complete" spccificnt ion in res ..
pcct of convention ttpplicntion.-(l) Where two or more applications
for patents or s irni la r protection in respect of inventions have been
made in one or rnore convention countries and those inventions are
so rclate-: as to constitute one invention. one application may be made
by R'~Y· or all of the persons referred to in sub-section (1) of Section

. 81 within twelve months from the date on whlch the earlier or-

Provided that the fee payable on 'the making of 'any such applica­
tion shall be the same as if separate applications have been made in
respect of each of the said Inventions: and tbe requirements of clause
(b) of sub-section (1) of Section 8 shall. in the case of any such appli•.
cation apply separately to the applications for protection in respect
of each of the said inventions." /

789. "82. Special provisions relating to convention applicntions.­
(1) Every convention application shall.-

(6) be accompanied by a complete specification; and
(b) specify the date on which and the convention country in

which the application for protection, .or the first such appli­
cation was made, and shall state .that no application for
protection in respect of the invention had been made in a
convention country before that date b~he applicant or
any person from whom he derives title.

~i
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or in connection with the manufacture or preparation of
anything intended to be sold in or exported from India.

(2) Thtssection shall not extend to vessels of any foreign State
of which the laws do not confer corresponding rights with
respect 10 the use of inventions in Indian vessels while in
the ports of the State or in the waters within the jurisdic­
tion of its courts."

By an amendment effected in 1934, the scope I of the section wus
extended to aircraft found in Indian territory in similar circumstances.

794. It will be. noticed that there are two points of difference bet...
ween the present section and Clause 86, the latter being substantially
a reproduction of Section 70 of the U.K. Patents Act, 1949:-

(1) Whereas Section 42 (1) of the Indian Patents and Designs
Act applies to vessels and aircraft of all foreign coun tries,
Clause 86 is confined to the vessels or aircraft of those
foreign countries which happen to be in India for tempo­
rary purposes or accidentally and with which India has
entered into a treaty or arr-angement.

(2) There is no provision in clause 86 regarding reciprocity as
is contained in sub-section (2) of section 42 .of the Indian
Patents and Designs Act, 1911, this feature being due to the
fact that the provisions of the clause apply only to countries
with whom a treaty. convention or arrangement is in force,
(sec Clause 80).

795. The countries with which convention ar rn nucmcrns exist up
till now nrc only t1 Iew Commonwealth countries. In the circums-
tances 1 consider that a clause on the lines of sub-section (2) of.
Section 42 of the Jndian Patents and Designs Act, 1911 applying to
every foreign coun try which docs not discriminate against the vessels
or aircraft of Indian nationals or registered in this country, should be
added to the clause as it stands.

796. I would therefore recommend that Clause 86 might run In'

~hcsc terms:
41 86. Special provisions as to vessels, aircraft and land vchic!~=s.­

(1) Where a vessel or aircraft registered in a foreign coun­
try or a land vehicle owned by a person ordinarily resident
in such country comes into India (including the territorial
waters thereof) temporarily .or accidentally only, the
rights conferred by a patent for an invention shall not be
deemed to be infringed by the use of the invenlion-
(a ) in the body of the vessel or in the mach incrv. tackle,

appnr.n us or. other acccssor ics thereof, so [81' a~ the in­
vention is used on board the vessel and for its actual
need.") only; or

(b) in the construction or workint; of the a i rcruf t or land
vehicle or of the accessories thereof;

us the case may be.
(2) This section shall not extend to vessels of any foreign state

. of which' the laws do not confer corresponding rights with
respect.to the usc of inventions in Indian vessels, aircraft

'.
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or land vehicles while in the ports or Wit.hin the territorial
waters of the State or otherwise within the jurisdiction
of its courts". ..

Clause 87-Appeals

797. Sub...clause (l).-It seems desirable to provide in express
terms that no appeal shall lie from the decisions or orders of the Cen­
tral Government under this Act. A provision on the lines of Section
109(1) of the Trade and Merchandise Marks Act, 1958 is accordingly
suggested for inclusion as sub-clause (1).

798. The present sub-clause (1) might be numbered as sub-clause
(2). The reference to the provisions contained in the various items
{a) to (t) would have to be modified to keep in line with the changed
number-ing I have suggested.

799. Sub-clause (3).-1 would suggest that the practice of the
patent offices should be to transmit a copy of the order of the Con­
troller in every case to the. parties, either by persorral delivery or to
the agent or to the Advocate by registered post as is the practice of
the Appellate Commissioner and the Income-tax Tr'ibunal under the
Income-tax Act. This would prevent objection be:ng raised on the
ground that the 'party did not receive intimation of the order suffici­
ently early to enable him to apply for the copy of the order for the
purpose of appeal. Tfthc procedure of sending copies of the orders
direct to the parties is adopted, there would be no need for ony pro­
visions on the lines of sub-clause (3). If the copies served on the
parties are themselves authcnticated-c-certificd ccpJes-they might'
themselves be used for filing appeals. Certified copies would be need­
ed only in the rare contingency of the copies served, being lost or
mislaid. In those circumstances. I here would be no need for C1

provision for:cxcluding the period spent in obtaining copies in
computing lim i ta lion for fIling appca Is.

800. Further, under the power given 'to the High Courts to frame
rules for the procedure governing the hearing of appeals provision
might be made for the extension of time in filing an appeal on the
lines of Section 5 of thr: Limitation Act. This would suffice to cover
cases .whero the order served on the' par ty is lost, and he is unable to
obtain;) certified c()p~r in time. Sub-clause (3) may therefore be

, deleted.

aoi. u the above suggestions arc adopted. the clause would .:ead:-
.t87. Appculs.---(l) No appeal shall lie from any decision. order

or direction made or issued under this Act by. the Central
Gove rnrnont or Ir orn anv act or order of the Controller for
the purpo:«- ()f .~i\,jng f,tfeet to ;1I1Y such decision, order or
ducct io».

(:::) :\n ~\ ppc:ll sh~l! I 1it .. to ~l I Ilgh COlI r t [rom any direction.
dcc isinn or order of .thc Controller under any of the [()1­
Jo\ving provisions, that is to say,
(a) any order under Section 14.

(b) direction, decision or order under Section 16.
(c) a~y direction under Section 17.
(d) any dec jsion unde r S0C ti on 21.
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Clause 92-Unauthorised claim of patent rights
810. The punishment provided for the offence appears to b~ much

too severe for the transgression involved. Under the corresponding
provision in the 'U.K. Act of 1949 [Section 91 (I)]! t};e penalty for the
offence of false representation that an article soli is a patented arti­
cle is a nne not exceeding £ 5, while for tho usc 0: tnc words, "Patent
Office" on the offender's p13cL~ of business, the punishment is a fine
not exceeding £20. Similarly under the :\ustr3lian Act [Section
1711 (2)], the punishment for this offr nco is £ 100. In the light of
these precedents, I should consider that a nne which may extend to
Rs, 500 would be reasonable and sufficien t.

811. There is also one other matter which I desire to mention:
The gravemen of the offence is a, false representation that an article
enjoys patent protection under the latD in India. It has) however,

Clause 91-Fulsificat.ion of entries in register
809. A comparison with the corresponding prc,~/i.sions of Section

:33 of the Austra lian Act or Section 90 of the U.I<" Act, 1949 or Sec ...
tion 83 of the Trade and Merchandise Marks I\:::1. 1958 as to the
penalty for falsification' of entries in the regi:-:er shows that the
punishment now provided under Clause 91 is insufficient. I would
accordingly suggest that taking into accoun t the gravity of the offence,
the same punishment of 2 years imprisonment may be awarded under
this clause as in Section 83 of the Trade and Merchandise Marks Act.
1958.

Clause 90-Prcctice by non..registered patent cgents

80B. This clause is in line with Section 88(2) ci the U.K. Act of
1949 and Section 136 of the Australian Act arid needs no change.

Provided that any such Judge may. if he thinks fit, refer
the appeal at any stage of the proeeedmgs to a Bench of

. the High Court.
(3) Where an appeal is heard by a single Judge, a further

appeal shall lie to the Bench of the H~gb Court.
(4) The HIgh Court may make rules consistent with this Act

as to the procedure to be followed in respect of appeals
made to it under Section 87."

.Clause 89-Contnlvention of. secrecy provisi{}i!1S relating to certain
inventions

806. This clause reproduces substantially the provisions of Sec­
tion 18(6) of the U.K. Act, 1949 [ef. Section 131(2j of, the Australian
Patents Act]. - The offence in question is analogcc., to that punish-

. able under· pection 5 (4) of the Official Secrets P.~~ of 1923 under
which the punishment imposed may extend to two years imprison­
ment or fine without limit. I would suggest tha; the limitation of
fine to Rs. 1,000 now appearing in Clause 89 may b·:: deleted and the
nne may be without limit.

807. In passing it may be pointed out that Section 20(5) of the
Canadian Patents Act treats an analogous misconduct as an offence

. under the Official Secrets Act of that country.

~
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(e) any order under Section 21·A.
(f) any 'decision or. order under Section 22.
(g) any decision or order under Section 31.
(h) any order under Section 32.
(i) any order under Section 34.
(j) any order under Section 36(4).
(k) any order under Section 41.
(1) any order under Section 41-A.
(m) any order under Section 41-B.
(n) any order under Section 42-A.
(0) any order under Section 43.
(p) any order under section 45(3).
(q) any order under Section 45A.
(r) any order under Section 45-B.
(8) any direction under Section 51(1), (2).
(t) any order refusing to register a dOCUITLent under Sec­

tion 68 (3).
(u) any order under Section 69A.

(3) Every appeal under this Section shall be in writing and
shall be made within three months from the date of the
direction, decision or order as the case may be, of the Con­
troller, or within such further time as the High Court may
in accordance with rules framed under Section 88 allow.

Clouse 88--Procedurc' for hearing of appeals

802. The procedure for hearing appeals under this Clause follows
Section 23(G) of the Indian Patents and Designs Act, 1911 in provid­
ing that an appeal shall be heard by a Bench of two Judges. This was
possibly bec~~-Jse it \VUS thought that no appeal would lie from the
decisions of a' single Judge hearing an appeal from .the Controller. The
view which was once entcrtained by the Calcutta High Court ,has
since been overruled by the Supreme Court. Hence there is no
need for a Bench on that ground. In the renort relating to the revi­
cion of Trade Marks Law) I have considered th.e relative merits of
appeals being heard by n single Judge or by a Bench l~'~ .-l:::t_Di1 and
suggested that it w as sufficient if appeals were heard by a single
Judge and Section 109 of the Trade and Merchandise Marks Act,
1958 gives effect to this. The clause may be redrafted on the lines
of Section 109(4) of the Trade and Merchandise Marks Act) 1958.

803. Sub-clauses (2) and (3) are a repetition of the provisions of
Clause 65 and may therefore be omitted.

804. Sub-clause (4) .-1 would suggest the omission of the words
"save as otherwise provided". as a rule inconsistent with The 4~Ct

could not but be contrary to the provisions of this section as well.

805, 1f the above suggestions nrc accepted, the clause would
rend:

\ig[). Procedur c for hearing of nppcals.-(l) Every appeal
before a High Court under Section 87 shall be preferred
by n petition in writing and shall be in such form and
shall contain such particulars as may be. prescribed.

,(2) Every such appeal shall be heard by a single Judge of the
High Court:

~
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817. The next point is 3S to whether the Ia ilu r e to disclose .the
;nforma tion or the furnish ing of false inforrna t io n should riot ha vc
consequences upon the continuance in force, of C1 patent or on the
interest in the patent of the person failing to give information or
Giving false information Having considered the matter carefully I
have reached the conclusion that it is not practicable to devise a
scheme which would confine the effect of such an -added penalty to
the party responsible and that there would have to be an elaborate
provision for the protection of innocen t persons. I have therefore
considered it proper to confine the penalty to the fine and imprison-
ment ns already indicated. . '

818. The clause may be rodrnf tcd to r()nd:-

1194. Refusal or failure to supply infornlution.-(l) Any per ...
son whs refuses or fails to furnish to the Controller anv
information or st at crncnt which he is required to furnish
under Section 105 shall be punishable with fine which
may ex tend to 11s. 1.000.

(2) Any person who being required to furnish inforrna tlon
referred to in sub-section (1) furnishes such infor matlon
or statement which is false and which he either ·knows or
has reason to believe to be false or does not believe to be
true, shall be punishable with imprtsonrnenrwhich may

.extend to six months or with One or with both".

second is as to what other consequences which a failure to supply
information or the supplying Qf. false Informataon ought to have
upon the continuance of the patent; in other words, whether the
penal consequences of a failure to obey the directions of the Con­
troller should be confined merely to the punishment of the offender
or whether it ought not to extend to affect the patent itself in con­
nection with which this refusal was made or incorrect information
furnished, or the interest, if any) of the offender L., the Patent.

815, In regard to the first matter, namely, the punishment, I
· would draw a distinction between a mere refusa 1 or failure to sup­

ply information without lawful excuse. and the supplying cf infor­
mation which is known or has reason to be believed to be false.
Whatever justification there might be to impose a punishment of
imprisonment in the latter case, I do not consider that a mere refu­
sal or a mere failure to furnish information which is called fOl by
the Controller ought to subject the offender to a punishment of im­
prisonment. In that class of cases, I would consider that the im­
position of a nne not exceeding Rs. 1,000, would be ample.

I
8IG. In C<iSCS, however, where information is disclosed l)ut is

deliberately false. a punishrnment of imprisonment would seem to
be called for on the analogy of a false statemen t on oath. For this
purpose, the rules might prescribe that the pater.tee or a lic()nsec­
exclusive or non-exclusive-s-who is called upon ::) furnish inf'orrua..
tion and who docs so, should affirm the truth of that statement by
having an affidavit sworn to before an officer competent to adminis..
ter an oath. The information furnished should be in the form of an
annexure to the affidavit affirmed before such 2D officer,

-\0 oe remembered that imported articles sometimes bear the mark
"Patent" or "Patented", words employed (0 indicate that the article
has obtained patent protection in the country of its manufacture. On
the clause as it stands, it is possible that even in these cases a person

.who sells such articles would be guilty of an offence because there
is no subsisting patent for that article in India. In this respect, the
previsions contained in Clause 174 of the Aus trallan Act a ppear to
·me to be not open to this objection and therefore preferable to the
tform adopted in Section 91(1) of the U. K .. Act on which the clause
~s based.

B12. I would therefore redraft the clause to read:
1192. Unauthorised claim of patent rlghts.-(l) If any person

falsely represents that any article sold by him is patented
in India Dr is the subject of an application for a patent in
India, he shall be punishable with a fine which m8Y
extend to Rs. 500.

1..'2) For the purposes of this secti6n-
(<1) a person shall be deemed lo represent that 011 a rt icle

is patented in India if there arc stamped} engraved
or impressed on or otherwise applied to the article
the word "patent" or "pa tented" or some other word
or words expressing or implying that a patent for the
article has been obtained in India, and

(b) a person shall be deemed to represent that an art icle
is the subject of an application for a patent in India,

-\..- if there are stamped, engraved or impressed on, 0:'

otherwise applied to, the article the words, "patent
applied for", "patent pending" or some other word or
words in1plying that an application for n patent for
the article has been made in India.

'Explanntton.e-Thc use of the words "patent", "patented",
"patent applied for", "patent pending" or other word ior
words expressing or implying that an article is patented
or that a patent has· been applied for shall be deemed to
refer ta a pa tc ntin foree in In dia. 0 r ton pendin g ~1 PP1i ­
cation for a patent in India as the case may be. unless
there is any accompanying indication that the patent has
been obtained or applied for in any country outside
India." '

·Clausc 93-\Vfongfu{ usc .of words. "Patent Office"
R13. Although under the corresponding ·section 91 (2) of the

1), 1(. Act of 1949 and Section 173 of the Australian Act. ! D5:2-1055,
the penal ty for the offence is limited to n mere fine, the punish: nrn t
11ndcr Section 82 of the Trude and Merchandise Marks Act 1g:)() for the
-corrcsponding offence includes imprisonment for 'six months or llne
or with both. Having regard to the prevailing conditions in India, 1
would suggest that the clause may be amended on the lines of Section
.H2 of the Trade and Merchandise Marks Act, 1958.

Clause 94-Refusal or failure to supply Information

R14.·There are two ,points to which I would advert in connection
this elanse. The first is as regards the penalty imposed. The
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easy means of evading and defeating tr-"i1e object with which
the section was inserted in the Acts. It is not difficult to .
frame a contract which is highly restrictive in its operation,
while remaining within the letter of this section. An' appli­
cant for a licence may be confronted with the choice of
accept.in? a licence on these restrictive terms or going
without". (Second Interim Report paragraph 35) .

827. Section 57 of the Act of 1949. however, ~hich replaced this
section is not very different though the scope and operation of the
provision have been slightly extended. The crttzcisrn to which the
Swan Committee subjected Section 38 of the UK. Act of 1907 is. I
should consider, applicable though not in the same measure to Section
57 of the U.K. Act of 1949.

828. I set out the provision of Clause 99 in a questionnaire which
was circulated to persons interested. in patents ar_:1 I enquired as to
whether this provision was (1) necessary or (2) sufficient. Almost
unanimously the answer was that it was both neceszary and sufficient.
I am however, not persuaded that the precise implications of the

. provision, the ambiguity in its language and the ease with which it
could be evaded were fully realised by those ";~~ho answered the
questionnaire.

829. There has been just one decision in which the language of
this provision has been considered, vide 71 R.P.C. 1 (Too~ Idetal Ivl ami­
facturing Coi]. Ltd. v. Tungst.en Eiectric (fay. Ltd.) . Keeping in mind
the contentions that were urged in that case and the construction
which Pearson. .I., was inclined to adopt of the words used and also
bearing in mind the loopholes pointed out by others (vide e.g. Blanco
White, Patents for Inventions atpp. 266 to 270), I would redraft the
clause as follows:

H99. Avoidance of certain restrictive conditions.-(l) It shall
not be lawful to insert-
(i) in any contract for or in relation to the sale or lease of

:J patented article or of an article made by a patented
process. or

(ii) in n licence to manufacture or use a patented article) or
(iii) in any lease or licence to work any process protected

by n patent;
a condition the 'effect of which may be-

(a) to require the purchaser, lessee) or licensee to acquire
f rorn the vendor, lessor, or licensor, or his nominees, or
to prohibit him from acquiring or to restrict in any
manner or to any extent hi$ right to acquire from any
person or to prohibit him Irorn acquiring except frorn
tJ1C vendor) lessor, or licensor or his nominees, any
article other than the patented article or an article
other than that made by the patented process; or

(b) to prohibit the purchaser, lesse-e or licensee from using,
or to restrict In any manner or to any extent the right
of the purchaser; lessee ' or licensee. to use an article
other than the patented article or an article other -than .
that made by the patente-d process) or \Vh;r-h 1_

•

~ i,

~,~

IJJ \)

Clause 97-Restrictions on employees of Patent Office as to right or
interest in patents.

821. The clause is in order.

Clnusc98--0fficers and employees not to furnish information etc.

822. The clause is in order and may stand as it 'is.

Clause 99-Avoidance of certain restrictive conditions

823. This clause in terms reproduces Section 57 of the U.I<. Patents
Act, 1949. The object of the provision which dates in the U.K. from
1907 (v ide Section 38 0 f th e P atents Act, 1907) is toensure thaf
patent rights are not made an instrument of a monopoly wider in
scope or longer in duration than that afforded under the patent by
the statute. In the United Kingdom it was however, found that the
provision in the Patents ..Act was not by itself sufficient to meet the
rnyr iad forms in which restraints on' trade which w ere injurious to
public interest were devised and built around patent grants and even
without reference to Patents. This evil has been sought to be coun­
tered by recourse to special legislation-The Monopolies and Restric-

. tive Practices (Inquiry and Control) Act! 1948 and Restrictive Trnde
Practices Act, 195G.

824. In paragraph 203 ante, I have alrcDdyindiNted 111y opinion
as regards the desirability and necessity Ior directing an investigation
hy a special commission us to the extent to which monopolies and
restrictive trade practices prevail in this country in order to devise
suitable machinery for eradicating the evil.

825. Leaving aside these larger questions) there is no doubt that a
clause of this sort would operate to minimise certain fonns in which
patentees usually attempt improperly to extend their patent rights.
It is therefore verv essential that the clause should be Ir arncd so as
to be free irom ambiguity nnd leave as Iew loopholes as possible to
evade its provisions.

32G. Speaking of the language of Section 38 of the U.K. Act or
1907, the Swan Committee.eaid:-- .

"Section 38 proved of little value, owing to the ease with which
its provisions can be evaded. The meaning of the section
is far from clear, and its wording is so limited as to provide
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Clause 95--ContrnvcnUon of provisions of Section 98 by officers and
employees of the Patent Office.

819. I do not consider there is any necessity for the provision in
Clause 95~ If there is a breach of discipline on the part of an officer
or an employee of the Patent Office, he might be suitably dealt with
departmentally and that ought to suffice. This clause may be deleted.

Clause 96-0ffenccs by Cornpunles

820. This clause corresponds to Section 93 of the U.K. Act, 1949.
I would however) suggest that the provision might be redrafted on
the same terms as Section 88 of the Trade and Merchandise Marks
Act, 1958.

""\.-



--~-1 ~~~i)Ul' or ncenaor or hls
i,lUnUnees;

(c) to prohibit the purchaser, lessee or licensee from using .
or to restrict in any manner or to any extent the right
of the purchaser, lessee or license€! to use any prncesa
other than the patented process;

and any such, condition shall be null and void.

(2) An agreement between' the vendor, lessor or licensor and
the vendee, lessee and licensee respect.ively for or in role- .
Hon. to the purchase or use of the 8rtictes or proc~uSeS
specified in .any of the foregoingsub'>clauses (a), (b) or
(c) shall be a restrictive condition falling within sub..sec­
tion (1) notwithstanding that such agreemsnt is made
before or after the contract relating to the sale, lease or
licence u.{ the patented article or process, and whether or
not the restrictive conditions are embodied in such sole
lease or licence as the case may be.

(3) In proceedings nguinst any person for the infringement of
a patent, it shall be a defence to prove that at the time of
the infringement there was in force a contract relating to
the patent and containing a condition declared unlawful
by this section, provided however, that this sub-section
shall not apply if the plain liff is not a par ty to the con tract
and pro V os tothc S (1 tis fac t ion 0 f the cou r t that theres tr ic­
live condition WJS inserted in the contract without his
knowledge and consent, express or implied.

(4) Any con trnct Ior the sale ~or lease of a patented article or
for licorice to manufacture, usc or work n patented article
or process, or relating to Dny such sale, lease or licence',
whether made before or after the cornmcncemonr of this
Act, may at any time after the patent or all the- patents by
which the article or process was protected at the time of
the m(iklng of the contract has or have ceased to be in
force, arid notwithstanding anything to the contrary in the
contract or' in any other contract, be determined by the
purchaser, ,les~ee, or licensee as the case may be. of the
patent on giving three months' notice in v/riting to the other
party.

The provisions of this sub-section shall be withoutprejudice to
any right of determining the contract exercisable'··'tipart
from this' sub-section.

(5) Nothing in this scction-- .

(a) affects a condition in a contract by which a person is
prohibited Irorn selling goods other than thos« of ~
p~ r ticular person;' .

. (b) validates n contract which, but for this section, would
he invalid;

(c) affects it condition in a contract for the lease of, or
licence to use, a patented article, by which the lessor
or Ilcensor reserves to himself or his nominee therlght

'\; ..,' .
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to supply such new parts of tile patented article as rna)
be required to put or keep it in repair.

(6) The provision of this section shall apply to contracts made
before the commencement of this Act, in so far as any res­
trictive conditions declared unlawful by this section con-
tinue in force after that date." ,

830. The princlpal changes I have made in my redraft are:-

(1) The characterisation of the improper restrictive condition
in the opening para of the clause as "unlawful" instead of as
void. This waabecause it was doubtful if a condition
which is void by virtue of a statute would avoid similar
terms in a foreign contract, t.e., those to which lee proper

I law of contract would not be the Indian law. Bearing in
mind that most of the Indian patents are held by foreigners,
this appeared to me to be matter for serious consideration.
The form I have adopted is derived from Section 38 of the
U,K. Patents Act, 1907 the language of which has been
adopted in Section 112 of the Australia.n Patents Act, 1952­
1955.

(2) Sub-clause (2) has been frameD to counter any attempt to
evade sub-clause (1) by resorting to different or separate
contracts (1) for the sale) lease or licence of or under n
patent and (2) the restrictive conditions regarding the
acquisition or usc of unpatented goods or processes.

(3) Sub-clause (3) has been strengthened as compared to sur'.
clause (2) of the Bill in that the onus of proving want (i

knowledge or consent is thrown on the plaintiff, wh ich is
reasonable since he would be in a better position to lead
evidence on the point tbo n the infringer-delendant.

(4) Sub-clause (4) of my redrnft is not in the Bill. Its language.
is derived from Section 58 (1) and (3) of the U.K. Patents
Act, 1949 with, however. this variation that the option to
determine the contract is not available to the patentee. As
the rule embodied in Section 58 of the U.K. Act has been
designed to counter attempts by patentees to extend the
duration of their patent monopolies beyond that allowed
bytho statute, Itstands to reason that the cotton to avoid
sucha contract should be confinedto the other party. For
the same reason, I hove omitted the provision for cornpen..
sat ion in the event of the determination of the contract to
be found in Section 58 (2) of the U.K. Act. 1949.

(5) Sub-clause (6) makes provision for the retrospective opera­
tion of this clause to agreements whtch, having been made
bclcrcthc commencement of the Act, continue in force
thereafter. In this respect, it makes a departure from the
Bill which by Clause 115 (2) (d) expressly confines Clause 99
to azreements entered into after the new Act. I do not, .
however, consider this proper or necessary. 'When once
it is conceded that these nrc restraints,ontrnde which are.
contrary to 'p~bl1c:pollcy and public interest. I do not see '.
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IrAlgur'be brought into force some reasonable time. say
three months after the rest of the Act so that parties might
'refashion their contracts so as to take .them outside the
provisio~ of the clause.

(6) I have omitted sub-clause (3) of the Bill. The basis of
sub-clause (1) is that contracts containing such conditions
are unreasonable restraints of trade and are, therefore.
contrary to public policy. Such conditions are, however.
agreed to by purchasers, lessees and licensees because of
the superior bargaining power which patentees enjoy by
virtue of the monopoly conferred on them by law. If this
is so, it is somewhat illogical to provide what in effect is a
loophole. for such covenants being entered into and enforc­
eel. .An unreasonable ' restraint on trade is not merely
unfair as between the parties but is injurious to public
in tercsts and I, therefore, consider that sub-clause (3) of
the Bill should be deleted. I have already pointed out
that when the clause which ultirnately became Section 38
of the U.I{. Act of 1907 was originally introduced into the
House of Commons, and in the Bill as itemerged from that
House, the matter contained in sub..clause (3) was absen~
an d that it was in the House of Lords that the two provl..
sions were added. I have further stated that the existence
of these provisions in the U.E... Act have practically nullifled
and rendered ineffective the provision contained in the
main body of the Section. This is an additional reason why
I recommend the deletion of sub-clause (3). Sub-clause (4)
is only consequential on sub-clause (3) and should also 00
deleted.

Clause lOO-Fee3

831. 1 would suggest a.rnodiflcatior, of sub-clause (2) on the lines
of Section 127 (2) and (3) of the Trade and Merchand~Marks Act,
195£3.

Clause lOl-Privilege of reports')! Controller

832. Clause 101 reproduces Section 60 of the Indian Patents and
Designs Act, i9ll with a proviso which is taken from Section 79 (2) of
the U.K. Act. 1949.

Clause lO2-r-Restrictlon upon pU~Hcation of specification

333. I would suggest that the provisions in Clauses 101 and 102
may be combined and the present Clause 102 be numbered as sub­
clause (1) of the re-drafted Clause 101 and the present Clause 101 as
sub-clause (2) of that clause on the lines of the U.K. Act with a slight
change to meet the requirements of Clause 23. ' In my notes to Clause
23. I have indicated that in cases of applications for grant of patents
in rcg<:lrd to which se~recy directions have been imposed by the Con­
troller, the Central Government should have the right to inspect the
complete specrftcation at any time before its acceptance in order to

t~
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'I'he clause may be redrafted as .followsr-c-
&4101. Restriction upon publication of speeiflcatlonsetc.-(l)

Subject to the provisions of Sectlcm 23 of the Act, an appli-l
cation for a patent, and any specifscation filed in pursuance]
thereof, shall not. except with the consent of the a pP,1icant,\.
be published by the Controller or be open to public inspec­
tion at any time before the date of advertisement o!\
acceptance of the application. _ \

(2) Reports of or to the Controller made under this Act shall \
not be open to public inspection or be published by the i
Controller, and such reports shall not be liable to produc-'
tion or inspection in any legal proceeding unless the Court
certifies that the production or inspection is desirable in the
interests of justice, and ought to be allowed:

Provided that the Controller may. on application made in the
prescribed manner) by any person, disclose the result of
any search made under Section 12 of thin Act in respect of
any application for a patent where the complete specifica­
tion has been published".

Clause lO3-Publication of patented invcnticna

834. This clause is a reproduction of Section 36 of the Indian
Patents and Designs Act, 1911 and corresponds to Section 94 (1) (d) of
the D.K. Act. 1949 and Rule 145 of the U.K. Patent Rules, 1949. The
provision corresponds to Section 175 of the Australian and Section 127
of the Canadian enactments.

835. In this connection, I would suggest that there might be as in
the U.S.A. the publication of a combined journal for Patents. Designs
~T1d Trade rnarks as Government has now decided to amalgamate the
Patent and Trade Marks Offices. (See section 4 of the Trade and
Merchandise Marks Act, 1958). This official joumal may contain all
notlftcations, ndvertisernents and other matters required to be puc.
lished under the Patents Act, t11C Designs Act and the Trade and
Merchandise Marks Act.

836. ~e f?l1o.wfng redraft of the clause seeks to give effect to this ·1

reeomraendationr-c- ,

H103. Publication of patented inventions.-(l) Tha Controller
shall issue periodically a journal to be called the Patent
Office Journal and shall publish therein all such particulars
of applications for patents as are required by this Act to be
pu.bHshed and all such other matters as are directed by
this ~ct or the Rules mads thereunder to be published
thcreirrund such other matter and information relating to
Patents, Designs and Trade 11arks as may appear to him
to be useful to the public.

(2) The Controller may also prepare and publish in such form
as ~e deems expedient indexes and abridgements of specifl­
cations, catalogues and other works relating to inventions J

and patents as may be prescribed or as he thinks fit."

/
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Clause lOS-Sccurity for costs
847. This clause corresponds to Section 74-:\ of the Indian Patents

and Designs Act, 1911 and Section 82(2) of the U.K. Act of 1949. The
reference to the High Court may be deleted from
any event High Courts have the DO\\'C'r t" '·I~,~·"rn "l"'\IBI.......

842. On the clause as it stands the Contr~ller might require in­
formation as to working only from a patlen~ or an exclusive
licensee, I consider this insufficient to achieve the purpose of the
clause. The patent may be worked not by the patentee but by a
non-exclusive .licensee.. In such case, it is pos;sible that the patentee
mIght not be In a posltlon to furnish particuWs as to the extent to
which the patent has been commercially worked in India. If in such
a case the Controller cannot require the nGD-€xc1usive licensee tv
furnish information the purpose of the clause would fail, There
docs not appear to be any logical principle tehind the exclusion of
the non-exclusive licensee from the operation of this clause. After
all, the clause is designed to find out the extent of commercbl
working of every patent and as a patent could be worked by exclu­
sive as wen as non-exclusive licensees, there is no reason why the
latter should be excluded from the scope of this clause. I would,
therefore, suggest that for the words "an exclusive .licensee", the
words "a licensee, exclusive or cilierwise" m.ay be substituted.

843. I would also suggest that for the words "the patent has b?en
commercially worked", the words "the pn ten:cd invention has been
commercially worked" may be suhstituted.

844. I would accordingly recommend the ':ctention of this clause
with the modification I have suggested wh icb is carried out in the

following draft.
"105. power of Controller to call for information from

patcntcc.-The Controller may, at any time during the
continuance of the patent. by notice in writing. require a
patentee or a licensee. exclusive 0::' otherwise, to furnish
to him within two months from the date of such notice
or within such further time as the Controller may allow,
such information or such periodical statements as to the
extent to which the patented invention has been cornrner­
cially worked in India as .may be specifled in the notice."

Clause lOG-Service of notices, etc. by post
.845. This clause is the same as Section 73 of the Indian Patents

and Designs Act, 1911 and corresponds to Section !i7 d the U.K.
Patents Act of 1949.

The word "pre-paid" may be inserted before the word "post",

Clause l07-Dcclnrntion by infant, Iunntic, etc,

s.w. I would suggest that sub-clause (1) might be amended bY
the substitution of the word "minority" for the word "infnncy" in
line 10 as the word used in the Indian Contract Act and in the Indian
Majority Act is "minority" and not "in iancv ", and the addition of
the word "lunacy" immediately after the word "minority'~•

~.\
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Clause lO5-Powcr of Controller to ..call for information from patentee

838. Opinion has been expressed that this provision enabling
the Controller, to call for periodical statements from the patentee or
the exclusive licensee as to the commercial working of the inven tion
in India might prove a burden rather than an advantage, and that
for this reason this provision should be omitted. It is urged that
the particulars as to the user submitted by the patentee or the ex­
clusive licensee could not be the subject of scrutiny or cross-exami­
nation by the Controller so that one could not be sure that the
staternen ts furnished by the patentee or the exclusive licensee were
correct. It was slated that It was possible that the patentee might
furnish untrue or incorrect statements with a view to enable him
to confront any applicant for compulsory licence with the incorrect
statements when the time for this arose.

839. There were others whoexpressed the opinion that compliance
with the provisions of this clause would compel manufacturers to
disclose their trade secrets and that if this requirement were in ..
sistcd upon, they would rather close down than to continue to work
the patent. I am not inclined to take this threat seriously. I urn
also not satisfied that the provision would be either useless or
would be of disadvantage to the general public. 110st of the In­
dustr ies in which patents are worked arc covered by the require..
rncnts of the Industries (Development and Regulation) Act of 1951
under which manufacturers are bound ·to furnish to Government
particulars as to the working and other details of manufncture.
Besides, Clause 94 provides for a sufficiently deterrent punishment
for furnIshing false statements as to the working of the invention by
Q pa ten tee or the licensee. I feel that this provision will enable the
Controller to have detailed particulars as to the actual working of

: the invention. It would enable him to dispose of quickly and em­
'i:ciently applications for compulsory licences and endorsements of
~\~.(liccnces of right'vunder the relevant clauses of the Bill

840. Further, particulars as to working of the invention would be
.usetu! for statistical purposes as at present no estimate can be made
of the extent to which patents arc being worked, .

, 84L The latter objection ~C'cn1S to be rather exaggerated, 'I'he
Inlorrnnt ion which the Controller requires under this clause is ns to
.the '''extent to which the patent is commercially worked in India",
and such information is generally disclosed in the Directors' Report
nd the balance sheets .of the companies and do not involve the dis­
losure of any trade secrets. No legitimate exception could there.
pre be taken to any" provision under Section 105.

~lausc lO4-Powers of Controller to' COrTCct clerical errors

837. I· have already discussed in my notes under Clause 69 the
scope of, the power to be vested, in the Controller to correct clerical
errous in connection with the application for a patent and other re­
levant documents. I have suggested a draft of the clause and it is
numbered Clause 69A, In -vie\v of this, Clause 104 is unnecessary
and may be deleted.
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!CU1"1"Y'fdl'''thc'paYmentof costs under' the Civil Procedure Code
f~ tnat power' win be attracted to proceedings. uridar this Act and
:i'u 15 necessary to provide only for Proceedings before the Con­: troller.

1, Clauso lO9-Transrnhs.Ion of coples of 8peclficatlon, ete., and Inspee.\') tlon thereof

, 848. This clause reproduces Section 72 of the Indian Patents and
Designs Act, 1911. I would suggest two minor drafting changes,
namely. for the word "appointed" the word "specified" may be
substituted and for the words "approved by" the words "with theapproval of I).

Clause llG-Informatlon relating to patenbJ

M9. This reprodUces Section 59-A of the Indian Patents and
Designs Act, 1911 'and substantially Section 78 of the V.K. Act, 1949.
The present clause may be retained and the documents which

.should be open to inspection and of which copies could be had may
be specified in the rules as in rule 137 of the V.K. Patent Rules, 1949.

Clause HI-LoS,!! or destruction of patent

850. This corresponds to Section 39 of the Indian Patents and
Designs Act, 1911, Section 80 of the V.K. Act of 1949 and Section
71 of the Australian Patents Act, 1952-55. I would suggest two
minor drafting changes in this clause so as to make it read:-

"111. Less or destruction of patent.-If a pa ten t is lost or
def>troyed, or its non-production is accounted for to the
81~tisfilction of the Controller, the Controller may at any
time, on application made in the prescribed manner,
cause a duplicate thereof to be sealed and delivered to theapplican t."

Clause 112-Models to be furnished to Indian Museum

851. This clause reproduces the present Section 41 of the Indian
Patents and Designs Act, 1911 corresponding to Section 47 of the
V.K. Act, 1907. There is however no corresponding provision in the
present V.K. Act, 1949. It appears that little Use has been made ot

,this section and I would therefore suggest its deletion.

'ipat13e 112.A-High Court to make roles

j; 852. r Would add n new clause empowering the High Courts to
;make rules in respect of proceedings before them on the lines of
jSectfon 110 of the Trade and Merchandise Marks Act, 1958.

~r "853. 112A. ~gh Court to. m&ke rules.-The High. Court may
:~f.:Qmake rules consIstent WIth thIs Act as to the conduct and procedure
~qpn respect of nIl proceedings under this Act before it."

itpaw.o 113-Power to make rules
' ~

854. ThIs clause has to b€ reVIsed in the light of the provis1oIlJ .
ntained In the several clataes of the Bill as flnaUsed. Hence I amavj.ng 1tuntouched.

4

it\'t)
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Clause 114-Special provisions relating to certain patents.

855. This clause contains special provisions as to patents granted
before the relevant dates in Part B States and L."1 merged territories
may be retained.

Clause II5-Repeal, savl.ng and transitional provtslona
f

856. Sub-clause (2) (8).-I would suggest the addition of the
word "Registration" in the sub-clause to make it clear that except
as specially rrovlded, all patents in force would be governed by the
provisions 0 this enactment.

857. Sub-clause (2) (c).-I would recommend tile deletion of this
nub-clause for reasons stated in the notes on Clause 50.

858. Sub-clause (2) (d).-For the reasons stated in my notes on
Clause 99, I would recommend the deletion of this sub-clause.

859. Sub-clause (2) (e).-As I am recommending the continuation
of the opposition proceedings before grant, this clause is unnecessary'
and may be deleted.

860. Sub-clause '(2) (g).-I have recommended the deletion of
Clause 30- making provisions for L1»e extension of the term of a
patent on the ground that the patentee had not made sufficient profits
during the normal term of 16' years. Since there might be cases
where patentees have had the term enlarned by having' recourse to
Section 15 of the Indian Patents and Designs Act, 1911 a saving
might be inserted in their favour us sub-clause (gg)-saving their
extended terms from the operation of the new Act.

861. Sub-clause 2(i).-Sub-clause (2) and (3) of Clause 58 em..
power an exclusive licensee to institute a suit for infringement and
to recover damages. But for these sub-clauses even in a case where
a patentee has parted with his rights in favour of an exclusive
licensee, the patentee alone could suet with th e result that, having
suffered nominal damages he would recover only such nominal sum
from the infringer, while the exclusive licensee who had sustained
real and substantial damages by the infringement would be without
a remedy-the only party bencfi ting by this state of the law being
the infringer. It is to remedy this state of affairs that sub-clauses
(2) and (3) of Clause 58 have been designed. I do not see. any point
in restricting the scope oJ these sub-clauses in the manner in which
it. is done by the saving clauses and would extend the scope of the

, provisions contained in sub-clauses Tz) and (3) of Clause 58 to
Infringements committed before the commencement of this Act.
Sub-clause (i) may th~.~:gJorc be deleted.

862. Sub-clause (2)-·(j).-There is no question of existing
patentees having a vested ri~ht rcg~rding the amount payable by
them for obtaining a renewal. Pavrnents which fall due after the
commencement of the Act should be regulated by the new Act. The
sub-clause may be suitably modified.

FIRST SCHEDtJLE

: 863. Fees.-My recommendations .lnclude suggestions by which
the Patent Office would render greatly increased service to fho
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~~-''', u'Ventors, and the public generally. 'I'he-~65<:"tlOn made regarding the scope of examination, as well 83 the
enlarged grounds of oPPOSition, Would also increase the work of the
Patent Office which Would need to be greatly strengthened both as
regards Qual1ty as Well as in the oUlnber of officers. All this Would
necessarily mean increased cost tbough I consider that the cost is
well-Worth incurring. There is justification therefore for increas_
ing the fees payable for the several proceedings for Which provj.
sion is made in the First Schedule. I might mention that in the
U,K., the fees payable which Were fixed by the Patents .Rules, 1949Were recently increased in 1958.

864. In regard to the quantum of enhancement, I Would refer tothree lUa t ters :

(1) In general the fees might be fiXed on the lines of the U.K.RUles of 1958.

(2) As regards renewal fees, I Would prefer the amount being
increased every year instead of the Sllme being constan t for 4 years
I1S at present. I might mention that in the U.K. under the U.K.
Patents RUles, 1958, as well as in Switzerland (Section 108 of the
Act of 1954) the fee payable for renewal is increased every year.
Further, I Would recommend that renewal fees be made payable
from the third year and not merely from the fifth year as in the
Indian Patents and Designs Act, 1911. The.rule relating to the pay­
ment of the renewal fee might contain a clause on the lines of that
found in the section of the. SWiss Act already referred to reading_

"Where a principal patent is granted later than two years
from the date of the patent application, the fees ",rhich
have become due in the meantime may be paid within a
term of three man ths from the official date of the recordal
of the patent in the Register of patents."

InCidentally I Would suggest that the "year" for the determina_
tion of the date When renewal fee should be p,jid might be a Con­
ventional year, say, the calendar year or preferably the year begin­
ning with the 1st of April following the date of the patent instead of
the vcar cillcUlated [rom that date as at present. Sucn a compu_
t;1tion Would in great part reduce the need for Specific notices to
parties as to the date When the renp.wal fee is payable and woulp. aJso tend to administrative convenience.

Even in regard to this item I Would suggest in general the u.x.
model for determining the quantum of the fee.

(3) As explained in the notes to clause 115 (2) (j) I do not See any
impropriety in an enhanced renewal fee being charged for a patent
In force at the commencement of the Act.

1\1ADRAS;

The .l4th September, J959.
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1949-1958

APPS~DrX tAt

TABLE (1) ((Vid~ paragraphs 26 and 136)

Comparative Tabu of App~ieation$ 1M PaJ.atlJ in India duri'lg the periods (a) I93Q-38: (b) 1949-58

1930--1938

Year

Total
number

of applications
tiled

By
Indians

By
other than jYear

Indian!

Total
number

of applications
tiled

By
Indians

By
other than

Indians

1930

1931

1932

1933

1934

1935

1936

1937

1938

'1939

1,099

940

9 28

954

1,007

98-0

1,068

1,24 6

I,::1'{3

1,060

114

I~

162

199

203

156

199

201.

220

238

985 1949

831. 1950

766 1951

755 I195.1

80.4 1953

824 I 1954

869 1955

1,044 I 1956

1,
0 2

3 1 1957

822 1958

1;725

1,851

1., 1os

.J,.272

2,.235

1.,497

2,,736

31057

3A:56

3157=1

345

351.

4-U

413

406

4°3

4°3

482

527

529

1,380

1,499

1.686

1,799

1,829

2.094

2,333

2,585

~,929

3P43

IO,52~ 1,802(17%) 8,7 23 25,5 19 4J34A(I7~) 21,%11

~
~,

~

t1~
~
~-

,1;­
-.-J

!.•

.r€IJ

AWENDIX 4A$

~rA1J1,n (;1). (V'Ui1 Pantgrnph ~

PatcdJ Grar~~d From I9So-S7-ardYJ;0 aaord£ng to tJu rubf..iCl of f~..4 bro~J

lvtetallurgy etc. Engineering Textile
Tochnology
~

. Yeu
Ind. Forgn, Tonl Ind. Forgn. Total Ind. Forgn. Total Ind. Forgn, Total Iod. Forgn, Total Ind. Forgn. Total

2.2 11.1 133 48 560 608 4. 90 94 4S 215 323

35 87 III 70 509 S'79 1-4 r r r 125 73 ).4t 414

18 77 95 4~ 409 454 to t t4 1'4 SO ~ :u4

30 12 9 159 68 617 685 t2 IIO 12~ 77 291 36g

3! 34 1 37) 50 339 3S9 15 146 I7I 9:1 :109 3°1

4~ 430 47n 44 363 411 14 1)1 1·4? t4 101 16-.~

30 40 ) ,,1-3) 37 451 S04 7 114 t:11 ..p. 2]8 310

B 5 r 59 10') 884 993 14 115 139 4' 219 3~

--------~---------

13 211. ·i.84 10 TJ 8~

33 378 411 1 76 8)

36 414 450 7 91 98

27 351 378 6 73 79

44 409. -453 I 5 I 31 L~6

56 «8 504 1 t 100 111

34 479 S13 2 80 £1l

68 656 714 10 69 79

3!I 34
06

3717 63 69l 760 1.2l 1618 1850 471 415) 46:14 100 945 1045 491 :u69 :1660
TOTAL

'1953

195-4

1955

1'956

1951

I9S:l

1950

1951

Total number of patents granted
Total [tLunOC1 of p~tc:otl granted to lndbuu o 1,66y-{ I 1·3 per cent)..



t

~

4

s

a

S

1£

1

II

p

191

~

S05

TOtiJ

APPENDIX. «A'

l~at~' •

j€ipiD.

Gttmmy

Den.ms.rk

India D •
Italy

Nethet~

France .

u S. A.

U. K..

Swit%~j •

TAm.I (4) (Vid4 Pu2grapb ~

N~ of Paunu fer~ ffiatUtt Ul~ iIf!(JII'a 01J tJw I~ A priJ) 1959
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APPENDIX fA.

T..uu.a (;) (Vidl P~ph 136)

AppJi.o.:mofU!ar PaJtn1J "~..z fa Druz: andP_

- £4
Number of lp~l1altiOtU

<;IYear

I J

Tow
4 ~.

Indi.an Fotdgn
~~--

----
1947

I~

j
143 IS'1948

7 121 WJ1949
5 139 LU1950

. J 8 IS;': 1591951 .
17 203 UO1952
18 ll4 ~1953
18 Ui7 %3,1954
13 300 I

;313 ~ ~~, 1955 .- 7 3-15 I S321956
%3 416 429 ft) ()1957
25 543 S~


