of & protected product would act as & brake on further
sclentific research which, in view ¢f the right, could hot
lead to the development of new manufacturing processes
independently of the wishes of the patentee of the new
product. For example, where the manufacturing process

German Empire«-Law of 1877.

No patents granted for chemical products; but processss
for manufacturing nuch,products patentable.
Germany (Federal Republic).—Law of July 18, 1923,

Substances prepared gy chemical processes are not
-patentable but specific processes for their manu-
facture are patentable—alloys are treated outside the
class of chemical products and are patentable.
Germany (Democratle, Republic) —Patent Law of 6th Septermber 1950.

Art. i—Patenis for substances of chemical origin not
granted but speclal processes of manufacture

patentable,
Flolland.-~Patent Law of Tth November 1010,
. Part I—Art. 4—Patents arc not granted for chemical
products; alloys, glass and cement are not patentable,
Processes for producing such products arce allowed
Hungary.—Patent Law of July 1895, ss subsequently amended.

Articles produced by chemlcal processes are not patent-
able though processes themselves might be patentable.

ltaly,—TLaw of April 1841,

Product claims are permiitied for chemical inventions.

Jepan-~—Basic Law No. 08 of 1921 as subsequently amended.

Subatances manufactured by chemlcal l}amccsscs are not
patentable but the processes for thelr manufacture
are patentable.

Mexico.—Law of 1st January 1943,

. Art. 8(5)—Chemical products per se not patentable but
new’ processes used in obtalning these products are
patentable,

Norway.—Act of 1910 with subsequent amendments.

» The Norweglan Act excludes from patentability inven-
tions relating  te chemical compounds although
processex themselves arc patentable.

Poland.~-Act of March 1928 as subhsequently amended.
Clalms for products obtained by chemlicnl processes are

not patentable but speclal processes used to abiain
such products are patentahle,
Spain—i.aw of July 26, 1020, .

Under Art. 48(2) chemical products are not palentable
as such,  However, processes, apparatus or machine
for producing such products are patentohle,

Sweden.—Act of 1884 as subseduently amended.

i Inventions relating to  chemlical compounds = are not

atentable but tal ‘processes  for manufacturd
Fhem are patcntm. ‘ e

N
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deéveloped by the ‘iaventor of the new préduct proved to
be tueconotaital, the patent of invention granted in respect
of the product would prevent the exploitation of & better
manufacturing process invented by another person.

For the above reasons, we are not In favour of the proposed
new Article 4 quater”. .

64, The observation of the Hungarian Government to this proposal
ywas on the same lines—

Ta. “* % We do not agreec with the proposal concerning the
patentability of chemical products. If this proposal were
accapted it would hinder technical progress, because the
protection of the preduct itself might restrict the work of
inventors in the future”.

&5. The Government of Yugoslavia observed—

“v¥ « @ the problem of the patentability of chemical products
as such and the protection of the process for their produc-
tion should be assessed from the point of view of the
economic interest of each State of the Union, and it clearly
follows that the decislon on this question and its regu-
lation belong to the domain of national law.

Apart from that, we are in no way convinced that, in accepting
the principle of patentability of chemircal products, one
would be contributing to industrial development and to
work in the field of scientific research; on the contrary,
we think that the protection granted toc these products as
such would present, not only a brake upen, but an obstacle
to their production by new processes.”

66. Before however passing f{rom this topic, it is necessary to
‘mention one matter, According to the German law and the law of
tnost of the other countries—barring U.S A, and a few others—a
patent for a process affords piotection to the patentee not merely
against the use of the process by others but also against the sale of
the products produced by such process.

. History of the Law relating to chemical Patents in the UK,

67. Since a reference has been made to the UK. law on the subject
-and Clause 3(d) in the Bill is derived from Section 38A (1) of the

Switzerland.—Patents Act of -1954.
Chap. 1, Part 1. Scc. 2—TPatents shall be refused for the
following— ***  Inventlons of chemical substances
are unpatentable  but chemical processes  for
obtaining them are patentable
U.S.S.R.—Sovict Patent Law of NMarch 5 1041,

Chapter 1. Para 2: Author's certificate and patlents arc
not issued for any chemically obtained products but
only for new methods of preparing these products,

eroqlaum.——{)nﬂnanm of November 1920 & Law of December, 1948,

Substances produced by chemical means are not patent-

able but new processes for their manufacture mdy
be patented.



U.K. Patents ‘Acts, 1807-46, it would be useful to advert {o the history
of the law in relation to the patenting of chemical substances in that
country.

68. In the United Kingdom, the law as to patentability of chemical
f products was for a longwhile a matter of great uncertainty. The
.| test of patentability in that country was whether the invention was
./ a “manner of new manufacture” within the meaning of the Statute
| of Monopolies. For over two centuries since the passing of that
, statute, claims to products per se were considered not allowable, but
as it appears that no applicant had sought a patent for a product
during the period, there was no definite decision, on the question.
Terrell in the 5th Edition of his work on Patents n&909) summed up
the law as regards this point thus—

“* * * Doubts have been expressed as to whether a patent can
be granted for a new product irrespective of the manner
in-which it had been brought into existence. It is submit-
ted that such a grant would be wholly invalid, since it
would not be for a manufacture at all. For example, a
new metal might be smelted from some well-known mine-
ral, which metal might possess extraordinary gualities, and
become indispensable. A valid patent could be obtained
for the process of smelting, if novel in itself, which would
probably receive a wide construction so as to cover any
substantially similar process. But if some one discovered
a vein of the metal in a pure state requiring no smelting,
the person who had actually first discovered the metal,

and patented the process of smelting, could not have a .

putent to prevent the owner of the vein from selling the
produce of his mine. The same remarks apply to a
chemical product”,

There were, however, some observations which sounded the other
way-—see for instance the speech of Lord Davey in the Acetylene
[Nluminating Coy’s case (22 R.P.C. 145 at 153) —but these were only
by way of abiter and were also expressly dissented from in later
judgments of the House of Lords (see per Lord Shew in  British
Thomson-Houston Co. Ltd. vs. Charlesworth, Peebles Co. 42 R.P.C,
180 at 207). .

09. This was the condition of the law or ruther the understanding
among the lawyers, when the Patents Amendments Acts of 1902 angd
the consolidating Patents and Designs Act of 1807 were passed.
Those enactments were, as 1 shall be explaining later, passed to meet
the threat of German competition to Britain's industry, particularly
in the chemical field. These .enactments made provision for the
compulsory licensing of patents, and for the revocation of patents
for non-working.  No attempt wus, however, then made to make any
statutory changes in the law regarding the patentability of chemical
inventions presumably because it was assumed that the law in  the
U.K. did not differ very much from the law in Germany on that
point. In this connection it is necessary to bear in mind that {rom
a very carly date, it was ruled authoritatively that a patent for a
process protected not merely the use of that process but also the sale
of the product made by that process. As already stated this was
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exprebsly provided in the German Patents Law of 1877 and this was
copled in the law of several other countries, but whether or not
there was a specific provision to that effect in the statute, the law
was held to offer that protection. This had been held to be the law
in England from as earYy ac 1835 (Minter v. Williams, 4 A. & E. 251),
In Elmslie v. Boursier (1869 L.R. 9 Eq. 217), which was the first.case
in which the point was geriously argued and decided, James V. C.
rested the rule on the rights conferred on the patentee by the Letters
Patent, and stated,

“The obtaining from abroad and selling in this country an
article manufactured according to the specification of a
patent is a violation of the privileges granted by the Letters
ratent”.

This was expanded by Kerry C. B. in Wright v. Hitchcock in uphold-
ing the claim of the Patentee— )

“® ® % When a man has patented an inveation ancther might
merely crossing the channel and manufacturing abroad and
cefling in London........ articles made by the patented
process wholly deprive the patentee of the benefit cf his
mvention” (Per Kelly C. B. in Wright v. Hitcheeck, 187
L.R. 5 E=x 37). ‘

And, in Ven Heyden v. Neustedt [(1880) 14 C.D. 2307, the Cowr
Appeal, whose judgment was delivered by James L.J. : :
Elnslie v. Boursier. The headnote cf the repors of this cese runs

GIT L el

‘Where a patent has been granted in England for a process
tor preducing more cheaply a chemial product which was

previously known, the importation and sale in Engiand

of this substance made abroad according to the patented
process is an infringement of the patent”,

patent for a product und the grant of a patent for a process—eve

though the process patent conferred an exclusive right on the patentee
to vend the preduct made by the patented process. In the latter
case, the process has to possess the patentable characieristics of
novelty and subject matter and therefore, as pointed out earlier, the
grant of a process patent does not hinder the evolution of new
processes for producing the same product, subject, however, to the
doctrine of chemical analogues.

70. There is, however, all the difference between the grant of a
VCIG

71. The judgment of Lord Davey in the Acetylene Case (22 2.P.C.
145) in which appeared an obiter which favoured the view that
products produced by chemical process could be a “manner of new
manufacture” provided of course the product was new was rendered
in 1905, and within a decade thereafter came the first World War.
Germany was nc doubt defeated but her industrial potential was by
no means shattered. The resultl was that the fear of German
penetration in English industry, particularly the chemical industry,
by means of patents owned by German nationals did not disappear.

UK. Amendment Act of 1918

72. Early in 1917, a committee known as the Law Amendment
Committee was constituted under the presidency of Lord Parker to
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suggest a reform of the British Patent law so as to strengthen it
against this danger. The Committee's recommendations resulted in
the Patents Bill of 1917, which, however, though introduced in the
House of Commons, was not proceeded with owing to the pressure
of other business in the House.

73. A Bill, in terms almost identical with the lapsed Bill of 1917,
+vas introduced into the House of Commons in 1819 and this ultimate-
ly became the Patents Amendment Act of 1919, which received Royal
assent at the end of that year.

74. The major amendments effected by this legislation included
(1) an expansion of the grounds on which compulsory licences could
be obtained, (2) special provisions dealing witﬁ the patentability of
inventions relating to articles of food and medicine and for the grant
.of compulsory licences for working such patents, and {3) special pro-
visions regarding patents for inventions relating to chemical pro-
ducts. I shall be referring in some detail to the first two matters
- later, but what is of relevance to the present discussion is the last
one. The law enacted in regard to patentability of chemical inven-
tions was contained in Section 11 of the Amending Act which intro-
dut.;’eclil Section 38A (1) into the Patents and Designs Act, 1507, reading
as follows:—

“38A. (1) In the case of inventions relating to substances
prepared or produced by chemical processes......., the
specification shall not include claims for the substance
itself, except when prepared or produced by the special
methods or processes of manufacture described and claim-
ed or by their sbvious chemical equivalents:

Provided that, in an action for infringement of a patent where
the invention relates to the production of a new substance,
any substance of the same chemical comnposition and consti-
tution shall in the absence of proof to the centrary be deem-
ed to have been produced by the patented process.”

75. In the notes on the clauses of the Bill prépared by the Beard of
.-Trade, the purpose of this provision was explained thus—  « °

“This clause relates to chemical products and substances
intended for food or medicine and confines the patentee
in his specification to claims for what he has actually
invented, namely, the substance as produced by the pro-
cess he has discovered; and not the substance gencrally
by whatever process it may be made. This amendment
will bring the law of England into greater agreement
with the law of the majority of foreign countries (includ-
ing Germany) and prevent our giving a wider protection
to foreign chemists than our own chemists receive,

It fgrther. provides for the grant of licences in respect of
inventions for the production of {ood or medicine in order

to give the public the benefit of such’ inventions. and

; prevent monopoly".
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7. Lord Parker, however, who is stated to have actually drafted
the Bill, ecxplained as follows the origin of this provision to
clarify the law. Addressing the Institute of Patent Agents in
Januz‘ary’ 1918, the learned Lord explained the purpose of the corres-
ponding’ clause in the infructuous Bill of 1917 in these terms—

“There was an old controversy as to whether one could get a
patent for a process and at the same time for the product
of the process. He had always maintained, in such dis-
cussions on Patent law as he had taken part in, during
the course of his professional career, that one couid not,
but he knew there were other people who took a differ-
ent view. In the case of a chemical patent for a drug
which might be represented by a chemical f{ormula, the
patentee would describe the process and the formula,
and {{ it was new, there was no doubt he could get a
patent for the process. But could he get for the preduct?
The product might he such that another man by another
and absolutely different process might evolve the same
product, and if an individual could get a patent for the
product he would have a monopoly of that product, and
no cne else could make it even by quite different means
which might be equally ingenious and beneficial to  the
public, It was an open question whether in circumnstances
of that sort a patent could be obtained for the product
as well ag for the process”.

Section 3BA of the UK. Act, 1919 constirued

77. The origin of the clause and its terms were thus due to two
circumstances: (1) To clarify the law and remove the uncertain-
tles that surrounded the subject of patents for chemical substances
in a manner which would not be much of a departure from the law
as generally accepted before that date;

(2) To approximate the law to that which prevailed in Germany.
The <fx‘anting of patents for products per se would have resulted in
an advantage to the German chemists for it would be mainly they
that would have benefited from the extended patentability. Not-

‘withstanding, therefore, the somewhat complex phraseology employ-

ed in Section 38A (1), the intention therefore was that a chemical
invention in order to qualify for patent protection should be an
‘invention’ as defined in the Act, t.e., should possess novelty and
subject matter in the ‘process’ by which the product was obtained.

78. This was achieved by the statutory requirement that a claim
to the product would be allowed not per se but only “when prepared
or produced by the sEccial methods or processes of manufacture
described and claimed”., These words were explained by Sir Ernest
Pollock, S.G. (later Lord Hanworth, M.R.) in disposing of an appeal
against an order of the Comptroller refusing an application in the
following passage:—

“What Is the meaning to be placed upon the word “special”
in the sub-section? It is clear to my mind that it does not
merely mean “specified in the specification”. The identity

of the method or process referred to with what is contained
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; f&e?g;ggdeslﬁ(ﬁgi:ré;sls:;}f:fi:lx{e?}gly designated“ by the word also the example of the U.S.A. The meteoric rise of the American
i cates, as has been sugrested ot the word “special” indj- Chemical industry dates from thé end of the First World War when
K which would not be e%mt;v’ gsom}e; particular treatment it was released from the .deadening effect of the German owned
' N directions. The ot eum‘ the absence of special patents in that field being dealt witk: as enemy property. As already
i -~ —must always captain directr it }113‘ to be of any service - mentioned the U.S.A. granted patemts to chemical products per se.
i with precision Q?n n 'L‘ldn?;:s which are to ge followed The impact of the advance of America together with the, feeling i
1 introduced. in 'additionytl e ent the word special” g 4 that Britain could hold its own agzinst German invention were L
: to connote that the arf?n )Im word “described”, in order ' factors that favoured the grant of a more extended monopoly. More
in the specification rrgl)us{ “C‘c‘} Btr'method or process set out than all Sargant L.J. had in 1928 in the Sharp and Dohme case
! patent—novelty,-a manner o? ain the essentials of s valid (45 R.P.C. 153—I have quoted earlier a passage from the judgment
which prod ,b f i new manufac.ture.a process of Hanworth M.R.) expressed himself thus as to the meaning of
proauces by its own chemical reaction a new sub- Section 38A(1):— :

stance. It must be g method, or Process, which has such

attributes that it is t subi ’
Is the proper subject of a claim for letters “It would seem, on principle, that, in the case of a patent for

patent, cne that h me intrins; n e o
are the invention gfs tioeﬁienvlgrflt.énsm ghar“ter}sﬁcs which a substance, just as muck as in that of anv other patent,
may be properly and le ;tjmétef'anl for which a patent there must be an elemert, a ‘scintilla’, cf invention in
(M's application, 39 R.P.g‘%‘l at gag)almed and granted”, connection with the process and the matenal, et any rate,
in combination and this would appear to te in accordance
‘ binat d tl 1d apy 2 d

the7% ThtlS gn;\erpreltation was expressly affirmed by him sitting in with the implications of Section 38A.” (The italics are n
ourt of eal in . ) ine) .
g Company Limizilzi. (1928?—22517?1?(.1;% nglgf\ne Inc; v BOOt‘S Pure Drug . el
' ) Where he said (p. 175)— These words 1 t that if t! reduct was new, the precess need ;
“® ® * Further consideration of the v “ : on L7ICSE WOTGS Mnean -uf, l‘f NG procact vas A f”ﬁg‘wws Cobln
Proviso 1o the seetion eens e \{ord. special” and of the Alot‘pObbeSS‘LhE‘ scintilla of invention wviz, novelty an patenta{?.e
pretation of the SeCticon 11;17’751. my opinion’ as to the inter- subject-matter and that a claim for a new product as made by the
General. [See M's A Oilli :Jt_nm} 9grfve when  Solicitor- l:;i? process d'cscrzbodlngh’g be patented even though the process did N
N section was intendedpztao c;i\l]c;nt‘ifl)ng)cuBrQi_R‘P%C. 261]. The not censtitute an invention. (
. o, e & e g t of a
o éﬁsfrtagcf”” respect of which a method or pmpcaetsesnivg 82. A Departmental Committez to suggest u\raok \hm)rb“
; ) erl ed in the specification, “that has some intrinsic ments to the Patents and Designs Act was appointed in 1929 u
. C)ir?cterxst}cs which are the invention of the inventor the Chalrmanship of Sir Char_les Sarganf.. Q]1 the report of i
¢ anc for which a patent may be'properly and legitim t IA Committee (which submitted its report in 1§31}, the Patents and
claimed and granted”. gitmately Designs Act, 1907 was amended by an Amending Act of 1832,  In
their report the Committee said: :

80. The scope of Secti i
) g on 38A was considered alg 3

Inskip, S.G. in N.V.I's Applicati B 503 0, 50ar pnomas ‘ | 5 .

| e oL B : erec Wy ’ ustomary {or rit specl-
said: “It is well known ?ﬁat it \i?as(qd2 pr 503 at 504), where he ) : .1?.: E(‘) thedAClt" o ‘1'91%}11%'“]213 C‘js‘,(,’:}w?/ f Emus};l SHC.’]
priation by a patentee of certain subcsstl'i?cted 0 pre\;ent the appro- -stg;ltzrrluiesei migncl\gclie c&"g?lmr;a;glrh?hlcuiu(k]).st:gzvegc Ctyf?cli'l

reelidn 2 - of cer a S In such a way as to independ: ‘ ‘ l re.
gmms le th}; mgggggif 01;] tm‘e sar?e field from devisin‘g ifprove. selves independently of the aCtl‘J‘al ugrocess of man?facturei
fents in the preparaton o he %‘%ahltly §f the substance question: And, though tlli'e.wexght of aulu}ollty may have been
The terms of the sub-secton " ii ave quoted prohibii clafe against the validity of such claims, there was not any
for the substance fisclf ex ‘m‘:]d‘l? strict limitations”. In a later P reported dems;)on to that effect and the'sub]Ject was not
and product claims may be a fine i)snlen;trlxcc)indbf?‘twolen process claims fr:leretif{zcl)gzldoi% t\?i‘czzhéih”:tc V:i;;fgzsdce]slriab eoftczlfiimc?:i
my opinion it is one that must be r b ieult to draw, but in e de i 'g British specificat f Ger an inventions
my opimon it is one. o remenm ered.  Seotios 38A(1) s ma ¢ in the ritish sp;-cx ications of (German nventions
{md, oo 1 read if, eslgned to prohibit or restrict bare process cla'ir,ns ‘ tn relation fo dye-stuffs™
2 qub%ti?}f? pczum {jor a pro;cvss vere to be regarded as a claim for ‘
s haosance prepared or produced by the process claime ) . ° “
of Scetion 384 (1), would be undul§ oxte}nded“ Fraimed, the scope |

e e e e

Sargn ; o , “EFvidence was given to us that, although the provisions of the
r;z nt Committoe Report and the UK. Amending Act of 1932 section have in fact been of considerable value in encou-

1. The year 1931 was a vear of ‘ 3 . raging the development of British 4Chemical industry,
reflected ina fall in the nunzber of great depression which was : difficulties have arisen from the interpretation placed in

. : : £ applieations f ota A STPL
United o foot 8pp ns ior patents in the . . } ; -
Hed fingdom=—it fell by over 3000 compared to 1930.. There wog ‘ T SRECT 0D of the Law Ofccr o the word ‘spesiat i
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“It was submitted to ug that such a limitation was not{ con-
templated by the framers of Section 384, that the ambigu-
ous wording of the section has involved considerable un-
necessary expense to applicants for patent, and that the
presence of the word ‘special’ has led in some cases to
the vefusal of patents for Inventions for the production
of new substances, when such substances were produced
by processes which might be sald to contain no features
of substantial novelty in themselves. The unofficial evi-
dence on this subject was that the dificulty would be
overcome, and the sub-section cured, by excision of the
word ‘special’ or “alternatively (though this was not quite
so acceptable), by the substitution for it of the word
‘particular’”, (paras 176, 179 and 180).

It would be seen that if the Board of Trade explained the cbject
of the amendment introduced by Section 11 of the Amending Act
of 1919 which inserted Section 38A (1), in the Patents end Designs
Act, 1907 (vide para, 70 ante) was to achieve an approximation to
the law in relation to chemical patents in Germany, the word “spe-
cial” was designedly used to designate novelty and an inventive step
in the process. But as I sald earlier, British industry was considered
to have sufficiently advanced by 1831 to justify a more extended

patent grant,

This recommendation of the Sargant Committee was accepted
and Section 38A (1), was amended s0 as thereafter to read:

“38A(1). In the case of inventions relating to substances
prepared or produced by chemical processes, the specifi-
cation shall not include claims f{or the substance itself,
except when prepared or produced by the methods or
processes of manufacture particularly described and as-
certained or by their obvious chemical equivalents.”

83. The result of the deletion of the words “special” and “claim-
ed” and their substitution by the words ‘‘particularly described” was
that thercafter a claim for & product was not required to be bascd
on a special process claimed and that it was sufficient if the method
of preparing or producing the product was merely described in the
specification. Tt was not required that the method described should
be new or show an clement of invention. In other words, protection
could be had for a new product even though the method described
for its preduction was not “a manner of new manufacture”. The des-
cription of the method in the specification was thus reduced to a
fermelity and it became the practice in drawing up a specification
to cover all known and possible alternative processes for obtaining

. the product so that in eifect, after 1832, the section practically re-

cognised the patentability of a product per se, {f ¢ was new.
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Soan Committee,

84. The effect of this provision in the context of maintsaining tne
advance of the United Kingdom in the field of chemical industry
wag the subject of consideration by the Swan Committee, Tnis
Committee recommended the deletion of section 38A(1), and
stiggested that no distinction need be made between products whica
were ‘the result of chemical processes and of other processes arnd
that in both cases claims for products should be patentable per sz
Several argumentg were urged before the Committee for this change
in the law. The first was that in the case of a new substance, tos
real invention consisted in the production of the substance, tha
process by which it was produced being in most cases only thcse
which were well known, If the novelty consisted in the produck
the argument ran, there was no point in protecting the novei sub~
stance only in conjunction with a process which was old and weli-
known.

85. It was pointed out that if a claim to a new product
admissible, even though it was obtained by a process whici
old and well known, there was no meaning in the |
describing of the well known process as a condition of the
of the product claim.

86. The szcond objection was that the existence of this limitatics
was not of any real use since i all the well know heds o
producing a product were described in the specification
virtually amount to a claim for the substance iiself

when taken in conjunction with the phrase

o

lents” occurring in the sub-section,

TE —
or its chem:

87. Lastly, it was pointed cut that the
chemical equivalents” was vague and led to di
tation and that taking into sccount the developmie:
of physics and chemistry, there was considerable
Ing what a “chemical process” was.

The Committee expressed themselves thus:

“We are impressed by the arguments which have beer
advanced in support of the propesal for removing thi
limitation on the claiming of new substances produced bz
chemical processes, and we recommend that this limita
tion be repealed.”

88. The acceptance of this rccommendation has resulted in the
deletion of the provision in section 38A{1) from the U.K. Patent:
Act, 1949, The history of section 38A in the U.K. Act of 1907 to 194!
sct out above should suflice to show that the form of claim intre
duced by the UK. Act of 1319 was the result of a striving lo expres
a compromise between the plausible interpretation of the expressic:
‘manner of manufacture' in the UK. Acts as including claims fc
chemical products and the German rule restricting chemical patent
to process claims; on the other hand the UK. Amendment Act of 183
was a shift in the other direction being an approach though guardes
to the American model of patents extending to claims for product
per se, reflecting the progress made by the British Chemical Indust:-
188C&I—4
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in the inter-war period. No useful purpose will theretore be sex'ved'v

by the adoption in the Indian Bj isi i
section 38A of the UK. Acts 190&%43 provision on the lines of

Practice of :
mpri%x?cts%he indlan Patent office regarding patents for chemiea)

89. '}‘o appreciate the effect of amending the law as suggested {n
c‘lause .%(d) of the Bill, it would be conivenient to refer to the nost
.tion as it exists under the Indian Patents and Designs Act, 1911 P A;;

invention” ig defined in section 2(8) of the Act to méan A“nn
manner of new manufacture” the doubts expressed in the UK ;
regards the patentability of producis per se to which I have zﬂ'x'e.adf15
adverteq would appear to surrcund this definition, The prac{ice o);
the Ind‘mn ‘Patcnt Office does not appear to have been uniform,
lec‘ml”m his Supplement to “The Principal Patent Systems of th
World refers to a patent granted by the Indian office in whiég
product clmmsm\vor.c allowed, though a close examination of the
g}ar]ritr;]cuzl(?rasg;)c;g‘)JLflilj‘?ttlon sho;vs éha{ it is capable of being read as g
claim - toudct as made by a process described. | howeve
anderstand from  the Controller that in effec e > )‘r
?g-glctxce procecds on the basis of section L’SAC?;)“;; tl}?edl{}r}{ i\;tﬁtg%
1907 as amended in 1932, So that practically clause 3(d) of the Bill
makes little or no change in the law save that what wa ; l

ake: . ang ‘ ] 1S merel
practice of the Patent Office is sougat to be given statutory Iorce.y ‘

80. As the Swan Committee pointed out, this form of claimin
for new products, was in effcct to render such products L:“Tilig
per se; only the specification as regards the process had to ga én ?‘.)na
co as to satisfy the statute, and that nas many Dr&*ﬂs‘*e* S y r‘a;t‘uc!
thought of could be “deseribed”. ) T o be

vy
wecommendation for adoption in Indi

puon in India; clalmg for che !
tances not to be patentabie, , s 19F chemical bun
y 91'. The question is whether such a system is desirable for adop~
1on.'us part of the law of an under-developed country like India
considering this, 1 have not omitted to take into account—

In

(1) the fact that g large number of t}

. fac : mt 108¢ who answere
questxonnane issued by me, as well as those who forwarded S‘ie’;l};?
randa to the P:x@entg Enquiry Committee favoured a provision on
the lines of scetion 38A (1) of the UK. Act of 1807 and

(2) the sub-committee of the Phérmaccutical Development

- Council which met me at Madras, by a majority suggested  the

uduptiop E)f scetion 38A (1) of the UK. Act. particularly for ph

maccutical chemicals. In this connection I would only add thﬂIZ Sf*
few who answered my questionnaire and those who mnae re :o.snr-me
tation to the Patents Enquiry Committee as well as the P}]GFII)X';QC(;u.
tical Development Council were not in favour of granting q‘t tN
for products per se and considered that such a law {u‘()ul'c'i IL)l deglg
hamper rescarch in the country, ) e

92. I have considered the matter with the
' 7 utmoest e
reached t}xe conclusion that the chemical and pharmai&&cﬁ?%n}éﬁg«b
try of this country would be advanced and the tempo of research
in that fleld would be promoted if the German system of perﬁqitﬁng

only process claims were adopted. In this connection I will recaii
the remarks of Dr. Van Ing as to the effect of the adoption of the
German Patent Law of 1877 on German chemical industry. I would
accordingly recommend that the relevant provision in clause &
snight run:

“No patent shall after the commencement of the Act be
granted in respect of inventions claiming substances pro-
duced by chemical processes including alloys but exclud-
ing glass.” ’

with a proviso permitting -the poeienting of claims to processes. [
have in nfy redraft of clause 3 and the notes to that clause endea-
voured to explain the details of my recommendation.

83. Before however passing from this topic it is necessary to deal
with an objection that has sometimes been raised to the expression
*a substance produced by a chemical process” as too vague to be used
in a statute and that this vagueness was itself a ground f{or the
‘grant of patents for substances per se. It is lrue that the develop-
ment of modern physics has somewhat biurred the borders between
physics and chemistry but nevertheless there is no doubt that for
all practical purposes the border .does exist. The accepted view in
modern chemistry is that it could not be predicated of a process
that it is a chemical process, unless a chemical reaction takes place
and a chemical reaction requires that a chemical individual oz
individuals should react so as to produce another chemical indivi-
dual or other chemical individuais (see per Lord Evershed M.R.
Anglo Lewvqy Patent, 62 RP.C. 97). 1 do not, therefore, consider that
any confusion would be caused by the use of these words in the
statute. There is, however, one matter which is required to be
mentioned. in this connection. In the case of alleys and glass, it is
a matter of some doubt whether the precesses by which they are
produced might be termed as chemical processes. In several coun-
tries inventions relating to alloys end glass are ireated as cutside
the general class of chemical compounds, e.g.,, West Germany and
Switzerland. On the other hand, in Holland for instance alloys are
not excluded {rom the scope of the restrictive provision as to patent-
ing of chemical products. Having regard to the present state of
metallurgical industries in India and the urgent nced for the deve-
lopment of this field of industrial activi‘y, 1 consider that the law
in relation to the patentability of alloys should be placed in the:
game position as that in regard to other chemical inventions of
which it really forms a part. In regard to glass however, I see no
objection to patents being granted for the product itself.

Patents for inventions relating to food or medicine; restrictions s

other countries. — LT

94. So far T have been dealing with patents for chemical subg-
tances regardless of the use to which these products could be put.
The next matter to be considered is in relation to patents for articles
of food and medicine. Barring the U.S.A. there are few countries
fn the world that do not have special provisions as . regards the
patentability of inventions in respect of articles of food and medi-
eine or as to the licensing and working of patents in this class.
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because most of the pharmaceutical preparations are the products of-
chemical processes. But what is more to the paint is that evez in &
large number of countries in which per se product‘ claimg ‘for chemical
substances are allowed, the laws permit only claims for processes so

95. The patent laws of every country in Europe contain special
restrictions on the patentability of articles of food and pharmaceuti-
cal products. The French law of 1844 which permitied the patent-

ing of chemical products as such, however confined patents for articles
of food and medicine to process claims. Belgium in its Patents law
of 1854 adopted the French model. The German law of 1877 denied
patents to articles of food, medicinal products, though processes for
their preparations werc patentable. The Swiss Law was recently
amended in 1854 and under it inventions of medicine including medi-
cinal mixtures and forms of medicine and inventions of focd pro-
ducts are not patentable, but the processes for manufacturing medi-
cine or food are patentable. The law in Sweden and in Spain is
similar and so is the law in Japan. As I said earlier, in none of the
countries of Europe are patents granted for product claims for articles
of food or medicine and in a few (Denmark for articles of food
and Italy under the law of 1057 for medicinal products) even claims
for processes for producing them are unpatentable. For the law of
these and other countries see the note helow.!

86. In every country where its laws impose restrictions on tha
grant of patents in respect of chemical inventions by confining
patentability to the invented processes, there is a similar or even
greater restriction on the grant of patents to inventions in relation to
articles of food and medicine. There is nothing surprising in thig

Footnotel,
Lew relating to patentability of inventions for medicine and foodstuffs

Argentina.—Luw of 1864 as subsequently amended. Medicines and phar
maceutical compositions including food, beverages are
not patentable but processes for their preparation are
patentable,

animals not patentable but prosesses for thelr productian

palentable. .

Chile—Law of 1825 23 subscquently amended. Art. 5—Beverages and
foods for men or animals, all kinds of medicaments and
pharmaceutical ond medicinal preparations not patente
able but processes for thelr preparation are patentable.

Czechoslovakia.—Patents Law No. 34 of 1957, Inventions relating to food-
stuffs and mecdicaments not patentable but the processes
for their production are patentable.

Denmark—Patent Act of 1-6-1030 with subsequent amendments, Trves-
tons of medicaments, articles of feod sna  all edible,
dartakavle, simokable or cuch lAe artlcies which cannot
be cons'dered articles of focd and  which are usuly
consumed for the sake of nl-usure and of procnssos in
connectlon  with the proauction of articles of food are
not patentable but mrocesses  for the productien of
medlcaments ave vatentable.

Bovt—Law No. 132 of 1049,

Inventions reledng to foodstuffs and pharmaceutics?
preparations are not patentable. The processes fop
these product however are patentabls.

{ar as articles of food and medicine are concerned.

Finland.—Law of Patenis, 1st Jan. 1044, Medic'nal product clai—d ars
N not patentable but processes for producing them are

patenta‘?l?. 1884

— w— u .
France—Basic m?h:rt;mceuytlcal compositicns and remedles, vazocines,
sera  and biological procducts  are not  patentaZue but
_processes for producing the same are palentadle (A7t 3).

Foodstuffs however are tatentable per ce.

German Empire~—Law of 1877. Articies c! food, med’'cine not patzstable
but processes for producing them patentable

Germany (Federal Republic).—Law  of July 18, 1033 as subsaguently
amcended. Articles of feod and for consumption
for nourlshment or ericyment and med
patentable but definite process for prepar
patentable,

German Democratic Republic).—Art. 1(2)
many Inventions of victuals, luxury goods o.r‘

not patentable but spe izl processes of
patentable.

Holland.—Palent Law of 7th  November 1910 o
regard to foodstufls medicines
claims are allowcd,
for producing food or

Hungary.—Patent Law of July 1695 as su
Medicines are not pate:
{ood for men oOr anin )
cesses by which such art

Ttaly.—Law of April 1941 (1taltan Paterts Acts are governed by speclald

laws.)
5 P r aw 05 prevailed il proccsses
Austria.—Law of 1950. ~Articles serving for human nourlshment, medicines Urncd?\’rna?c?n ):f mp’r}‘:"(::@: '.v-:\‘ret patentable tho;gh
and disinfectants not patentable. Processes for producing ?lni?n'; ;ucre not allowed but s :
a‘me
) them are patentable. processes for the manulacture cf medicines
Belgium.—Dbuasic. lew-—May 1854, Foodstuffs and medicines for men and patentabdle.

Japan.—Basic law No. 96 of 1921 as subzequently amended. Fool, drinks,
stimulants or medicine or methods of prescriptions
thereo! are not patentable but processes for praoducing
them are pulCﬂta‘D](‘. (Art. 3).

. : January 1943.
Mexico. Ln“‘x)r }fﬂ.trz, 6(5)). Palent applications relating to food, drugs
) and medicines are not allowed by the Mexican Pate

Law unless the products in question have been rcg:slcrc{g
by the Mexican Board of Health, In so far as thess
arlicles of food ctec. are made by chemical processes, the
producls would not he patentadble and  cven for the
process to be patented registration of  the Poard of
ealth would be needed

Norway.—Act of 1910 with subscquent amendments, ‘The law rroniblite
the granting ol patents to medicaments  and foowistogis
per sc. Inventions relating to processes for preducing
such articles are patentable.

Poland.—Act of March 1928 0s subsequently amended. Clalms  {qr
inventlons relating to medicines or articles of food ame
not patentable but processes for obtaining the same are
patentable.
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History of the Law as to patents for food ard drugs in the UK.

97. In the UK., when the Patents and Designs Amendment Act
of 1819 introduced Section 38A (1) that sub-section contained the
same restriction as to patenting of substances intended for food or

medicine as applied to substances prepared or produced by chemical
processes.

88. The origin of this provision in the UX. Patents and Designs
Amendment Act, 1919 was to implement an undertaking given to
her allies in the World War I by Great Britain promising to bring
the provisions of her Patent law into accord with what prevailed in
laws of those countries—IFrance, Belgium and Italy, Lord Parker in
addressing the Chartered Institute of Patent Agents (I have already
extracted another passage from thiz eddress), said:

“....Some if not all of our Allles had in their Patent Laws
provisions which excluded, at any rate in the case of
medical products and food, patents for the product as well
as the process. That clause wag introduced in order to
bring English law into line. . . Therc might be many
objections to the form in which the clause was put, but that
was its raison d'tere. In France, and he thought also in
Italy, there were provisions which prevented an individual
from getling a complete monopoly, at any rate with
regard to articles of food and surgery, it being felt that

they were so important to the State that in rnatters of |

that sort the inventor cught not to be benefited at the

foumanig~—Law of Jan. 1005 as amended.
Inventions relating to articles of food or of nourishment
for men or for animals, pharmaceu'ical comuounds or
medicine or disinfectants or Insccticides are not patent-
able. It is not clear whether even process claims are
prohibited.

Spaln—Law of July 28, 1920,
Pharmaceutical and  medlcal formulae 23 well as
formulae relating to human. or animal foed  are not

patentable but processes themselves ond apparatus for
obtaining these are patentable.

Sweden.—Act of 1884 es subsequently amended. Inventions relating to
articles of food and drugs are not patentable per sc, but
speelal processes for their manufacture are patentable.

Sw{tzcrlam.«-?awnt Act of 1954,

Palents for inventions relating to foods, animal: food-
stuffs and beverages and Inventions of meadicines and
inventions of precesses for the manufacture of medicines
other than by chemical methods are refused but chemri-
cal processes and methods fer the manufacture of such
nroducts are patentable (zcectlon 2).

U.S.S.R~—Eoviet Patent Law  of March 4, 1241, Chapter 1, Para 2:
Author's certificotes only are issued  for medeal and
feod preparations prepared by other than chiemical means.
Patents may be fssued cnly for metheds  of preparing
these products,

Rugaclavio~Ordinance of November 1920 and Luw . of December 1948,
Produet ciilma of. inventlans relating to  medicines or
articles of food for riiah or onlmal are not patentable
but new procegses for thely manufacture 'may be patented.

.—J)applicd to articles of food and medicine
~~ /' previous law in respect of these s > Lwe
'M"-"provision in section 41 of the UK. Patents Act of 1840 re

cost of the State. If the Institute could frame a clause
which would be acceptable to themselves and wciud also
ineet the -wishes of our allies in modifying our Patent
law 80 as to bring it more into accord witk thews, he
had no doubt it would be ~ery useful”

A slightly different explanation of the origin of this provision was
offered by the Sargant Committee. .

“During the War it became apparent that Great Britain
wag sutfering from a lack of medicine and drugs, many
of which were the subject of patent rights in this country.
On the other hand, it weas found that in many Lurcopean
countries (e.g. France, Germany, OSwitzeriand) such
substances were not capable of protection under th.s
patent laws of those countries. In this state of things it
was considered expedient to modify to some exteni the
moncpoly consequent on the existence of patent rigats in
regard to such substances.”” (para 186).

80. Besides sub-section (2) of scction 38A enacted spe;ia} provi-
slons for the grant of compulsory lic nees fpr such articles, r‘L‘hO
details of which I shall reserve for COY‘LSZdVEI‘QUOD a little later. The
special provisions regarding the patentability Sf these “sg}b:“
underwent the same modification as the other “substances inch
in section 38A (1) by the amendment cfected by the UK. Patents &
Designs Amending Act, 1932 with however a provisien :
patents for admixtures and processes for adgmxture of substancez
intended for food or medicine and finzlly when the restrict:or
patenting of substances prepared or p;aduccc& by‘" chemzcal: .
were removed by the UK. Patents Act, 3~9~.9 the same 1 v

The only remnants of
ances were two: {1

the grant of compulsory licences under patcngs.for_meseAimrSmio?f{
which was virtually a continuation of the provisicn in section 38A.(2)
as introduced in 1919; (2) the continuance of the ban on claz;‘;s' for
admixtures and the processes for preparing admixtures slightly
extended to cover cases of substances capable of (not merely o3
formerly intended for) being used for food and medicine ({section
10(1) (¢) of the UK. Act of 1849).

Restriction to process claims {n respect of patents for food and medi-
cine recommended.

100. I have made this digression to explain the history of the law
{n the United Kingdom for pointing out that the degree_ _of

atentability of inventions relating to rﬁrtlgles of fo‘od and medicine
“has gzonorafly been more restrictive than in regard to patents {for
chemical inventions in general and never more exlensive.

101, The reason for this state of lak {s stazed to be that the
denial of product claims is necessary in order that such important
“articles of daily use as medicine or food which are vital to  the
tiealth of the community should be made available to every onc at
reasonable prices and that no monopoly should be granted in respect
of such articles. It is considered that the refusal of product patents
would enlarge the ares of competition and thus result in the produc-
tion of these articles in sufficient quantity and at the lowest possible
coet to the public.
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To render even the process unpatentable is I consider not in public
interest as the grant of exclusive rights to the process which an in-
ventor has devised would accelerated research in developing other
processes by offering an economic inducement to the discovery of
alternative processes leading again to a larger volume of manufacture
at competitive prices.

The example of the rest of the world {5 of undoubted value and
not to be disregarded without substantial reasons especially az
under the patent laws of these countries, whether they are industrially
highly developed or still underdeveloped, whether their economy
be capitalist or socialist, claims for processes for inventicns relating
to articles of food or medicine have always been held patentable,
The continuance of this system during the iong periods of time and
varied conditions could only be explained by its being helpful in
furthering the countries’ economic and other progress. The only
exceptions are—Italy which changed its Law in 1857 by which even
process claims for medicine were not allowed though articles of food
were outside this ban—and Denmark which, while permitting the
process claims for medicaments denied the same for articles of foad.
We have little knowledge of the factors which led to the change of
the Law in Italy, and possibly it is too early to evaluate its effects
on that country’s progress in the pharmaceutical industry. I would,
therefore, recommend that no patents should be granted for claims
for articles of food and medicine as such but that processes for
producing them should be patentable.

102. 1 consider that to maximise the benefit, inventions relating
to articles of {ood and medicine—and in the last category I would
include insecticides, fungicides etc.—should not be patentable as such
but that, as in the case of substances produced by chemical pro-
cesses claims for the processes for their production should alone be
patentable f they satisfy. the other tests for patentability.

' IV, ANTICIPATION AND NOVELTY
Anticipation

103. I have so far dealt generally on the patentabllity of inven-
tions with particular reference to inventions of chemical substances
and of articles capable of being used as food or medicine. There
is a related topic of considerable practical significance, n'ame‘iy,
what shall’ constitute the element of novelly so as to qualify {for
the grant of a patent, which requires attention.

104. Questions as to anticipation or lack of novelty as depriving
an invention of patentability come up for consideration at four
stages: (1) during the cxamination of an application for a patent;
(2) as a ground upon which an application may be opposed; (3) im
proceedings for the revocation of a patent; (4) in suits for‘ infringe-
ment where the validity of a patent is disputed by th(_zranfcndcnt.
For all these purposes under the provisions of the UK.  Patents
Act, 1M49, regard is had to prior publications, prior knowlveage and
prior use, all restricted to the United Klngdom’ [vide sections 7(2),
14(1) (b), 32(1) (c), 32(4) and 50(1) of the UK. Patents Act, 18497,

105. The draft bill practically adopts these provisions in the frame
of the clauses dealing with these several matters.
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Present Indlan Law as to anticipation

108, Under the Indian Patents znd Designs Act  181: what
constitutes an antlcipation i{s not dealt with clearly. Invention is
no doubt defined as “any manner ¢f new manufacture” but  what
precisely deprives a “manufacture” of novelty and particularly
where. the previous publication ought to take place, is not specified
in any of the provisions. Section 8(1) (d) of the Act enumerates as
one of the grounds for opposition o the grant of a patent, that the
invention has been publicly used or kas been made publicly &nown in
any part of India while sub-clguse (1) (e) refers to the invention
being published in a document available to the public in India. But
when one turns to section 20 the relevant ground for revocatizn runs:

“28(1) {(d). “that the invention was not, at the date of the
patent, a manner of new manufacture or improvement.
(e)that the inventlon dees nst involve any inventive step,
having regard to what was known or used pricr to the
date of the patent;”
knowledge or use not being qualified by reference to krnowledge
or use within India. This is obvicuslv apt to give rise to d:iSiculties
of interpretation,
Pzlients Enqguiry Commitiee's recommendation
107. The Patents Enqguiry Comurittee recommended thzi there
should be a compulsory scarch for novelty as in the U.r. before
applications for patents were accepied (para 144). They however
added that the scope of the compulsory search should be limited
to Indian patent specifications published during fifty years preceding
the date of the application or since 1912 whichev®twas later. They
observed:” “We consider that as regards patent literature 2 scarch
of records for fifty vears is sufficient to establish the novelty of an
invention and this is also the law 1n England.”” Dealing with what
should be treated as novelty the Committee recommended [para-
graph 139(d)] that “novelly should be determined on the basis of
prior knowledge or prior user in India,” and that “Patent specifica-
tions and official abridgemeonts thereof should not be taken into
account if they are more than fifty years ¢ld” [paragraph 139 (g)].

108. T shall first deal with the guestion as to whether it is wise

or proper that only public knowledge or public use in India should
be taken into account f{or determining anticipation.

The history of the law as lo anticipation in the Unlted Kingdom
109, The rule that for the purposes of constituting anticipation
public knowledge should be confined to knowledje within  the
country is a peculiar {eature of the UK. Patent system. The English
Patents law has been the result of historfeal growth starting {rom
the 16th century onwards. It originated in the desire to stimulate
the growth of new industries. In an carlv leading case  Darcy v
Allein [(1602) 11 Co. Rep. 85} it was stated “The reason wherefor
such a privilege given in law is because the inventor bringeth to and
{or the commonwealth a new industry”, It therefore did not matter
whether such an industry was practised outside “the Common-
wealth” of not. In the 16th and 17th centuries therefore the crucial
test was whether there had been a prior user within the rcalm
{vide Hastings Patent 1567). By the end of 18th century there was
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e gradual shifting in the emphasis on prior user within the realm
as the gole test of anticipation. Not merely the practice of  the
invention within the realm but public knowledge of it within the
realm was held to deprive an inveniion of novelty. Lord Blackburn
explained the position thus in Pateson v, Gas Light & Co (3 Appeal
eases 244):

“The consideration for a patent is the communication to the
public of a process that is new....It is not necessary that
the invention should be used by the public as well es
known to the public. 1f the invention and the rmode in
which it can be used hag been made known to the publle
by & description in a work which hes been publicly
circulated or in a specification duly enrolled it avoids the
patent though it is not shown that it ever was actually
put into use.” :

When the several Patent Acts which had been passed from 1623

onwards were consolidated in the Patents and Designs and Trade
Marks Act, 1883 this position was left untouched and the later
enactments of 1507 to 1849 provided in express terms for noveclty
being determined with reference to public knowledge in the United
Kingdom. .

110. A provision on these lines hss not been productive of any
inconvenience or mischief in the U.KX because the libraries of the
Patent Office and several other public libraries in that country like
the library of the British Museum, the Bedleian library and the
libraries attached to the major Universities obtain promptly every
item of valuable scientific literature published anywhere in the
world so that in practice a patent grant does not issue in the United
Kingdom wherc the invention is one which has been published in
any part of the world.

KNecessity to remove geographical Hmlitation ag to anticlpation pnder
the Indian law.

111. In India however the position as regards the availability of
books and literature in public libraries iz not the same as in the
U.K. Public libraries are few and most of them are not well
equipped with regard to scientific literature, which issues in great
volume in the leading industrial countries of the world, It would
therefore be apparent that a rule on the lines of the UK. enactment
would act unfairly and be contrary to public interest since such a
rule would enable a person to obiain a vaiid patent in this country
in respect of an inventfon, information in regard to which is before
the date of the application available in foreign publications. On
the other hand, & provision removing the geographical limitation
would take note of the fact that the world has shrunk in size, thanks
to the rapid meang of communication, and will prevent those who

visit foreign countries or get acguainted through  forcign
periodicals  with the inventions which are published abro‘ad,
from obtaining patente on the basis of the invention  being

“novel” in this country. It has sometimes been suggested that as
it takes time for foreign specifications to become public in  this
country, there is some advantage in enabling foreigners to obtain
patents on the basie of those publighed specifications. I consider
this, however, as without force. If, as su ggzged. the patenting of
an invention, although published abroed before the application is

v

‘.

/fm, art of the world iz regarded as anticipation depriving the
invention of novelly and therefore of patentability. In this connecs

filed in India, {s nevertheless useful and is in the interests of the
country since it would resylt in an earlier disclosure of the inven. ' .
tion, it-has to be borne in mind that the foreign specification con- - . ~\
taining complete details of the invention {g bound to reach this : ,
country very soon, after the filing of the Indian application and the ’
fnvention would then become available free for use of tke public,
whereas if a patent were granted for such an invention tme public
will for a period of 16 years be deprived of the right to use the
fnvention without payment of royalty. 1 am setting out the details
of the precise provision which I would suggest being adopted in
relation to the determination of novelty in my notes to the agoropriate
clauses. - :

112, In passing I might obgerve that the rule restricting anticipa-
Hon by prior publication to documents published within the country
SEalls only in the UX. and the Commonwealth countries and
even here Canada i3 en exception to thig rule. On the other hand,
in most of the other countries®® of the world there is no similar
geograprical limitation as regards the place where the anticipatory ’ 3y

“matter should be published. In these countries prior publization in :

tion it is of interest to note that Japan, which till recently followed
the U.K. rule that only anticipatory publications within the country
would deprive a patent of novelty, has amended her law this yeaz
extending anticipatory publications to those published ani<where {m
the world,

113. T consider that it is not in the public interest that an inven-
tlon which i3 published abroad befcre the date of the cerresponding
application for a patent in India chould quelify for the grant of a
patent and that it is necessary to provide that publicaticnis  which |
should constitute anticipation should include publicati in Indis
and elsewhere, before the priority date. In these pt 1
would include both publications in the form of patent cpecifications
as well as other scientific literature. The Examiner in the Paten
Office might naturally not have adequate facilities for determining !
novelty on the basis of publications abroad but if the law were that
such foreign publications also constituted an anticipation, an
oppenent who objects to the grant of a patent could cite the foreign
publication as depriving the invention of novelty and similarly
even if a c{)atent were granted it could be revoked on the samae

round and suits for infringement could be resisted on that ground.
I have made the necessary changes in clause 12(2) (dealing with
examination), clause 16(4) (objections and orders at the examina-
tlon stage) and clause 21 which 1 have redrafted providing for an
opposition to the grant, to give effect to this recommendation. This
would necessarily affect the content of public knowledge in clause
37 (dealing with revoceation of patents) and clauses 48 and 49 (anti-

cipations). BRI I\

¢ Argentina Costa Rica Tapan Sweden
Austria Cuba Mexico Switzerland
Belgium Crechoslovakis Netherlands Turkey
Bolivis Denmark Poland United States
Brazil Prance Portugal U.S. S'R.
Canads Germany . Rumanis Yugoslaria
Chlile Hungery South Africe
Colombisa ITwly Spain
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there i3 some logic in having the same rule in regard to acdcipa-
tion by published decuments and anticipation by public use. Igui
logic must yleld to practical realities and taking the latter into
account, I wonld recommend that public use t itute-arxtelpa-

have m e ties of proof—necessity to take ocut com-
missions to foreign countries for examination of witnesses to prove
such use and the cost and inconvenience which that would entall.
Further, it is only in very rare cases that there would be public
use in any country without there being a publication of tke sams
invention in a printed document, be it in the form of & patent
cpecification or other scientific or technical literature.

“Fif:and Orst inventor” ghould ezclude “communicatee” and
“Hmporter”,
116. There i3 a toplc closely allied to the rule as to what should
onstitute “novelty” .in an invention to merit the grant of & patent
fust now discussed, which it would be convenient to consider next
This relates to the definition of the term “true and frst imventor”.
In all the countries of the world outside the United Kingdzm eand |
eome of the Commonwealth countries the expression is unZerstood
in its literal sense as meaning the actual deviser of an invention. In .
the United Kingdom hoswever it includes besices the actual deviser,
two other categories of persons, the “communicatee” and “the impor- |
ter” of the invention from abroad. Though the expressioen “irue and |\
first inventor” was not defined in the Indien Patents and Designs Act,
15611, the form prescribed under the rules recognised “comrunicatees’”
as persens entitled to file applications as “true and first inventors”
and it is essumed that “importers” are also included in that expres.
cion. . The Patents Enquiry Committee recommended that “true and
first inventor” should be defined so as to include “the imperter” and
“the communicatee” from abroad [Chapter VIII p, 113 (2)]. The
Bill implements the recommendation in including the suggested
definition [wide clause 2(s)].

117, The “importer-inventor” is an anachronism and a historical
curvival even in the English law., Blanco White explains it thus:
“When the patent system was first set up here, England was a
very backward country, and the system was aimed “perhaps
primarily at encouraging the setting up here of industries
already in existence abroad” (Note 21, p. 161, “Patents
for Inventions”)
118. As regards the “communicatee” from abroad being considered
- 83 “the true and first inventor” the only use to which this extended
definition is now put is to cnable foreign inventors to make applica-
tlons through their nominees (generally patent agents) in their own
names ‘as the true and first inventors”, though such “communicatees”
would hold the patents when obtained in trust for the communicator,
The “communicatee-inventor” served a real need when applications
for patents could not be filed by assignees of the invention but after
the alteration of the law to permit assignees to mmke applications
[vide clause 8(1) (b)] there appears-to ie no purpese im retaining
the system of “communicatee-inventoy”. Blanco White remarks:

" “In consequence of the new provisions allowing assignment of
the rights to patent, the real difference between an assignes
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and a ‘communicatee’ goes only to the benefiedal owners

of the invention. In due course no doubt the ‘(4):omrmf;xji13

catee-inventor’ will become a meatter of history only; for
¥

made no otHer ’com:nbuticmn It he is entitled to do so §t
must be on the footing that his use of the incernational -
lent to a personal visit to 2 forezsg —

S the present he will remain of in o stal services is equiva
- with application procedure”, importance in connection Ic)guntyy‘ \eq On these cocsiderations 1 wo \
Wote 47 ‘ have no hesitation at all in finding that Mr. Higgs is not
{Note 33, page 161 “Patents for inventions” by T.A. Blanco White) the inventor, by virtue of lt)leing the i:npforter of +he inven-
119, There : . ) : tion and'that he obtained the inventicn irom the opponents
ot uégin'sgii;or? rss ?Qfgu?‘gg‘és ﬁggge&tﬁﬁ r’e'g%rding an “importer” & in this country, were it not for the well-recognised practice
vival in the law of the UK. and one wt Sm;fi tbis a hﬁt@ﬂcél gur=- whereby a forelgn inventor sends inmformation ~abom hi.s
theory that it is only khvrb'wiedge end usls o ighimde up with the invention to.a patent agent or other representative in this
constitutes anticipation. Even in t Ul%l JY,t n the rca}m" that country and the agent applies for a patent here, as a com-
rule is capable of mischief and abusane eeh {rme {mporter-inventor” municatee, and describes himself as the true a=d first in-
In the matter of an Applization by Fas fg’??}j ;m & recent decigiOfe- i ventor. The agent can only be the inventor cz the basis
: y H. (1858 R.P.C. 187). bt that he has, by the mere receip: of the izfcrmation, =
120. A patent for a ges mask which was “disposable”, i imported the invention ¢rom abroad. This is pracisely the }
could be thrown away after a single use, was app\ip_g for < 1}':"‘ ground upon which Mr. Higgs clims to be thz inventor l
U.S.A. on l4th March, 1850. The applicant for ‘Q;e atxer;m tﬁg and not an ‘obtainer’ within the meaning of the Act.” ‘
the U.S.A, granted a licence to an American Companyp for <th (1956 R.P.C. 199, 200). 3
R manufacture of these masks on the Ist April, 1851, Some ’e i - " e i e sonlicatt
facture took place under  this licence and "o Mr > nanu- 199. Referring to the public interests invoived if the espplication !
¥11gland having come to Know of this invention ;';r‘ote i%gs tég were granted, he observed: ‘
%Cfsrifee;‘;{?tmm?y at the end of May 1951 asking for a eample of the @ o It was clearly their (the American licensees’ intention L
ence about Qtlb ‘“C?‘fcglpt of this sample, there was some correspond- to make the invention available hers by sale cf the masks. }
oo Aol it the _pm;:e ut meanwhile on the 5th July, 1951 Higgs made oy 7¢ they did this without patent proteztion, the gz=neral pub-
~ mwgf)acctauon E“zhflglanc}'fﬁg‘ the grant to him of the patent for the ﬁ%% lie would be free to make, use and vend the invention. S l
iy 1 ture ‘o this mask. This application was accepted and when e , The disclosure of the invention to ner. Higgs clearly was a
‘-:C“‘SPGCIMCBLOIW was published, opgosmo‘x was entered by the licen. first implementation of the Opponents’ intenticn 10 gell the
li;(; gnsier t?e American patent. The ground of the Gppositi:m \;w masks here. Mr. Higg's action in seeking @ mznopoly for x
asl}rL ,N‘f applicant had “obtained” the patent from the opponents by # himself, far from serving the public interest b: rroducing ’
dng for & sample from them. - : v ~ new invention, would have the effect of curiziling rights ‘
On the other hand, the contention of Mr, Higgs wa which th,e’ opponents apparently intended to make freely i
ﬁl(_’t i§npo}1;ter”l of the iz;ventigr} and that if ﬁlergb\xa\;(‘gn;higt}zljn‘;;%? available (ibid page 201). 3
B bmfcoférgac; ltidAmer;fa‘ I'he major part of the argument wasg 193. A provision which lays itself open to such undesirable results 4
pllaée‘ Tt “’"°ch to the question, where did the “obtaining” take Tegoires to be omitted. Besides it 13 scarcely consistent with the rule -
merica it w mg‘mon ground that if the “obtaining” took place in that publication in any part of the world constitutes anticipation ‘
e ot the Cz{r no}‘t1 mvalllg’mte the application or be & bar to the which deprived an invention of patentable novelty. That ex luing i
gl z'nvem;}i;-&mﬁ the aﬁ:}.lcant being in that event un “importer” why the countries which adopt the rule as to novelty which T have ‘
ents vy n, wedereas the obtaining was in Englnd, the oppo- recommended do not recognise “importer inventors”. I wwould there-
succeed. forel rdeconuncnd that the expression “true and first inventor” should) « ;
121, Dealing wi o . exclude the “communicatee” and “jmporter” inventor, the “commu- ‘
Assistant Comgi‘oilctrhsg;gflmm e Mr. Higgs to be an inventor the 8 nicatee” because it is superfluous and the “importer” on the ground
W e s e The reason for pranti i , of 1ts‘be1ng undesirable. As I said earlier, the expression ‘'true and ‘
brinvs in a newox;{’ mf'itmg a monopoly to a person whe first inventor” is used in the sense of the UK. law in the Indian M :
© deviced. fromb ‘én? acture, which he has not himsel w Patents and Designs Act, 1911 In view of the existing law it would 7 i \
bacl{ffro’undlof t\1170551 F s well understood.  The historical be necessary to make it clear that a change is being made and I would " |
ens&v“m met thJ lts aspect of the law is well-known. It {s accordingly suggest that the definition of “true and first inventor” in -
o e\my{'“ rsonnal o }?mbn who undertook serious financial the Bill be altered by stating that “communicatees” and “impertcx‘s“i . 2
thc: trz;d;>p:nd n;dfxlsstr?y gffzx;ic;gxc}oirﬁvei in order to-benefi} are not included in that expression. ' !
reward. But the posilion becomes afgos‘t"f;i daegservé?g of : . REMEDIES FOR ABUSE OF PATENT RIGUTS:—COMIULSORY ¥
a man, without having “to seek out an inventio u{; ty £ .. LICENSING AND REVOCATION FOR NON-WORKING by .
Mr. Higgs clearly knew already somethin fmn (becausa A T » » 37 3
in suit), can, b \ g of the invention _ Abuse by non-working of patents g
' , by merely writing a letter, claim rights, t
the exclusion of all others, in an inven‘ion {» whi ghts, 1o 494, Before dealing with the question of the inventions for which
' ' » which he bas paterts should be refused, I had discussed the problems which other




] to surmount erising from the non-working of
;?t‘:ntge;a};ta&gxﬁg those of mx;elgn ?at}iglllab z'hg &e;:d u&wmmcomizdg
in the country. Is no K :
&%ﬂ;engie%a :ﬁih theae,othe:y countries have adopted. In doi
go [ ghall principally trace the history of the provisions in thevEJrutei
Kingdom as furnishing a useful precedent and also with a view to
emphasise that even industrially advanced countries are not immune
from this type of handicap and that similar measures have been taken
in such countries to safeguard the interests of their national ccox;ogg.
I shall then deal with the effectiveness of the remedies whic g
other countries have adopted and the measures I would recommen '
for our country to achieve the best results,
' ) Gy
Compulzory working and compulsery licensing

idi not unique in having to face this problem of patents
for 1315t'allnig$erixstions beigg owned by foreigners who evince no desxrg
to work them within the country. The problem is common to a?
undér-developed countries which have adopted the patent gystem of
rewarding inventors. Two means for redressing this handicap hage
generally been adopted, namely, (1) compulsory working, with tule
revocation of the patent in the event of non-working, anq (2) compul-
sory licensing on terms of royalty settled by an o“utsuie authority
where the parties do not agree. Michel observes: “The compulsory
working system originated in the French Law of 1791 and was adoptec;
by practically all the principal patent systems ecxcepting thut o
Uytriited States at present. The important featurd of thisTystem was

the invalidation of the patent i{ the inventor failed to work hiy inven-

f ; > [ra less he could

i wo years from the date of thcf grant un
gu%?ifylg};nhﬁactign. ... The requirement of workmg thgz patented
JinQentior{ was originally a prerequisite to patent protection in England
and even in the United States. If, in the further development of the

T this | oundLIBRARY

, it was forgotten, the reason for this is to be foun . %
gséﬁzﬂt:?;nzrﬁgn::ondmon agd a leaf as to the future trend MATIONAL Law SoHo
perhaps be taken from the development of the British patent system."* |, , G

A
Histery of the provisions in the UK. as to compulsory working afANGRLC R E _

compulsory licensing

c 1 i 3 v B th&t

. “Upto 1872 England was so predominant in industry’
eveginegxgkso anywhe%e in the world had made an invention of
any consequence first worked such invention in England where he

was able to find theé necessary capital, the necessary spirit of"

ise and the necessary ckilled labour.* There was then no
gzgry%gl;eur?ydvéorking requirement in Great Britain and non?iW§
contained in her statute. So much so that in_ the 'In‘tom}au onm
Conference on Industrial Property at Paris m.‘18/8 'Bntafm was Ouuiv—
of the countries that supported the view that a provxswnI for cortximm11
gory working was inconsistent with the purpose of the International

« " ichel agaln, “these pre-. s
fon, “But soon", to quote from Miche ,
mConuvmeaéso for large scale induitrial production were also foung-dw -

*Michel oa “Princlpal National Patent Systems” Vol. I, Pages 1438
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the United States and in Germany. In order to prevent her indys
try from falling behind that of the United States or Germany, Gres
© Britain did not hesitate to embody in her patent statutes the require
ment of working", It was adopted in a modified fo directec
merely to compulsory licensing in the Patents ang gns Act o
1833 but at the turn of the century there was such s volume ai

opinjon expressed against the handicaps from which English indus.
try suffered by reason of a large number of patents belng ownec
by foreigners ‘who were not interested or disposed to work theix
inventions in the country, that a Committee under the chairmanship
of Sir Edward Fry was appointed in 1801 to enquire into thig ques-
ton and suggest suitable remedios.

UK. Act of 1902

127. In accordance with the Committee’s recommendations the
Patents  Act, 1902 was enacted. Section 3 of that Act for the
first time introduced the principle of ‘revocation of a patent for
abuse of the monopoly by non-worlking for three years from the seal-
ing of the patent and the expression used to specify this abuse was
“that the reasonable requirements of the public with reference to the
Patented inventions have not been satisfied”. The Act laid down in
terms the circumstances when “the reasonable requirements should
be deemed not be satisfied”, During the passage of the Rl in
Parliament the provisions were warmly supported by the severs!
members, and I shall extract a few passages from their speecnes
which afford an indication of their approach to the question,

Sir William Houldsworth said:

“Anything like campulsor;,' licence given by a foreign

gn patentee
to manufacturers in thig country would not meet the case.

The foreign patentce acts as a dog in_ the manger, sends

his patented articles to this country, but dees nothing tg
have the patented articles manufactured here. He com-

oL 6 mands the situation and so ocur industries are, under
own law, starved in the interests of the foreigner... ...
Those who feel most strongly on this question think that
. there should be nothing but an absolute revocation of the
77 patent if it is not worked in this rountry within two vears
and the Fry Commission was of that opinien., ... The
clause as presented in the Bill does not fulfil the ideal
which was recommended by the Committee but it goes a
very long way in the direction. At any rate it is an
immense improvement in the present position and there-

“for it is acceptable.”

o1l
cur

Sir Robert Reid supporting this clause said:

...... about the neeessity of revoking patents
granted in this country to {oreigners who do not'work
them here. Nothing can be more absurd or more out-
rageous than that a foreign patentee can come here and

. 2 get a patent and use it, not for the purpose of encourag-
ing the industries of thig country, but to prevent our
_people doing ‘what they otherwisa would do.” To allow
‘U our laws to be used to give a preference to foreign enter-
prise Is, to my mind, ridiculoys "

T c e 1—s ; ’
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Sir Robert Finlay after referring to the eminence of the members
of the Fry Committee, said:

“The existing provisions in reference to patents taken out by
- foreigners and which are not worked out here have been
found to be absolutely inoperative. A 'patent is supposed
to be granted for the encouragement' of manufacture in
this country but under the existing laws, a large number
of patents are taken out by foreigners solely for the pur-
pose of preventing encouragernent of manufacture in the
country.” )

~

Another member Mr. Whitley said:

“Any onc who igs actively engaged in commerce, especially
those who are acquainted with patent laws, cannot help
feeling how very much we are behind other countries,
especially France, Germany and America who are our
chief competitors in the markets of the world in the
matter of patent laws. I had hoped that the Board of
Trade, after many years of conslderation of this question
and the pressure put upon it by the commercial ccmmu-
nity, would have taken a little more courage in reform-
ing our patent laws. The difficulty of dealing with fore-
igners to whom patents had been granted in this country
for yecars past and who never intended to work their
patents here is certainly great.”

I shall end this with three extracts from the speeches of Sir Joseph
Lawrence, Mr. Cripps and of Mr. Cawley.

Sir Joseph Lawrence said:

“We desire the enactment, if possible, of the Belgian Patent
law, which requires compulsory working after three years.
We know in the case of France and Germany the princi-
ple ol compulsory working has been carried out harshly.”

Mr. Cripps was nc less emphatic. He said:

“

.The difficulty in all patent laws is to reconcile on the one
side the true rights of inventors, and on the other side
not to interfere with general industrial interests...I quite
agree that the same laws are applied to patents taken out
in this country by everyone whether or not he is a fore-
igner. Nothing could be worse for this country than that
foreign patents should be protected in this country, while
the industry is carried on ebroad. That is the worst
form of protection; and appears. exceedingly hard as
regards various industries in this country .. .1 hepe that
in future the patent law of this country will serve its
proper purpose of encouraging inventers and will not be
used for the improper purpose of preventing new indus-
tries being established in this country, and of protecting
foreigners, who supply this country from abroad wit
articles, merely because they have paper patents standing
in their names.”

g

Mr. Cawley, a member from Lancashire moved an amendment
to make the working provision more drastic and in doing so said:

“Cut of every hundred patents gzranted in this country forty
were not applied for in Germany and if applied for weusid
not be granted. The result was that Germans came 1o
this country, got Igatents, manufactured the articles in
Germany and the British customer had to pay v large
price for it because it could not be manufactured here as
the consumer in Germany can get it at half the price of
what the consumer has to pay here.”

128. The Tribunal set up under the Act of 1802 to deal with appli-
cations for compulsory licences was vested with discretion eftner

_¢o direct the grant of a compusory licence or'to revoke the patent

if she rcasonable requirements of ‘the public with respect to the
patented invention had not been satisfied. An attempt was made
to define when this condition was fulfilled—"if by reason of :the
default of the patentee to work this patent or to manufacture the
patented article in the United Kingdom to an adequate extent, ¢ \i.o
grant licences on reasonable terms (a) any existing industry or the
establishment of any new industry is unfairly prejudiced cr (b) the
demand for the patented article i{s not reasonably met’—but trese
words were too vague and narrow to achieve the cbjective. Bes:des
the expensive nature of the Tribunal, namely the Judicial Commitiee
of the Privy Council, there were .several roceﬁ'uffral difficultl
the way of applicants who complained of abuse of monopoly :
and these several factors combined to render the provisions of the
Act ineffective.

U, K. Act of 1807

129. The result was that the amendment of the Petent Law
in 1802 did nothing to mitigate the evil. In fact no application
wes filed under these provisions and therc was therefore need for
further legislative measures. When the Patents and Designs Act
wag revised in 1807, new clauses were proposgd which sought to
strengthen the provisions dealing with revocation for non-working
and to expand the grounds on which gompulsory licences couid be
ordered. In introducing this Bill in the House of Con;mcns
Mr. Lloyd George who was then the President of the Board of Trade,
said:

©

“The main object of this Bill is to prevent laws from being
used for the hindrance and suppression of British Indus-
trial development. The object of the patent laws is to
reward ingenuity and by so deing to encourage invention
and to promote British industry. Unfortunately, how-
ever, they have been used in many respects to discourage
the British inventor and to destroy the British indus-
tries..... Out of 14,700 patents issued last year, 6,500 are
forcign. 1 do not object to them. But a good many of
these patents had been taken out not for the purpose of
working out the patents in this country, but for purpose
of preventing their being worked..... the first place-l
propose to simplify the procedure of compulsory licences.
A second mé&oci";!s' that any applicant -can go to the

. Controller three years after the granting of any patent




and apply for the revocation of the patent on the ground,‘i.. .

%1;? ”it has not been adequately working within the

130 Supporting the measure Mr. Cawley said:

“When the first patent was granted in 1626 it was stipulated
that if the iatentee failed to reduce to practice within
three years his scheme of patents, the patent shall then
lapse....In Germany if a patent was not worked within
three years, it could be revoked and declared void. In
France if a patent was not worked within two years it
could be revoked, In fact in practically every industrial
country including Japan, patentees had to work their

patents, or to get them worked within a certain time of ~

their being granted, or the grant might be revoked. We
were the only country in Europe that allowed a patentee
to take his grant away and work it where he liked, or sell
it to whom he liked. The result of this careless libera-
lity was that foreigners came here and got patents grant-
ed to them without ever having the slightest intention of
working them in this country......In 1903 we had granted
nearly 8000 patents or monopolies to persons residing
outside the country. In fact more than half the patents
taken out here and the most important ones had been

taken out by foreigners. We granted a large number of -
patents about 5,000 more than Germany did every year, -

although the population of Germany was one-third
greater than our own. Some of these patents were only
taken out for blocking purposes and were unscrupul-
ously .used when our manufacturers wished to make any
article which would compete with a German production.
Others which were of importance were taken abroad and
were used to.start industries there by new and improved
processes, and so superseded industrics carried on in this
country ... .Although a patent lasted only fourteen years
it was long enough to establish the industries abroad, and
once established there, with trained labour, experience
and an organised system of distribution, it was no easy
matter to get it back again...We got no quid pro quo

for the monopolies wé gave, but we allowed the person.

to whom the monopoly was granted to produce his
patented articles solely abroad......That Germany had
made enormous strides could not be denied.....The
Chemical industry of Germany had increased rapidly and
now amounted to something like 70 million pounds per
annum and part of that trade had been taken away from
this country..... Most of the labour employed in these
works was unskilled labour, and was the very kind of
work which would absorb our unemployed If we only
insisted that there should be a quid pro quo for the mone-
polies we granted and that they should not be taken away
and used to find work for forelgn labour in foreign coun-

tries at the expense of our fellow-countrymen, Had we

sald to them, we grant you a patent or monopoly for the

gale of this article, you must in turn meanufacture the
article here, we would by now have much larger -works
in this county giving employment = -2 number of
labourers, but our patent laws as they aTe at present are
benevolently fostering great industries in Germany ts the
detriment of the manufacturers, consur—srs and wosking
classes of this country. We had been granting thousands
of patents to foreigners and getting notzing in exchange.
We are now going to grant a monopoly but if we do that,
the country at least ought to have some recompense for
having done it. The -patent ought no: to be merely a
prize to the inventor who applied for it. The country
where the man was granted protection cught at least to
have some sghare in the beneflt, If & man obtaized a
patent in this country he ought to mancZacture the goods
here”

references to the law in the European countries z2=d th Liliates

131. I have made these rather long extracts beczuse they contain
is

the need for any detailed description by me of the law of thege
th

countries as also to emphasise that the problem -#zich this ccuntry
faces has often been the lot of other countries even though more
industrially advanced than ourselves and that the solution usually
adopted to counter the difficulties was the enactm=nt of provisions
for compulsory working and for compulsory licens:ng.

1. K. Acts of 1915 ond 1949

132. Before I pass on from this topic it would
make a brief reference to the later history of the
United Kingdom, a country which has served as 2
of our cbuntry. Notwithstanding that German =
fore competition from that country received a se@ back as
of her defeat in the World War I, the U, K. FPatents Act cf 1807
was amended ‘in 1819 enlarging the grounds on -vhich compulsory
licences could be granted, and finally when the Fatent Law was
thoroughly revised in 1949 as a result of the recommendations of the
Swan Committee, far from the right to apply for cempulsory licences
becoming restricted, there was a further enlargement of these
grounds. : 1

Proposal for Frec Trade Area in Europe

133. Though the U. K. has been one of the major industrial coun-
tries of the post-war world, she clings with tenacity to the provi-
sions regarding compulsory working contained in her Patents Act,
In 1957, a proposal was made for a Free Trade Area in Europe. The
idea was that the member countries of this Urien should have a
common Industrial Property legislation, particulzrly in the mattes
of patent laws, and onc of the important matters which was involved
in this scheme was, that the working of a patent in one of the coun-
trics of the Union should be treated as a working of it for the purpose
of the national laws of all the other member states. The countries
which were intended to be included in this area were the United
Kingdom, Germany (Federal Republic), France, Italy, Belgium, Hol-
land and Luxemburg. The patent laws of cach of these countries
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contain provisions for compulsory working of the invention within
each of them eand provide for the revocation of the patent in
the event of the non-working at the end of the period specified in
their respective laws. The U. K. did not agree to this proposal. In a
memorandum on this subject dealing with the economic effect of the
setting up of such a Free Trade Zone with the provision outlined
above the Board of Trade is reported to have said: .

“The practice of granting limited monopolies for new inven- .

tlons is universally regarded as not only a legitimate fune-
tion of a State to provide the inventor with the mecans and
opportunity of obtaining some rewerd for his enterprise
but one that is of definite value to the industrial end
economic development of that State. Quite elearly this
second object would be vitlated if the demand for a
patented article in the country in which protection had been
obtained were met wholly or maialy by importation of
-that article into that countr?h ...One suggestion that will
be put forward is that working of 2 patent in one Free
Trade Area country should be deemed equivalent to the
working of the corresponding patent in others. Such sug-
gestion would require the profoundest consideration in the
light of the international practice of voluntary cross-licens-
ing of patents. Large industrial concerns with considerable
holdings of European patents would undoubtedly benefit
if the suggestion were adopted. They would be able to
concentrate large scale production at home and distribute
their manufactures {o the other countries within the Area
under the protection of their patents in those countries.
In assessing the extent of this benefit it would of course
be necessary to take into account the loss of royalties they
now receive {rom the various countries as licensors of their
patents, In each country however a large section of indus-
try is engaged in working- patented inventions as licen-
sees of patents owned by foreigners. To what extent this
obtains in the U.K. is impossible to say but it must be
quite considerable.. If therefore working in one country
were regarded as working in the others, the effect on UK.
licensees would be scrious since: the licences would in
most cases be terminated and, thercafter the demand for
the goods made thercunder would be met by importation.”

Lisbon Conference of the International Union

134, More recently, in 1958, at the Lishon Conference of the Inter-
national Union there was a propaosal supported by the US.A. to in-
troduce into the International Convention an article requiring the
member countries to amend their patent laws so as to forbid revoca-
tion of patents for non-working, leaving compulsory licensing as the
only penalty for abuse of monopoly. This was opposed by practically
all the industrially-less advanced countries and was lost. The Tur-
kish Government opposing the move said: .

“ @ » ¢We merely put forward the observations quoted in a
passage of the Acts of the Conference of London, 1834,
page 878~ -

“The Polish, Czecn, Spanlsh and rugosisy uviegauuls
ingist on the importance for countries whose industry
is under-developed of the continuztion sf the sanction
of revocation of the pstent for non-working, in view of
.the fact that in these ecuntries the number of patents
iaken out by foreigners is far greater then that of
patents granted to nationals and that foreigners are
always inclined not to work their patents to the
detriment of national industry ard emgployment.

“Obviously, the present text, while creatizg an effective
monopoly, would strengthen the positicn of states that
are highly developed industrially. Trat is <why the
countries whose economic situaticn is net so satisfac-
tory will also insist on the ncn-zcceptance of the new

Yy text; as {8 well known these same countries showed no
interest in the Londen amendment.. . ..

“The industrialised states, without being excosed to sericus
difficulties, have gained greatly from tr2 possibility of
monopoly given them by their patents. Will the less
industrialised states therefore newver have tho right to
benefit from these advantages?”

What, however, is even more pertinent is tha: the U. K. Gov-
ernment joined these opponents observing—
“s & = We are in some doubt whether tf
to abolish completely the power
the ground of failure to work”

Criticistn against compulsory
provisions answered

licensing and

Alb

135. Patents must be enabled to fulfil their prime purpose, viz,
being worked in the country, and as early as possibie after they are
granted. Where this is incapable of being achicved the law must
enable a patent to be revoked. The history of other countries and
particularly of the U. K. which 1 havé set cut earlier furnishes a
valuable precedent, and aflords guidance for the course to be adopt-
ed. It has further to be borne in mind that compared to the posi-
tion of the U. K. vis-a-vis America and Germany 1n 1907-1919, India
is today much less industrially advanced compared to the major
industrialised countries, and her laws in respect of compulsory
working and compulsory licensing have accordingly to be broader
based.

Before discussing the precise changes which are nceded to im-
prove the law, it is necessary to refer to one or twa matters in con-
nection with the subject of the effectiveness of compulsory licensing
to counter the evils of unworked patents. The U. S. A. is perhaps
the only country in the world which imposes no restrictions on her
patentees by way of compulspry licenses or compulsory working and

“her industrialists and patent lawyers consequently most often inveigh

against guch restrictions on the score that- they are improper
infractions of the rights of patentees and are besides detrimental to

. (<)
working




the interests of the country itself which imposes such restrictions.
In this connection it is necessa

A COLLS _ ry to bear in mind a few facts, The
g&;ﬁ: U. 8. A, is a country with immense wealth, a super abundance of
otion ) natural resources, a large surplus speculative capital available for
ewr of 5 investment in new ventures and highly specialised and diversified

S atents ¥ technical skill so that the country offers ideal conditions for establi-
‘hat of shing new industries. The result is that the proportion of patents
T are granted in that country to those that are not worked there but are
Yo the worked elsewhere is very small, Besides of the number of patents
; granted every year,—and now this is near the six digit mark-—barely
A about 1]10 are granted to foreign nationals—the lowest among all the
Tective \ countrics of the world. Furthermore, any tendency on the part of

% that foreign patentees to work their invention abroad and import their pro-
hy the ducts into the country is countered by high tariff walls. On the other

Cisfac. hand, her industries benefit by a large expert market. The U, S. A.

o now can therefore offer us no parallel and the criticism of some of the

ed 10 A‘merica.n patent specialists as to the infvisability by any restric-

tions being imposed on patentees have to be understood in the light

of this background, Even outside the U.S.A. there are some critics

serious who view with disfavour any restrictions en the rights of patentees

ity of i —and these arc nationals of the more industrlally advanced coun-

o ez trics—and asscrt that the provisions for compulsory licensing and

~ight to even more the provisions for compulsory working have an adverze

effect on the economy and industrial progress of the countries adopt-

ing them and in any event are ineffective to achieve any useful re-

.. Gov- sult. The_facl that despite these criticisms, provisions for compuli-

v sory working and licensing have been retained in the laws of almost

et ripe > -, every country in the world including most of the industrially ad-
vLoN : vanced countries affords a sufficient refutation of those theorists,

: 138. %L has sometimes been asserted that if the law of a country

contained drastic provisions in the matter of compulsory licensing
.ymk‘ing‘a and compulsory working, it would have such a dampening effect on

inventors, that the rate of invention would appreciably diminish
which would be reflected in the number of applications for patent

e, viz, _ & grants. But this is hardly borne out by facts and it is suflicient to
hey are Ri refer to the figures of applications for patents during the yvears Im-
v must mediately following the cnactment of such legislation in the UK.
‘jes and and in India. Appendix A Table (7) contains the figures of applica-
\ishes a tions for patents in the United Kingdom during the period 1902 to.
+ adopt- 1913.  Notwithstanding the drastic provisions iutroduced by the
ne posi- legislations of 1902 and 1207 in thc matter of compulsory liéensing

), India and revocation for non-working, the number of applications filed
s major show no diminution. T might also mention that in his Report for the
pulsory year 1909, Mr. Temple Franks, the U. K. Comptroller General, after
‘broader - referring to the provisions for revocation contained in scetion 27 of

the U. K. Act of 1907, said:
o im- “It may be added in conclusion that the operation of the sece
ot tion has apparently not diminished the applications for

Lon E?“' patents which numbered 30,603 during 1909, the higheat
icensing number but one yet on record.” C
verhaps
< on her \ The figures of applications for patents in India since 1950 whexn the-
ing gnd Patents and Designs Act, 1911 was amended expanding the grounds
_inveigh | for compulsory licensing on the lines of the U, K. Act of 1849, set-
nproper ' '

antal to
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out in Appendix A Table (i), and the figures of the patents for in-
ventions in .relation to drugs granted subsequent to 1852 whem sec-
tion 23CC was intreduced, set out in Appendix A Table (3), should

suffice to dispel any apprehensions on this score.

131, Another 'argument advanced is that compulsory licenmes are
ineffective and the smallness of the number of applications for the
relief is cited to show that the provision satisfies no real need, and
echieves no purpose. It is undoubtedly true that the number of ap-
plications for compulsory licences have been few in the Unitec¢ Xing-
dom, and 1 will add in India also [vide Appendix A Table (8) .. This,
feature was urged before the Swan Committee as a ground for drop-
ping the provision. The Commitiee, however, as already  stated,
recommended not merely the retention of the system but itg zireng-
thening by breadening tﬁe grounds on proof of which licences could
be granted. They attributed the paucity of applicaticns for relief
under the statute to.the following four main reasons: °

(1) The existence of the provision for compulsory licences in the
statute book might have haf the effect of inducing patenizes 1o
voluntarily' grant licences on reasonable terms with the rescit that
there was no necessity to approach the Comptiroller or the Court
tor relief under those provisions. In this connecction, I may mention
that in his Annual Report of the U. K. Patents Office for 1239 the
Tomptroller General obsesved:

o

“{t seemns also necessary to add, that while the revceatizn of a
. patent is the only direct result contemplated by
tion, there are many indirect results which may e ox-
pected to follow.  The cases already tried show thzt even
when the patentee docs not manufacture himself, orders
haye been given to British firms and licences offered for
the manufacture or carrving on of the article or zrocess
in order to meet the requirements of the section. It seems
probable also that the mere existence of the cectizn and
of the power to revoke has tended to bring about tze esta-
blishment of manufactories in this country, and an increas-
ed employment of British Iabour.”

e sec-

(2) Notwithstanding the width of the language in which the
conditions justifying the grant of compulsory licence was couched
in the Patents Act of 1907 to 1946, the courts had placed a2 narrow
interpretation upon some of these phrases with the result that the
provisions ceased to be capable of being invoked in a large mumber
of cascs for which Parliament had intended. The remedy which the
Commutitee suggested was to alter the language of the provisions so
as to put beyond doubt the intentions of the Legislature ancl also to
widen the scope of the grounds on the basis of which the relief could
be asked for, thus countering in this respect these decisions,

(3) Very many of the inventions covered by the patents which
were not worked within the country or were not worked to an ade-
quate extent, the working in the country being merely a mock
working—could not be exploited merely on the basls of the infor-
mation contained in the specifications. They required in addition
a considerable amount of knowledge of other technical details as to




LN

working  which are comprehended in the compendious
expression ‘know-how'.  The Committee was of the ‘opinion
that in the absence of the imparting of this ‘know-how’, the patent
could not be cconomically worked, and as there were no means by
which the Comptroller or the Court could insist upon the communi-
cation of this ‘know-how' to the licensee, the grant of compulsory
licence was really without use. The Committee thought that this
was responsible for the very small number of applications for com-
pulsory licences, but could not offer any solution to the problem
created by the unpatentable ‘know-how’ standing in the way of
working of the compulsory licensing provision of the Act. :

(4) The last of the grounds which they considered as being res-
ponsible for the small number of applications fo ulgory licen-
.ces was based on the provisions of the Trade Marks Act. It was
éxplained that patentees who had been working their inventions’
abroad, partfeularly. of German nationality, had been vending their
goods under trade marks which have become well known in the
market and that the applicants for compulsory licences thought that
they could not successfully compete with the goods of the patentee
vended under their several trade names. The Committee, therefore,
suggested that the provisions of the Trade Marks Act might be
examined with a view to eliminate this handicap to licensees.

Changes recommended in the Indian law

138. I shall proceed to consider these four factors in the light of

the conditions in this country and set out the proposals I wouid re-
commend to render the provision for compulsory working and licen-
sing effective. [ will premise the discussion by endorsing and empha-
sising the observations of the Swan Committee that the concept of
‘abuse of monopoly' as the justification for the provisions in regard
(o compulgory working and compulsory licensing is too narrow.
In the words of Akerman, “The compulsory license has acquired a
positive function in serving the general interest of the community,
in itself, and independently of an abuse on the part of the patentee.
The concession of a licence is no longer the sanction for the failure
of the patentee to live up to his obligations but the form under
which the community expresses its right over the invention.” (Casi-
mir Akerman L’ obligation d'exploiter et la licence obligation en
matiere de brevetes d’invention. Paris 1935; pages 311-312 cited by
Penrose ibid at p. 184). In other words, these provisions though
they might undoubtedly operate to counteract cases of deliberate
‘abuse’, must, on the other hand, be viewed as a necessary adjust-
ment of the patent system to the demands of an under-developed
cconomy.  There s no uniformity in the economic problems which
confront different countries at any time cr even the same country at
different periods of its history and account has therefore to be taken
of the actual conditions in the matter of devising the precise adjust-
ments which are needed to rectify the imbalance which the patent
system is apt to produce if left ungontrolled.

138. The compulsory llcensing provisions in the Indianl Patents™
and Designs Act, 1911 as originally enscted remained almost a dead
letter, for reasons explained by the Patenta Enquhjy Committee, which
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1 need not repeat. On the recommendation of that Committee, the
Act was amended 50 &s to bring it almost intc line with the corres-
ponding provisions in the UK. Act of 1948 These amendments
which were effected in 1950 have been in force for over 8 years,
and the interval should be sufficient to permit an appraisal being
made as to their effectiveness, their defects and the manner 'm.whlch
they might be remedied so that patent grants might fulfil their true
purpose, viz. promote national economy.

140. As already stated the number of applications in India for
compulsory licences have been very few [vide Appendix A Table
(9)]. It iz possible that the enlargement of the grounds and the pro-
cedural facilities afforded by the amendment effected in 1850 have
tended to induce patentees to grant voluntary licences c¢n reason-
able terms to those desirous of utilising the patent ar‘}d‘th}zs' obviate
the need for applicaticns to the Controller. E\lo sta:‘tstxcz;: informa-
tion is available as regerds the patents which have thus zeen hc'en;
sed and so the efficacy of this ground must be a matter_rngrely of
surmise. In this ccmnection one matter is worth menticning. It
the possibility of the grant of a com pulsory licence ects as :m mducg:
ment to the grant of a voluntary licence on reascnab‘\.e‘ aerms,' 1i
stands to reason that this inducement cr pressure must ce greaki_
if the grounds on which the licence could be granted were enlargec,
or if otherwise the cbizining of the licence were made easier by
suitable modification of the adjectival law. In t‘n};f&:nze:it tn? Obsre‘:'
vations I have extracted carlier from the Annual Report by tne TEK
Patent office for 1808 appear very ept.

Revoceation for non-working

141. This brings me to the fact that neither the India:n Patents
and Designs Act,‘lsli, as now in fcrcq, nor the Patents Bill of 19?’3
contains any provisicn for the revocation of a patent for non-work-
ing. The UK. Patents Acts have since 1902 cpns:‘stent‘xy carylgcha
provision cnabling the revocation of a patent in the ove?t of YMOA--*
working (vide section 42 of the UK. Patents Act, 150, 1 1au:
already drawn attention to the attitude of the UK. Gove ament at
the Lisbon Conference in 1858 regarding the abandonment of  this
provision. Though the Indian Patents and Designs Act, 1911 as ofzgi~
nally enacted contained a provision for revocation, as & relief a telc;
native to the grant by a compulsory licence, the conditions stxpula}e
on which alone these reliefs were available were such as to render the
provisions wholly incflective. The Patents Enquiry Committee ﬁn
suggesting the reform of the law by modellmg‘the sections on the
lines of the UK. Act of 1949 included a provision for revoca&mr‘ﬂ.
[vide the Committee’s draft of secction 22(11) 7. \‘\’hen, however,
these recommendaticns were implemented by’cnacting Act{XXX'II
of 1950 the relief by way of revocation was omitted and this omis-
sion has been continued in the Bill. In the. questionnaire which I
cirenlated I made enquiries regarding the desirability of a provision
for revocation and the majority of those who answered this query
favoured such a course, the opposition being almost conﬂneddto
elther forelgn patentees or their professional advisers. I consi }fr
that it is very essential that there should be a provision for the

.
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revotgaticn of the tentlein the event of continued non-w'oékmg and
in the notes on the relevant-clausea I have. discussed
form this should take. - o the preclse
142, 1f a country with the industrial progress of the U.K. is un.
willing to drop the provision as to revocation for non-working in
her law, the need for such provision in the circumstances of our
country requires no elaborate argument. Besides such provision
has other advantages to which I shall advert in due course

Expansion of grounds for cempulsory Hcensix;g

143. The second reasont adduced by the Swan Committee for the
paucity of applications was that the conditicns which hed to be
established to obtain a licence were somewhat narrow, besides the
phraseology cmployed to signify them being ambiguous with the
result that on the consiruction adopted, the benefit of the provision
could be invoked in very few cases. They recommended a redraft
o§ the grounds which was substantially aciopted in the Act of 1949.
Eight years have passed since that Ac! has been in operation but
even during this pericd the number of applications have not been
very numerous. The first reason already fiscussed, namely, that a
statutory. provision for compulsory licensing might induce volun-
tary grant of licence, might in part account for this feature, but as
I shall point out in detail later, the Courts have also been inclined
to follow in scme respects the earlier decisions as regards the con-
ditions to be established before an applicant could succeed. I have
therefore, thought it necessary to suggest modification of the'
language of the conditions tc overcome this defect (vide notes on
clauses 40 to 47). ‘

144, Apart from changes of a drafting character, there are two
matters of significance which I consider have to be taken into account
in framing provisions suitable for this country, viz. (1) elimination
of the requirement as to commercial working, and (2) expansion of
the ground for compulsory licensing so as to enable an export
market to be created,

Tost of Commercial working in the grounds for licence to be omitted

145, The first of the grounds on which a ¢ompulsory licence or
endorsement could be obtained under section 37(2)(a) of the U.K.
Act of 1949 [vide clause 40 (2) of the BillJ—is “that the patented
invention, being capable of being commercially worked in India, has
not been commercially worked therein-or is not being so worked to
the fullest extent that is reasonably practicable”: ‘This does not
appear to have always been the law in the UK. When the pro-
vision appeared in section 27 of the UK. Patents Act, 1807, it on-
abled a patent to be revoked:“if the patented article or process was
manufactured or carrvied on exclusively or mainly outside the UK”
and in such cases the Controller could order revocation “unless tho'
patentee proved that the patented article or process was manufac-
tured ov carried on to an adequate extent in the UK, or gave
satisfactory reasons why it was not so manufactured or carried on".
Construing this section, Parker J, observed:

“eerlt wag suggested that.if a gatentee could prove that an
e

industry in a patented- article or founded on a patented
process could not be carrled on in this country or ag
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profitably as it could be carried on zbroad owing to
difference in the cost of msterial or labour, or other local
conditions, he would have given a satisfactory reason
within the meaning of the section. I do not think this
suggestion is entirely correct. Certzinly the fact that
persons who were carrying on the indwstry in this country
would make smaller profits than persons carrwing it
abroad would, in my opinion, be nc¢ satisiactory reason
at all. I can conceive cases in whick a patentee having
obtained a patent may find it impcesible to work it in
the United Kingdom becauce of the mature of tme inven-
tion, or because of the loca! conditions which prevail here,
but not in other countries. although these cases must,
I think, be rare. and may be exceedingly diFcult fo
prove. - The extra cost of labour or mazterial mav well be
counter-balanced by supericr skill or :n other ways. But
it can never, in my opinion, be sufficzent for a patentee,
defending himself under the section to prove that he
cannot now gtart an industry with a=y chance ={ profit.
The question really is: cculd he have done so :f he had
used his monopely fairly as betweez home anz foreign

trade, or if he had devoted the time and meor which
he has cxpended in developing a fcrei indusiry  to
developing a home industry? It may well te thzt having
developed the industrv zbroad anZ  given  fcreigners
several years' start, he may find it cifficult, not im-
possible, to develop the indusiry on the came lines here,

and yet such an industry might weil have arisen but for

- the preference he has given to foreign countries. It was
also suggested that the section only contemplates revoca-
tion, if revocation would iead to thz establishment of a
new industry or the further develccment of an existing
industry in this countrv, so that if the patentee had by o
abuse of monopoly succeeded in preciuding the possibility
of such establishment or development, his patent ought
not to be revoked. I dissent entirely from this suggestion.
I see no reason whyv the section shculd not have been
intended to penalizse a patentee who has a2bused his
monopoly and by a revocation of the patent, this country
becomes at any rate free from restraint on iis ~trade
which is opposed to the spirit of its common law”—(In
the matter of an application for the revocation of
Hatschek’s Patents, 26 R.P.C. 228 at 243).

jo1
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146. Section 27, was, however completelv  revised when the
U.K. Patents and Designs Act was emended m 1919 and Section
27(2) (a) as then revised ran—

“If (at any time afler the expiration of four years from the
date of the patent) the patented invention (being onc
capable of being worked in the United Kingdom), {s not
being worked within the United Kingdom on a com-
merclal scale, and no satisfactory reason can be given
for such non-working.”

Ve mewaavUl UL (BISU



‘he other alternative grounds which were get out in Section 27
;sh(érr?evﬁged all fp!‘oceedgd on the basis that the invention should be
capable of being worked in the United Kingdom, to sustain an
application for compulsory licence, and therefore to an application
{or revocation. .

-

147. When the Swan Committee revised the conditions. which
might broadly be termed an abuse of monopoly, Athey rgtamed §he
reference to, the possibility of comrx}e'rcial working [vide Section
37(2) (a)] and suggested a riew provision [vide Sectlon 31(2) G
practically restoring the provislon of the 1807 Act under which the
Worl<ing of the invention abroad and tbe supply of the UK. demand
by importation justiflied a revocation of the patent. Section
37(2) (b) of the U.K. Act, 1048 runs:

“(b) that a demand fof the patented _arf,ic]e in the Umte’d
Hingdom is not being met on reasonable terms, or s
being met to a substantial extent by importation.”

It is possible that this ground on its language might be available
even in cases where the patented invention was not capable of being
worlked in the country. But in effect the concept that the inven-
tion rnust be one capable of belng worked within the country was
brought in by the consideration which the Comptroller has been
directed to take into effect under Section 33(2) and in particular
para (b) which reads:

“(b) the ability of any persons to whom a licence would he
granted under the order te worl: the invention to the
public advantage.”

148. The result is that notwithstanding the wide language of
Section 37(2) (b), neither a compulsory licence nor an endorsement,
cither at the instance of a person interested or a government
department, is obtainable in the UK. unless the invention is capable
of being worked within the country and the Comptroller can reason-
ably contemplate some person as willing to work the invention on
a commercial scale. It follows therefore, that as a patent may be
revoked only if, after two years subsequent to the granting of a
compulsory licence, the conditions set out in Section 37 obtain, no
patent could be revoked which is not capable of being worked in
the country. In other words, such patents could be utilised to secure
solely a monopoly of importation, besides operating to block research
and industrial activity in the relevant fleld.

146. Bearing in view the industrial progress of the L‘Tni;cd
Kingdom, the numbee of inventions of which it could be predicated
that they were incapable of being worked within that country must
indeed be very few. But the same could not be said of India. If
therefore the law in this country permitted patents to be main-
tainod on the rvegister, regarding which it could be asserted that
they could not be worked with profit in this country, so as to

. adequately meat the demand:-for the patented article, we -would

have a number of patents which were worked abroad and which
the patentees utilised merely to secure & monopoly of importation.
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I therefore consider that the test of capabx,W of being commer-
cially worked-within the countrv as & cond<tion for the grant of
relief under the compulsory working provisions should be dropped.

Redraft of clauses in Chapter VHI explained

150. In the ‘redraft of the clauses in Chapter VIII of tHe Bill I
have sought to achieve this omission of the tes: of commercial work-
ing by the combined operation of three provisicns: First, by-deleting’
the reference to the invention being capable ci being commercially
worked in India in the relevant clzuse setting out the condition on

which a compulsory licence or compulsory ezdorsement could be
cbtained.

151, Secondly, and this is more vital, by providing for the grant
af a compuleory endorsement where the Cont-oller i3 satisfied that
the reasonable requirements of the public with respect to a patented
invention have not been satisfled bv manuizzture in India,—and
this includes (a) where factually the invention is not commer-
cially worked in the country, and (b) whe the demand for the
patented article is met to a substantial extznt by imrportation

from abroad—without any reference to whether or not any person

fn the country is willing to work the invent zn,

152. Thirdly, by me
revoked which is not fa
try after two years from

not a licence is granted {

163. T need only add that under Section 42 ~f the 1.1, Act, 1649,
which provides for the revocaticn 2f patents far non-working, that
relief can be had only if two years have pazsea after the “grant
of a compulsory licence under Section 37”7 ar the conditions set
out in Section 37(2) persist even after such a grant.

154, A question might be asked why inventions which are in-
capaple of being worked in the country should not be rendered
unpatentable. This, however, is not feasible because, firstly, it
would, if contested, involve complicated enquiries of a kind which
it would not be possible for the Controller to conduic’: secondly the
country is progressing industrially and an invention that could not
be worked at the date of the filing of the complete specification,
might be worked after the lapse of 3 or 4 vears from then; and
lastly, it would not be possible to predicate of any invention at the
lime when the application for patent is made that it was absolutely
incapable of being worked in the country.  That is why I consider |\
that rendering unpatentable of inventions ) '
of being worked in the country, is neither practicable nor desirable,
Ground as to non-supply of export market

155. The second matter in respect of which 1 would suggest a
varfation  from the law in the UK. is as regards the purpose
which the “working of the invention” ought to achleve, in order
to constitute the working ‘adequate’. In the United Kingdom, on
the recommendation of the Swan Committee, it is provided in the

vich might be incapable |




