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((~ e • We do not agree with
patentability of chemical r>,,..rV'!11~i

accepted it would hinder
protection of the itself
inventors in the

Sll'it.::r.rlnnd.-Patents Art of'19:14.

Chap. 1. Pa rt 1: Sec. 2-PnLC'nts Sh;ll; be refused for the
follo\vlng- if 0 In\'cntlons of chcmirnl
are unp;ltcntrl1)1c h'Jt rnrJll,:C'<J1 pror-essr-s
ob tJ in in g t hC'rn r! re r;1 i cn {.l h1(',

U.S.S. R.-Sn\'ict Patent IH'~' or 1\t8rch 5. HH 1.

Chapter I; Para 2 ~ Au lhor' s ccrtlnre te nno ria ten ts arc
not issued for any chcrntcnlly obtained products but
only for. M\V methods of preparing tbese products.

Yl4Jo31avia,--{)rrllnance of November 1920 & Ln\V o! December, 1948.
. Subetancea jiroduced by cricmical rr.e ans a~ not pn tont-

abl~ but new pro<'lH;r~s for their rnanur ar-ture may
00 'On tented.

The Government of Yugoslavia observed-

". (1 * the problem of the patentability of chemical
as such and the protection of the process for their
tion should be assessed the point of view of the
economic interest of each of the Ur.ion, and it
follows that the decision on this question and its regu­
lation belong to the domain of national law.

Apart from that, We are in no \\T8Y convinced that} in en.. \...,- '-''-J

the principle of patentability of chemical
would be contributing to industrial development ririd t'J
work in the field of scientific research; on the con t.ary.
we think that the protection granted to these products as
such would present, not 3 broke upon, but an obstacle
to their production new processes. II

66. Before- however passing from this topic, it is necessary to
'mention one matter. According to the German law and the law of
most of the othercotintries-..:..barring and a ieVl othe:rs-a
patent for a process affords protection to the patentee not merely
against the use 'of the process by others but also against the sale of
the products produced by such process.

of
person.

For the above reasons) we are not in favour of the ""r'I"\'

new Article 4 quater".

~. The observation of the Government to this proposal
Wli! on the aame Jin~..r-

. History of the Law relating to chemical Patents in the

67~ ·Since a reference has been made to the U.K. la\v on the subject
.~nct Clause 3.(d) in the Bill is derivo-j from Sect ion 38f\(1) of the

-,-_..._.-.--.--------_.---------------
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of tl pr-otected product would net as brake on further
scientific research which, in view of the right

t
could hot

lead to the development of new .manufacturing processes
independently of the wishes of the patentee of the new
product. For example, where the manufacturing process

F1o![al1d.--Patl'flt Law of 7th Noverr.ber uno.
Part I-Art. 4-PatentB ore not gr~Hltcd for c!leTnic,ll

products: alloys, glas~ and cement {] rc not p;.lten tnl)l(~.
Processes for pre-cueing such products arc ~ll()\\'ccl

Gertnnn Empir(!.--Law or 1877.

No patents granted for chemical products; but processes
tor manutacturtnz such I products patentable.

Gcrrnanv (Federal RepulJUc).-:"'Law of July 18, 1953.

Substances prepared by chemica) processes are not
-patenta'rlo but spectllc processes for their
facture arc patentable-c-allnyr, are trcJted outside
doss of chemica: products and are patentable.

Gcrmanll (DemQ<·rntk. Republic) .-Potent Ln\V of Gth September 1950.

Art. I-PotentB tor substances of chemioa) orIgin not
granteD bu.t special proCCS,')C5 of rnn nu far tu re
patentable.

HlLHOrtrv.-Pntent L ...1W of July 1895, M subsequently amended.

Articles produced by chcmicnl processes are not patent­
able though prOC~8 themselves might be p~dcntQble.

lta!V.-Lnw ot April 194L

Product clalrns ore perrnlt tod for chemical invCIllions,

)c.pan.--Bunic Law No. 96 at 1921 as subsequently amended.

Substances manufactured by chernlcal ~rCCcgSC3 are not
patentable but the precesses for tneir manufacture
a.re patentable.

Mexieo.-Law of Ist -Junuury 1943.

• Art. 6(5)-Chernh.:sl products per se not pCltcntnble ~u{
new' processes used in obtRIninR these products are
patentable.

Norwav.-Act or "1910 with subsequent a mendrnenf s.

The Norwegian Act excludes (ron, pa tcn tnbl li tv invcn­
tlons relating to chernical compounds nlthougl
processes themselves nrc patent able.

PoInnd.---A('t of March H}28 as su'asequently emended.

Claims for products obtained by C'h~mfcnl pro('('.~scs nrc
not pn ten to ble but spccln1 rfO('flssrs u ::rd t () (J h~ ;tlil

~~Irh p rodur-ts arr- pntcntnb!c.

Spn;n.-l,;l\\, of .Iu ly 2G. 1!)~f).'

Under Art. 48(2) rhe"mir-;d pro0urts ;)1"(' nol p;Jtcntnhl!'"
ns :-ll!rh. However, processes, apparntus OJ mnrh ino
for prod~c1ng such products nrc pntent;lhl('.

SW(!dt9tl.-!\rt or 1884 us subsequently amended.
Invention! relating to chemical rompounds nrc not

patentabte but ~1a1 ·Pt~~~~ for mannfa('tl1rin~
them are pctent~.
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the: CC'~~Tt oi
j ames 1.../.3., affirrncd

report of this case r·~:-s·~

bas been gran ted in England for 8

more cheaply 3 cherniccl product
known, the importation and sale in

of this substance made abroad according to the
process is 0 n i n] r in geITlcn t 0 f the pJ.ten t" .

A...nd, in Vcn
Appeal, whose
Elinslic v. BOlLTsieT.

This vIas expanded by Kerry C. B. in V.,Tright v. Hitchcock in uphold­
ing the claim of the Patentee-

4ltj>: e t) \Vhen a man has patented an invention another rnrght
crossing the channel arid manufacturing abroad and

selling in London articles made by the pa :e!1ted
pro-cess wholly deprive the patentee of the benefit cf his
mvention" (Per Kelly C. B. in 'T~J,/Tight v. ]-I'itchcock. 1870
L.R. 5 EI:{. - - - ,

70. There is, however, n11 the difference between the grant of a
patent for a product o nd the grant of 8 patent for. a prOC2ss--ev.en
though the process patent conferred an exclusive right on the patentee
to vend the: product made by the patented process. In the lct ter
case, the process has to possess the patcntabls churacterist.ics of
novelty and subject matter and therefore, as pointed out earlier, the
grant of a precess patent does not hinder the evolution of new
processes for producing tho same product, subject, however, to the
doctrine of chemical analogues.

71. The judgment of Lord Davey in the Acetylene Case (22 R.F'.C.
145) .n which appeared an obiter which favoured thc~ viev..~ that
product.s produced Ly chemical process could be a "manner of n ew
manufacturn" provided of course the product \VJ:3 l1C\V was rendered
in 1905, and within a decade thcrcJftcr C~1n1e :he first V/orld \VLlr.
(]ernlany \VJS no dOll bt def C~l ted bu thor ind ustriJl 'Potential \T;as by
no means shnttcrcd. 1"11e result \\'~lS th~lt the [0:11' of Gcr.-rnan
penetration in English industry, porticularly the chen1ical industry,
by means of patents ov.tned by GcrlTI3n nationals did not disappear.

D.ll Amendrncnt Act of 1919

72. Early in 1917, U COn1t11ittee kno\vn. us the Law A.. nlcndmc.nt
COD1tni ttre \~ras consti tu tcd l1nder the presidency of I-,ord P~l rl-:cr to'

29

expressly provided in the German Patents Law of 1877 and this was.
copied in the law of several 'other countries, but whether or not
there wus a specific provision to that effect in the statute. the 1a\V

was held to offer that protection. This had been held to be the law
in England from as early as 1835 (l¥1'inter v. Williams, 4 A. & E. 251).
In ELmsLie v. Boursicr (1869 L.R. 9 Eq. 217), which was the first, case
in which .the point was seriously argued. and decided, James V. C.
rested the rule on the rights conferred on the patentee by the Letters
Patent) and stated,

"T11e obtaining from abroad and selling in this ccunt ry ari
article manufactured according to the specification of a
E-atent is a violation of the privileges granted by the Le rters
Patent",

~

'There were, however, sorne observations which sounded the other­
\vay~see for instance the speech of Lord. Davey .in the Acety!ene
II LLLin ina t !'H 9 Coy)s cas c (22 R.P.C. 145 at 153) - but these \vere 0 n1y
by way of obiter and were also expressly dissented from in later
judgments of the House of Lords (see per Lord Shaw in British
Tbovcson-ll custor: Co. Ltd. vs. Charlesworth) Peebles Co. 42 R.F.C.
180 at 207).

09. This \VtiS the of the law or ruther the understanding
among the lawyers, when the Patents Amendments Acts of 1902 and
the -consolidating Patents and Designs Act of 1907 were passed.
Those enactments were, as I shall be explaining Inter, passed to meet
tIl\: thrca t of German cornpe ti t ion to Britain's industry, particu larly
in the chemical Held. These -enactments made provision for the
cornpulsory licensing of patents, and for the rcyocJtion of patents
for nOIl-v't·orkillt~. No at ten1pt \V'Qs , ho\vever, then lTI3de to rnake any
~tatutory changes in the In\v regarding the patentability 'of ch(:micLll
inventions presumably lHlcause it \vns assurned U1at tile l~\v in the
U.K. did not differ very lnuch from the law in Germany on that
point. In this connection it is necessary to bear in mind that. from

very early date, it authoritatiVely that a patent for a
process protected not use of process but also the sale
of the product made process.. As alt;e,ady stated Utis ,\vns

U.K. Patents Acts, 1907-46, it would be useful to advert to the history
of the law in relation to the patenting of, chemical substances in that
country. .

68. In the United. Kingdom, the law as to patentability of chemical
products was for a Iongwhile a matter of great uncertainty. 'I'he
test of patentability in that country was whether the invention was
a "mariner of new manufacture" within the meaning of the Statute
of Monopolies. For over t\VO centuries since the passing of that

f statute, claims to products per se were considered not alloy/able, but
I as i t appears tha t no applicant had sough t a pa ten t for a product

j
during the period, there was no definite decision; on the question.
Te r r cl! in the 5th Edition of his work on Patents (1909) summed up'
the: law as regards this point thus-

". * ~ Doubts ha ve been expressed D.S to whether a patent can
be grunted for a new product irrespective of the manner
iriwhich it had been brought into existence. It is submit­
ted' tha t such a grant would be wholly in valid, since it
would not be for a mnnufac t ure at all. For ex ample, a
new mctal rn ight be smelted frorn sornc well-known mine­

\V'11 ich rneta1 rn igh t passessex tr Q Ur din a r y quaIiti es, an d
become indispensable. A valid patent could be obtained
for the process of smelting) if novel in itself', which would

receive a wide construction so as to cover any
s irni lar process. But if some one discovered
met a! in a pure St3 to requiring no smelting,

the person who had actually flrst discovered the metal,
nrid paten ted the process of srncl ting j could not have a "
patent to prevent the owner of the vein Irorn selling the .
produce of his mine. The same remarks apply to n
chemical product".

r

J

,J.-.
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7f1. In the notes on the clauses of the Bill prepared by the Board of
-Tradc. th~t purpose of this provision was explained thus- . r

"This clause relates to chemical products ·and substances
intended for food or medicine and confines the patentee
in his spocificat ion to claims for what he has actually
invented. namely, the' su bstance us produced by the pro­
cess h.: hJS discovered: and not the substance gencrnllv
b~r wh atovo r proc('ss it may be made. This ameridrnont
wi ll bring the lnw of England into' greater ngrccnlcn t
with t he Inw of the ruaj or ity of foreign cou n tries (j nclud­
in:~ Gr rrnany ) and prevent our giving n wider protection
to for(\i~n chemists. than our own chemists receive.

It further provides for the grant of licences in respect of
inventions for the production of to·cd or medicine in order
to give the. public the benefit of such inventions, and
pre-vent monopoly"..1

;

~ ..... -.-.A,,A

auggest a reform of the Brttisb Patent law so as U> strengthen it
against this danger. The Committee's recommendations resulted ill
the Patents Bill of 1917, which, however, though introduced in the
House of Commons. was not proceeded with owing to the pressure
or other business in the House.

73. A Bill, in terms almost identical with the Bill of 1917,
-was introduced into the Iiouse of Commons in 1919 this ultlrnate-
ly became the Patents Amendment Act of 1919 r which received Royal
B sse n tat the end o f t~1 at ye 8 r.

74. The major amendments effected by this legislation included
(1) an expansion of the grounds on which compulsory licences could
be obtained, (:.2) special provisions dealing with the patentability of
inventions relnting to articles of food and medicine and for the grant

- of compulsory licences for working such patents, and (3) special pre­
visions regarding patents for inventions -relating to chemical pro..
ducts, I sha 11 be referring in some detail to the first two rna tters
later, but what. is of relevance to the present discussion is the last
one, The Iaw enacted in regard to patentability of chemical inven ..
tions was canto i ned in Section 11 of the Amending Act which intro­
duced Section ~RA (1) into the Patents and Designs Act, 1907, reading
as follows:-

Cl38A. (1) In the case of inventions to substances
prcpa red or produced by chemical processes. '.. , , . , . the
specifica Lion shall not include claim..s for the substance
itself. except when prepared or produced by the special
method.s or processes of manuiacture described o nd claim­
ed or b:' their obvious chemical equivalents:

Provided that, in an action for lnfringemcnt of :1 patent where
the invention relates to the production of a new substance)
any substance of the same chemical composition <L1')d constl­
tution shall in the absence of proof lathe contrary be deem..
ed -to have been produced by the patented process."

31

. Lord actually draf ted
the BIll, as follows the this .provision to
~~Y the ~ Addressing the Institute of Patent Agents in
~ anu~ry, 1918, the learned Lord the purpose of the corr es-
pending clause in the infructuous of 1917 in these terrns-s-

"There was an old controversy as to one could a
for a process and a t the same t irne for the product

the process. He had always maintained, in such dis­
cussions on Patent law as he had tuken part in, during
the course of his professional career, that one could not,
but he kn e\v the re \ve reo the r pc 0 pIe \Vhot00k a d i ff e r ­
ent view. In the case of a chemical patent for a drug
which might be represented by a chemical formula, the
patentee would describe the process and the formula,
and if it was new, there w as no doubt he cou ld [!ct a
patent for the process. But could he get for the
The product might be such that another Dian by another
and absolutely different process might evolve the same
p raduct, and if a n indi v'i d ual co U 1d get a p (1 ten t for the
product he would have a monopoly of that product, arid
no one else could make it even by quite different means
which wight be equally ingenious and beneficial to the
public. It was an open question whether in circumstancec
of .that sort a patent could be obtained for the product
8.3 well 83 for the process').

Section 38A o~ the U.I'l Act, 1919 construod
77. The origin of the clause and its terms were thus due to tw o

circumstances: (1) To clarity the law and remove the uncertain­
ties that surrounded the subject of patents for chemical substances
in· a. manner which would not be much of a departure from theIaw
as generally accepted before that date;

(2) To approximate the law to that which prevailed in Germany.
The granting of patents for products per se would have resulted in
an advantage to the German chemists for it would be mainly they
that would have benefited from the extended patentability. Not ..

.withstanding, therefore. the somewhat complex phraseology employ..
ed in Section 38A (1) t the intention therefore was that a chemical
invention in order to qualify for patent protection should be an
(invention' as defined in the Act, i.c., should possess novelty and
subject matter in the (process' by which the product Vl~S obtained,

78. This was achieved by the statu tory requirement that Ll claim
to the product would be nllowcd not per sc bu t on ly "when pr-epared
or produced by the s~ccial methods or processes of manufacture
described and clabnedJ

• These words were explained by Sir Ernest
Pollock, S.C. (later Lord Hanwort h, M.R.) in disposing of an appeal
against an order of the' Comptroller refusing an application in the
following passage:-

"What is L'1e meaning to be placed upon the word "special"
in the sub-eection? It is clear to my mind that it do<:t> not
merely mean "specifiedIn the specification!', The identity
of the method or proces-s referred to \vi th what is contained'---
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"Evidence was given to, us that , (11 though tho provisions of the
section have in fact been of considerable value in encou­
rag-ing the development of British s Chcrnical industry.
difficulties have arisen from the interpretation placed in
a decision (In the matte-r of M's Application for a patent-­
39 R.P.C~ 261) of, the Law Officer on tho word 'special' in

~j

also the example of the U.S.A. The meteoric rise of the American
Chemical industry dates from the erxd of the First World War when
it was released from the .deuderiin z effe-ct of the German owned
patents in that field being deal t witr:...- as enemy property. As already
mentioned the U.S.A. granted paterits to chemical products per S~.

The impact of the advance of Arne.rica together with the, feeling
that Britain Could hold its own against German invention were
factors that favoured the grant of a more extended monopoly. More
than all Sargant L.J. had in 1928 in the Sharp and Dohme case
(45 R.P.C. 153-.-1 have quoted earlier a passage frorr; the judgment

of Hanworth 1\1.R.) expressed himself thus as to the rne an ing of
Section 38A (1) :-

"It would seem, on principle, that, in the: case of a patent for
a substance, just as much as in that of an:l other patent,
there must be an elemer.t, a 'scint il la'. cf invent ion in
connection with the process and the material, at any rate,
in cQ7nbination and this would appear to be in accordance
with the implications of Section 38A.'l (The italics are
mine) .

These words meant that if the product \vas now, t:'12 precess need
not possess the scintilla of invention t~z'J novelty arid patentable
subject-matter and that a claim f or a new product 3S made by the
process described might be paten :ed even though the: process did
not constitute an invention.

C:'-' A i"'\ 1 ~ C' . ~ . , ~

JL. P: U ep(J rtmen t 81 ..?m n~ll t tee ~ to S'Jggest .a c~ :~ 8. b1C'Q n rv

m ents tothe I.)a ten t s 3 n d Des 1gn S z-l C t \V.2 S 8 D DOl Y1 ~ c;:l 1n J 9L ~ 12n CH~ r
the Chairmanship of Sir Charles Sargant.
Committee (which submi tted its report in 19~31) I the Paten ts and
Designs Act, 1007 vias amended by an Amending Act of 1932. 0 In
their report the Cornrni t tee said:

I

C&I)~ i 0 r to the Act 0 f 191g, it was cus toma ty for B r i ti sh spee i ­
ficat icns dealing "with the manufacture of new ch crnical
substances to include Claims for the substances them­
selves independently of the actual process of manufacture.
And, though the weight of authority may have been
against the validity of such claims, there was not any
reported decision to that effect and the subject \V8S not
free from doubts, which it was very desirable to remove,
particularly in view of the numerous cl ai ins of this class
made in the Br-itish specifications of German inventions
in relation to dye-stuffs".

I

tt}~.
11

in the sp~ification is sufficiently designated by the word
"described

t

• Nor do I think that the word "special H Indi..
cates, ~s has been Bugrested, Borne particular: treatment
which would not be effective in the absence of special
directions. The specification-if it Is to be of any service
-nlust always cQ(ltain directions which are to be follo\ved
with precision. In my jl!dgmcnt the word "'special" is
introduced. in addition to the word "described", in order
to connote that the particular method or process set out
in the specification must contain the essentials of a valid
patent-novelty,~amanner of nc\vmanufacture--a process
w h ic h produces by its own chemical reaction a new SUb-
stance. It must be a method, Of, process, which has such
attributes that it is the proper subject of a clalrn for letteN!

one tha t has some intrinsic characteristics which
are the invention of the inventor and for which a patent

be properly and legitimately claimer] and granted".
application; 39 R.P.C. 261 at 262).

79. This interpretation was expressly affirmed by him sitting in
the Court of Appeal in Sharp and Dohme Inc. v. Boots Pure Dl'Ug
Company Limited. (l92U-45 R.P.C. 153) where he said (p. 175)-

,,~ " " Further consideration of the word "special" and of the
to the section confirrns my opinion" as to the inter-

tion of the section which 1 gave when Solicitor­
[See M's Applic£ltion (1922) 39 R.P.C. 261]. The

section was intended to give tbe security of a patent to
in respect of which Ll method or process was

descr i bed in the specifiea t ion, "tha t has some intrinsic
which are the invention of the inventor

and for which a patent may be' properly and legitimately
clairn cd and gra.nted ll

•

80. The scope of Section 38A was conSidered also by Sir Thoma!!
Inskip. S.C. ill N.V.T's Application (42 R.P.C. 503 at 504») Where he
said: "It is well known that it was designed to prevent the appro­
priation by 8 patentee of certnin substances in such a way as to
preclude other explorers in the same field from devising improve­
ments in the nreparation or the quality of the substance in question.
The terms of the sub-section which I have quoted prohibit claims
for the substance itself exceE,t. within strict limitations". In a later
passage (p. 505) he stated: 'The distinction between process claims
and product claims may be a fine one and difficult to draw, but in
my opinion it is one that must be remembered. Section 38A (1). is
not, as I read It, designed to prohibit or restrict bare process claims,
a.nd if every c lairn for ;) process were to be regarded as a claim
n subslJncc rrcpared or produced by the process claimed, the scope
of Soction 3BA (1) I \\'ould be I unduly extended",

Sargunt LommlUcc lwport and the V.K. Amending Act of 1932

81.. The year was a. year a/great depression which was
reflected in a fall in the number of applications for patents in the

. United Kinttr!nm"':'-it fell bvoverauoo compared to 1930.. There was

~



85. It was poin ted out tha t if a c10 im to 8 new p:;-Od uc: \\'U
admissible. even though it V/3S obtained by D p:-OCC:::S \'v'h1C:l 'rr/~

old 8 n d vr«11 kn 0 wn, th ere was no rnean 1nth c 1av/ r r-qU 1 th e
describing of the well know n process 8S [1 corid it ion elf the z111Q\-~/~:1C-J

oi the product claim.

86. The second 0 bj ection W ClS t hn t thp ex is tenec 0 f t:-: is 1iIT!: ~2 tier,'
was not of any real usc since if 811 lhc w cl: known ::7lct~:ccs c:1
producing a product were dcscr i bed in the spccihc;;. tiC:-l i I: ,-":oul:::
virtuallv amount to a claim for the: SUDstDllCC j:sclf
when token in conjunction w i th the
lents" occurring in the sub-section.

87. Lastly, it was pointed cut that the; "obvicuz
chem ical equi val en ts n \V 3 S va g-J.1 e Zlnd 1edt() d i rCl CuIt ics 0 fin
tat ion and thai taking' into account the dcvc1npr;-'icnts in the:
of ph y sic sand chern istry. the r (; VI;) S COT1 sid c r ::1. b1c ci] me :j Jtyin de fl:>
L."'lg what a "chernical process" was.

The Committee expressed themselves thus:
H\Ve are impressed by the arguments which have bC~I

advanced in support of the proposal for removing thi.'
limitation on the claiming of new substances produced
"chemical processes, and we recommend that this lirni
tionbe repealed."

88. 'The acceptance of this rcccrnmcnd at ion h35 resulted in th:
deletion of the provision in section 3.81\(1) from the U.IZ. Pa ten t,

Act, 1949. The history of section 38A in the U. 1(. Act of 1907 to 19~t

set out above should suffice to show that the form of ci airn in t ro
duccd by the U.I\:. Act of 191 9 \1/8$ the resul t of a stri vi ng to cxprcs,
R compromise between the plausible in tcrprctn t ion of th c cxpressic:

'manner of manufacture' in the U .K. Acts ns including claims Ic:
chemical products and the German rule restricting chemical patent
to process claims: on the other hand the U.K. Amendment Act of 193:
was a shift in the other direction an approach though
to L'1e American model of to claims for 'n,.. M"~'

per sc, reflecting the progress Chemical •. ~ ~_
198 C &1---4

'~("i14U ~Ji ~Uct ~1f;j1~'lW.o.i1 ~W ~~fU£' eranu l"·<.x.~.Hi·u~rci~.&mfX.l \.1y
S'nsn Ccmmlttee,

84. The effect of this provision in the context of U-~~

advance of the United Kingdom in the field of chemical
was the subject of consideration the Swan Committee.
Committee recommended the of section r and
suggested that no distinction need be made between products which
were> the result of chemical processes and of other processes arid
that in both cases claims for should be patentable
Several arguments were the Committee for this
in the law. The first was in the case of a new substancc,
real inventioncconsistcd in the production of the su b s tance. the
process by which it was produced being in most cases only t~cz~

which were well known. If the novel ty consisted in t.h.e
the argument ran, there was no in protecting the novel sub­
stance only in conjunction with a process w hich was o~d anti wel l­
known,

1""\.,

•.'..,.

14381\ (1). In the case of inventions relating to substances
prepared or produced by chemical the specifi-
cation shall not include claims for substance itself',
except when prepared or produced by the methods or
processes of manufacture particularly described and as­
certained or by their obvious chemical equivalents!'

This recommendation of' the Sargant Committee \VDS

and Section 38A (1), was amended so as thereafter to read:

"U1.f~ plll'use\.nc specrar mcu.cds or processes oi manu­
facture' H.

UIt was submitted to us that such a limitation was not con­
templated by the framers of Section 38A, that the ambigu­
ous wording of the section has involved considerable un­
necessary expense to applicants for patent. and that the
presence of the word (special' has led in some cases to
the refusal of patents for inventions for the production
of new substances, when such substances were produced
by processes which might be said to contain no features
of substantial novelty in themselves, The unofficial evi­
dence on this subject was that the difficulty would be
overcome) and the sub...section cured, by excision of the
word 'special' or "alternatively (though this w as not quite
so ac.ceptable), by the substitution for it of the word
(particular' ". (paras 176, 179 and 180),

It would be seen that if the Board of Trade explained the object.
of the amendment Introduced by Section 11 of the Amending Act
of 1919 which inserted Section 38A (1), in the Patents and Designs
Act, 1907 (vide para. 75 ante) was to achieve an approximation to
the law in relation to chemical patents in Germany, the word "spe­
cial" was designedly used to designate novelty and an inventive step
In the process. But as I said earlier, British industry was considered
to have sufficiently advanced by 1931 to justify a marc extended
patent grant. '

83. The result of the deletion of the words "spcclal" and (l~lainl'"
ed' and their substitution by the words "particularly described" was
that thereafter a claim fora product was not required to be based
on A special process claimed and that it was sufficient if the method
of' preparing or producing the product was merely described in the
specification. It was not required that the method described should
be new or show an clement of Inver: tion, In other words, protection
could be had for. a ncwproduct even though the method described
for its production was not "a manner of new manufacture". The des­
cription of the method in the speclficntion was thus reduced to a
formality and it became the practice in drawing up a specification
to covet all known and possible alternative processes tor obtaining

, the product so that in efIlet. after 1932. sectlon practically re ..
eegnised th'e patentability ot a product Pff fe. if it was new.
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rnedlclnc: restrtctlous ~IJa,tents for inventions relating- to food
other countries.

94. So Iar I have been dcrl1ing w it h patents fOf chemical 8ub~

tnnces regardless of the usc to \vhi~'h these products cotild be put
The next n1tlttcr to be considered is in relation to paten ts for articleu
of food nnd medicine. Barring the U.S.A. there are few countries
in the \vorld 'that do not have special provisions as . regards the
patentability of inventions in respect of articles of food nnd medi­
("joe or as to the licensing and working of pntcnts in this class..

only process claims were adopted. In this connection I will recall
the remarks of Dr. Van Ing as to the effect of the adoption ofllie
German Patent Law of 1877 on German chemical industry. I would.
accordingly recommend that the relevant provision in claus.e2
might run:

"No patent shall after the commencement of the Act btl
1 in respect of inventions claiming substances pro­
by chemical processes including alloys but exclud­

ing glass."

with n. proviso permitting .thc p:' \. rr: ti ng of claims to processes. I
have in my redraft of clause 3 arid the notes to that clause eridea­
voured to explain the details of my recommendation.

93. Before however passing from this topic it is necessary to deal
w ith an objection that has sometimes been raised to the expression
.~'(l substance produced by a chemical process" as too vague to be used
tn 8 sta lute and t h a t this vagueness V/3S itself a ground for the

'grnnt of patents for substances per se. It is l.rue that the develop­
ment of modern physics has somewhat blurred the borders between
physics and chemistry but nevertheless there is no doubt t ha t for
all practical purposes the border .does exist. The accepted view in
rnodern chemistry is that it could not be predicated of n precess
that it is D chcrn ical process, unless 8 chemical reaction takes place
and a chemical react ion requires that 3 chemical individual 01'

md ivid ua ls should react so as to produce another chemical i n d ivi­
dual or other chemical individuals (see per Lord Evershcd ly1.R
Anglo Leus, ]Jatcnt, 62 n..p.c. 97). 1 do not, therefore, consider that
any confusion would be caused bv the usc of these words in the
statuto. There is, however, one matter which is required to be
mentioned.. in this connection. In the case of alloys nndglnss, it in
a matter of sorn e doubt whether the processes by which they are
produced might be termed as chemical processes. In several coun­
tries inventions relating to alloys and glass are treated as v.ut side
the gcncrC11 class of chemical compounds, e.q., \Vest Germany and
S\V itzertand. On C}C other hand, in Ho lla nd for instance allovs are
110 t exc1u dcd fro m the scop e 0 f the res t ric ti v c pr0 vis ion [} s to p'a ten t­
1ng of chemical products. J-Inving rcrard to the prescn t state of
metallurgical industries in India nod the urgent need for the dcve­
Ioprncnt of this field of ind ust rial act iv i I Y, I consider that the law
in relation to the patentability of alloys should be placed in the:
Game position as' that in regard to other chemical inventions ot
which it rcallv forms n part. In regard to glnss however, I see no
objection to patents being grnntcd for the product itself.

tor caemtcaj

in the inter-war period. No useful purpose will therefore be
by the adoption in the Indian Bill of a provision on the l ines
section 38A of the U.K. Acts 1909-1946.

lnD_.,. ""r.n",.. of the ofilce 1&1N-....wh:t

fih'r'\""C:.l""I~tn the effect of amending the law ns
the Bill, it would be convenient to refer to

tion as exists under the IndinnPatents and Designs Act, 1911.
"Invention" 1$ defined in section 2 (8) of the Act to D1C?an

rnnn ner of new the doubts expressed in the U.K. a!
the patcntnbility of products per se to which 1 have

auver tcn would appear to surround this definition. 'I'he pract ios
the Indian Potent Office does not appear to have been unifo~
Michel in his Supplement to "The Principal Patent Systems of tha
World" refers to a patent granted by the Indian office in which

claims w cre nl1o\ved, though n close eXCln1ina tion of th~
speciflcation shows that it is capable of being rend 8S

irn to u product as rnade by a process described. I
understand frorn I the Controller that in effect the Indian P0.tent

proceeds 'on the basis of section 38..1\ (1) of the U I\:. Act of
DS amended in 1932. So that practically clause 3 (d) of the Bill

makes li t t le or no in the Iaw S2 ve t ha t \V hat V1C1S rnero!V
ofthePatentis ~ 0 ugh t to be. g i venstat u tory i 0 r ce:

90, As the Swan Committee uoin tcd out, this f'orrn of claiminll
tor new products, WDS in effect to render such pf0ducts patentable
per se; only the specificntion 8S regards the process had to be
50 ()S to sat isfv t h (\ c:t ~ t \1 to,., .,-,.7 ~.l~ - ~ os many processes J.S could be

for adoption in India; claims for chemica! BUb!?
ranees not to be patentable.

91. The question is whether such a system is desirable for adop­
tion LiS part of the law of an under-developed country like India. 111
considering this) I hnve not omitted to take into account-c.

(1) the fact that a large number of those who answered the
questionnairo issued by me, as well 8S those who forwarded memo­
randa to the Patents Enquiry Corn mi ttee favoured a provision on
the lines of section 38A (1) of the U.K. Act of 1907 and

(2) the sub-committee of the Pharmaceutical Development
Council which met metlt Madr-as, by a majority suggested the
adoption of sr-ction :iSA (1) of the u.K. Act, particularly for phar­
maccu tical chrrn ica Is. In this connection I would on1y add t hnt the

who ans\\'('rcd my questionrnire and those who made rcprcsen.
to t ion to the ]I.1t en ts r~nCl u i ry Cornrnit tco as we 11 <1S the PhJrrn8ceu ...
tical Development Council were not in favour of gr:mtinr; patents
for products per se and considered Uw.t such n law \vould unduly
han1pcr resc:ll'ch in the country.

92, I have considered the matter vllth the utmost care and have
reached the conclusion that the chemical and pharmaceutical ind~

of this would be advanced 8J1d the tempo of r(~senrch
field be proinotM if the German system of permitting

-4.-
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frJoHand.-Patcnt Law of 7th
regard to ........ .-.....1 ... 1,,11,...

cl al ms ore
for producing Sood or

Germ-an

HUiiOGi'J.-Patent Law of July 1895 DS Zlr.:C:idcd,

ra~~lCi~~S~":~ ~~t ani mel:5 nre rio: i ~~';~~~ 7i~;jc~C=""~:1" t'?
ccsscs by wbl ch such 2:-t~c1cs nrc f;)Qde JJC ro~-e~.

1talv.-L..:-n.-7 ot April 1941. (Italii1o Pi1ti=':r<S Acts QTe go';!crncd by J~cct['.J
1Zl\'.'5.)

Under the law 0;;
prcpn r n t i o n or mtv \ l ,.\ "'(-:><::

r-larns were not
processes for the rn a r.ut ac tu r c or rnC(L~inC;; Z'j r c not
J)~ ten ta bl e.

Japan.-Baslc law "No. 95 of 1921
stimulants ormedic1n-e
thereof are not
the-n arc potent

McxicO.--t.n.1W ()( 1st Jnnunry 1943. ,
fAI-t. 6(5)). Patent nppdcotions rclnting to food, druzs
and medicines are not al l oweri by the fv~c:dC'an

La w unless the 1n Question h ave been r c
by the Mexican of Be>J1 th. In so (;IT r s thC'~

ar t lclcs of food etc. nrc mndc rhcrnirol rrOCC~5["S, th.~

products would not h<- ;]~1d cv cr. :(;r the
process to be p7'1tl'ntcc. of {he ['·._'.Jrc1 01
l1('('l1th would (,>c nc{'drd

Norwo v. --;\ct of 1;) I'D with su'U~CqU(,Ilt (iDll'f)(JrrH'nh, ~rht Jav.:
the granting ot pntcnt.s to rncdjCJnlcnt~ dnri
Tier (le. Invcn ttOI1S rc1t:1 t j n g to prOCCSSC,'1 for
such nrUclcs C\rc pntcnlublc.

Poland.-Act or 1\fnrch 1928 os subsequently amended. Clalrn5 for
inventions relating to m«:ilcinC1l Or nr4Jclc8 01 foOO n~
not patentable but proC'CSSC5 for obtnJning tbe same 9J"'t
patentable.

Tinland.-Lnw of Patents, Ist Jan. H144. Medlc'n al product c1.a.::-Ji aN
\ not patentable but processes for producing' tte::::::l are

patentable.
Franet.-Baslc law-5th July 1844.

Pharmnceutlcn1 composit:ons and r-crncdl es,
fftra and biological products are not patenta:',.i.~

,proces.ses tor producing tbe [1 re pa ten ta ble (}-~-t,

Foodstuff2J however OTC per ce.
01 1877. food, fried

processes ",for them pn tentable.

Germanv (Federal RepubUc).-Law
amended. Articles ot
for nourishment or er:!.:;ymcnt and
patentable but defmite p roceza for -pr~2TL"}.~

patents ble.

GC7manv (Democratic Repu\J1ic).-Art. 1 (2) (Law of Gth Def.:ernt:-€~ ~g50~
Inventions of victuals, luxury Goocb or me cic arr.c r.t.s a r e
not patents ble but special proccsses of rr:2-n'-l1LJc :=-.:-e oro
p atcntnble-

because most of the pharmaceutical are the of
chemical processes. But what is more is ever; in
large number of countries in which per se claims for chernical
substances are allowed, the laws permit only claims for 'precesses so
far as articles of food and medicine are concerned.

~
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'95. The patent raws of every country in Europe contain
restrictions on the patentability of. articles of food and pharmaceuti­
cal products. The French law of 1844 Wh1Ch permitted the patent­
ing of chemical products as such, however confined patents for articles
of food and medicine to process claims. Belgium in its Patents law
of 1854, adopted the French model. The German law of IBTI denied
patents to articles of food, medicinal products, though processes for
their preparations were patentable. The Swiss Law was recently
amended in 1954 and under it inventions of medicine including medi....
clnal mixtures and forms of medicine and inventions of food pro­
ducts are not patentable, but the processes for manufacturing medi...
cine or food are patentable, The law in Sweden and in
similar and so 'is the law in Japan. A..q I said earlier, in none of the
countries of Europe are patents granted for product claims for articles
of food or medicine and in a Iew (Denmark for articles of food
and Italy under the law of 1957 for medicinal products) even claims
for processes for producing them are unpatentable. For the law of
these and other countries sec the note below.'

96. In every country where its laws impose restrictions on the
grant of patents in respect of chemical inventions by confining
patentability to the invented processes, there is a similar or even
greater restriction on the grant of patents to inventions in relation to
articles of food and medicine. There is nothine surprising in this;

Footnott!l •
L-aw relating to po tcnta biLi tv of inventioils for rnedici 7lC and fooostn.[J,a

Aroentina.-LD\V ot leGit as subsequently amended, Medicines and phar­
maceutlcal compositions Including too~ bever,:q;t:s are
not patentable but processes for their prcparaticn are
patcnta bl e.

AtWtria.-Law of 1950. Articles serving for human nourlshrnent, rncdlcines
Dna disinrectanta not patentable. Processes for produclng
them arc patent a'alo.

.oet01um.-~~k lOUJ-l\1:lY 1854. Foodstuffs and medicines tor men and
animals not pa tcnta blo but. Pt"'oC'r-s"~g :!or theIr product.ion
patentable.

ChfIe.-L.&w of 1925;ss subsequently amended. Art. 5--B.everages and
foods tor men or on 'rnals, a 11 kinds of medlcarr.ents and
pharmaceutical and medicinal preparations not patent­
able but processes Cor their preparation are patentable.

Czechoslouakia.-Pn1ents Low No. 34 of 19!i7. Inventions relating to food­
stutTs nne! medicaments not patentable but the processes
lor their production nrc patentable.

Denrnark.-Patent Act of 1...9-193G wlth subsequent amendrocnis. rn'I'f7~­
t toris of medicaments. articles of f0nrl ant,] ail e<.l!b1o'?
drt:1~cnblc, SlllUhub1c or ouch li~e urtIeh:,~ which cannoe
be cons- de red articles of foed nnL! whIch aro ustuily
consumed for the sake of nka~ure and Ol pro('0-."-~·::'S in
connection \v1tb theproc1Uctlon of artici.es o( food are
not patentable but nroccnsc:; for the . production of
mcdlcnmcmts aNI' ~atentabIa

Iwp<.-Law No. 132 ot 19.9.
Inventions relet1Pg to foodstutTs and phlu"'rnaceutieal
preparaUon.$ J..I"e not patentable. Tht p~ 'for
these producll hO'\VGver are patentable..

........,
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cost of the State. It the Institute could frame a clause
which would be acceptable to themselves and WC~ tid also
meet' the -wtshee ,of our allies in modifying our Patent
law 80 as to bring it more into accord with thelra, he
had no doubt it would be -·;ery useful."

....

A slightly different explanation of the origin of this provision WB..i

offered by the Sargant. Committee.
"During 'the War it became apparent that Great Britain
was surlertng from a lack of medicine and drugs, many
of which were the subject of patent rights in trus country.
On the other hand, it VIas found that in many European
countries (e.g. France. GCITIlELY1Yt. Switzer iand ) such
substances were not capable of protection under the

laws of those countries. In this state of L~'"}gs it
was considered expedient to modify to some extcn t. tho
monopoly consequent on the existence of patent rig.its in
regard to such substances." (para 186).

99. Besides sub-section (2) of sect ion 38A enacted special provi..
aions for the grant of compulsory licences for such articles, the
details of which I shall reserve for considerat ion a little later. The
special provisions regarding the patentabill ty or these u SUb s : -3D Ce S

H

underwent the same modification 2S the other "substances' ir::luded
in section 38A (1) by the amendment effected by the U 1(. Patents &:
Designs Amending ..Act, 1932 with hU\NCVer a
pn tents for admixtures and processes ~·,)r admixture of subst.ancec
intended for food or medicine and fme ilv when the restrict.cas on
pa tenting of substances prepared or produced by chemical P:~C2CS.S23
were removed by the UJC. Patents Act, 19-i9 the same rule V/33

~','l:.---~fCo-;.>~~napplied to articles of food and medicine. 'rho only remnants of' tho
law in respect of these substances were t\\70: (1) thc-;I
in section 41 of the U.K, Patents Act of 1949

grant of compulsory licences under pn ten ts for these invent ions
which VIas virtually a continuation of the provision in section 381\. (2)
as introduced in 1919; (2) the cont inunnce of the ban on claims for
admixtures and the processes for prcparing admixtures slightly
extended to cover cases of substances capable of (not merely :13

formerly intended for) being used for food and medicine (section.
10(1) (c) of the U.K. Act of 1949).

F~trlction to process claims in respect of patents for food and medt­
cine recommended..

100. I have made this digression to explain the history or the law
in the United Kingdom for pointing out tha t the deGree of
patentability of inventions rolat.im: to a r ticles of food and rr.cd icine

-has generally been more restrict ivc tha n in. rC,r;~1rd t o p:ite:-lts for
chemical inventions in gencrJ.l arid never more ex lcnsi vc.

101. Th ereDson for this s tnte 0 f 1J ~: iss t .1~edt0 be tr..i t the
.denial of product claims is necessary in order th.0t such impor tunt
articles of daily use as medicine or food \vhich nrc vitnl to the
health of the comn1unity should be made nV3Hnble to every one at
reasonnble prices and t.hat no monopoly should be granted in respect
of such articles. It is considered that the refusal of product patents
would enlarge the area of competition and thus result in the produc­
tion of these articles in sufficient quantity and 0.t th~ lowC9t possible
coat to the public.

or November 1920 and Ln\v or December 1948.
c:u~~~ 01, inventions ~lnt1ng to mr-dlr1nes or
at food for riinn or animal ure not patentnbl&

new- processes for t]H.'lt ~nnu~ncturo'mny~ patented..

of Law as to tor food ~ drugs in the U.K.

97. In the U.K., when the Patents and Designs Amendment Act
of 1919 introduced Section 38A (1) that sub-section contained the
same restriction as to patenting of substances intended for food or
medicine as applied to substances prepared or produced by chemical
processes.

98. The origin of this provision in the U.K. Patents and Designs
Amendment Act, 1919 was to implement an undertaking given to
her allies in the World Vvar I by Great Britain promising to bring
the provisions of her Patent law in to accord with wha t prevailed in
laws of those countries-France, Belgium and Italy. Lord Parker in
Mr-lr~"/\t'\":'-''''' the Chartered Institute of Patent Agents (1 have already

another passage from-this , said:

II ... .Sorrie if not all of our Allies had in their Patent Laws
»visions which excluded; at any rote in the C3SC o~

medical products and food, patents for the product 8:; well
as the process. That clause VIas introduced in order to
bring English law into line. . ... There might be many
objections to the form in which the clause \V8S put, but that
was its raiSOTL- ii'usre. In France, and he thought also in

there were provisions which prevented an individual
fro In get l i 11 g a com pi e te illonopol y, atany rat e \vit h
regard to articles of food and surgery, it being felt that
they w ere so important to the State that in matters of
th:iL sort the inventor ought not to be benefited Zit the

--------~-- -----., . 4--. _. ---. ._~ .__

ROUn~Qrila.-LJw ()f' Jan. lOOG as emended,
re la t ing articles of footl or of nourishment

men or for ph(1rnl~lCculicd cornpouuds or
medicine or disinfectants or insecticides nrc not patent­
cble. it is not clear whether even process claims arc
prchib.t ed.

S?a!f<~"-Law of July 25 1 1920,

Phartnaccutlcal end medical formulae 8S "wen 3E
tcrrnul ae relating to hurnan. or an im aj fOOd, ;-!:c not
palcntnlJle \.Hlt p r occ sscs thc.rns~lvC0 and apparatus for
obtruning these are patentable.

Swedm.-Act of 1884 83 SUbsequently amended. Inventions rrlating to
articles o: tood and drugs are not patentab~e per ."C. but
special processes for their manutactum are _patentable. .

S1.D1uerland.-Pstent Act of 1954.
Patents for inventions reInting to foods, anirnnl tood­
£tltft's and beverages and inventions of mcdi cincs [)I1c1
inventions of prcccssr s for the rnanulncturc of medicines
other t h an by cuernicnl rnot hods nrc refused rH~t chcrr.i­

cr ocesscs and r:-:c,thoJs fer the rnanuiuct uro o~ ~u('b

are p[~\enteble (r.ectlon :n,
U.S.SJL-SfJ\'iet Pntr-nt Law of March ~!; 1~:1L Chapter 1, Pn r a 2:

tu:tilor':-: C'crtin"~<cg oDly Life iSS'.-H?d fur f11c(l'cJl and
L'.od prcp:lrntionn prcpnn:,,'d by other thtiO cllrtnicd nll'QDS,

Pntcnts may be .issued Gilly for metbods of prcparwa­
these product~. .
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107. The Patents Enquiry Comrr.i ttce
nhould be a compulsory search fer .... '"'n'""+n

applications for patents were
added that the scope of the
to Indian patent specifications lJ\...u.J~~...-,c\,).

the date of the application or
observed:' U\Ve consider that 2S oaten t l iteraturc
of records for fifty years is sufficient to dstablish the
invention and this is also the Iaw in lJ

should be treated as noveltv the Cornrnit tee recommended
graph 139 (d) J that ({novel ty~ sh0 U 1d bedet erm ined on the
prior knowledge or prior user in '1 and that "Patent
tions and official abr idgerrr-nts should not be taken
account if they are more than Iifty years old" foarfJrrranh 139

108. I shall first deal with
or proper that only public
be taken into account for ~,.,+,,_.........-.;-;-

of the law ~o

The rule that for the purposes of
public knowledge should be co n r~!i ('<1 to
co un t ry is a p ccu 1ia r fcatu reo f the IT. K, P:I ten t sys t.cm.
Patents low has been the result of histnr\c;i1 gro\vth
the 16th ccn tu ry on w nrds. I l or i ted 1T1 th (! cicsirc to
the f~rO\vth of new industries. In an (\lrl~r lc,lc1ing else
.Anc i n. [( 1GO2) 11 Co. Rep. 85] i t \1:J sst J tcrl (/'I'11 c reZ1 son
ouch a privilege given in law is bCCZ1USC the inventor br ingcth to and
for the commonweal th a new indust rv", I t therefore did not matter
whether such an industry \vas" outside lithe Common­
wealth" or not In the 16th and centuries therefore the crucial
test was whether there had been a prior user within realm
(vide Hastings Patent 1557). By the end of l Bth century there was

~

Present Indian Law as to anUe1p.aUO'tl

106. Under the Indian Patents and 1911 what
constitutes an anticipation is not dealt Invention
no doubt defined as "any manner ci new byt what

deprives a "manufacture" of novelty and parucularlj
where. the previous publication to take place, is not specified
in any of the provisions. Section 1) (d) of the Act enumerates as
one of the grounds for opposition to the grant of a patent, that the
invention. has been publicly used or h.as been made publ.icly kriown in

part of India wh.ile sub-clause (1 (e) refers to the i.nvention
S publlahedIn n document to the public in Inriia. But

when one turns 10 section 26 the relevant ground for revocat.ion runs:
H26 (1) (d}. "that the invention was not, at the date of the

a manner of new manufacture or irnprov erncn
that the invention does net involve anv invcnt ive

"having regard to what w as known or Used prior to
date of the patent:"

or use not being by reference to
India. This is ant to cive ri.s~ to

42

To render even the process unpatentable is I consider not in public
interest as the grant of exclusive rights to the process which an in ...
venter has devised would accelerated research in developing other
processes by offering an economic inducement to the discovery of
alternative processes leading again to a larcer volume of manufacture
fit competitive prices.

The example of the rest of the world is of undoubted value and
not to be disregarded without substantial reasons especially 83
under the patent Iaws of these countries, whether they are industrially
highly developed or still underdevelopc-o, whether their economy
be capitalist or socialist, claims for processes for inventions relating
to nrticles of food or medicine have always been held patentable.
The continuance of this system during the long periods 01 t irne and
varied conditions could only be explained by its being helpful in
furthering the countries' economic and other progress. The only
exceptions aro-c-Italy which changed its Law in 1957 by which even
process claims for medicine were not allowed though articles of food
were outside this. ban-and Denmark which, while permitting the
process claims for medicaments denied L'le same for articles of food,
We have little knowledge of the factors which led to the chance 01
the Law in Italy, and possibly it is too early to evaluate its
on that country's progress in the pharmaceutical industry. I would,
therefore, recommend t.hat no patents should be granted for claims
for art icles of food and medicine as such but that processes for
producing them should be patentable.

102. I consider that to maximise the inventions relnUn&
to nrt icles of food and med icine-and in the last category I would
include insecticides, fungicides etc.-should not be patentable 85 such
but that, as in the case of substances produced by chemical pro­
cesscs claims for the processes for their production should alone be
patentable it they satisfy the other tests for patentability.

IV. ANTICIPATION _I\ND NOVEl/TIl
Anticipation

103, I have so far dealt generally on the pntentabi1ity of inven­
Uons ·\vith particular reference to in ventions of chemical substances
and of articles capable of being used as food or medicine. There
is a related topic of considerable practical significance, namely,
what shall constitute the element of novelty so as to for
the grant of n patent, which requires attention.

104. Questions as to an ticlpat ion or lack of novelty as depriving
on invention of patcntab il i ty come up for consideration a t lour
gtngcs: (1) during the cxarninnt iori of an npplication for n pnicnt:
(2) DS n ,f;;found upon which an nppl icatlon may be opposed; (3) in
proceedings for the revoca tion of [1 pn ten t; (;1) in suits for in fringe­
mcnt where the vnl id i ty of [I patent is disputed by the dofcndcnt

./ For all these purposes under the provisions of the U,K. Patents
Act, 1949, regard is hnd .to prlor. pUbliC.ations, prior knowledge and
prior use, nll restricted to the United Kingdom sections 7
14(1) (b), 32(1} (c). 32(4) and 5.0(1) of the ~.K. Act?

105. The dralt bill practically nnnnts these orovisions in the
nf the clauses denling with these
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flied iri -Indla, is nevertheless useful and is in the Interests of the­
country since ft would result in an earlier disclosure of tbe lnven­
tion, it,has to be borne in mind that the foreign specification con­
talning details of the invention is bound to reach thiJ
country very soon. after the filing of the Indian application and the
invention would then become available free for use of ilie public,
whereas if a patent were granted for such an invention ·tbe public
will for a period of' 16 years be deprived of the right to use the
Invention without payment of royalty. I am settlng out tl-~ details
of the precise provision which I would suggest being adopted in
relation to the determination of novelty in my notes to the appropriate
clauses. '

112. In passing I might observe that the rule restricting anticipa­
;by prior publication to documents published within th e country
~Us only in the U1L and the Commonwealth COll...I1tr1eS and

even here Canada is ~"1 exception to this rule. On the other hand,
in most of the other countrfes" 0 of the world there is no similar
geograprical Ilmltation as regards the place where the an t.cipatory

'",,'nutter should be published. In these countries prior publicat ion in
rllny pnrt.~he world is regarded as anticipation d2pri"~-::-:g tho

/ul'{cntion of novelty alIa. therefore of patentability. In thi3 connec­
tion it is of interest to note that Japan) which till recently f ollowed­
the U.K. rule that only anticipatory publications within the country
would deprive a patent of novel ty I has amended her 18v.;' :'his ye'J.1
extending anticipatory publications to those published ar;'::--;-JhGre IT]
the world.

113. I consider that it is not in tbe public interest th8~ ~::1 Llve.n~

tion which 13 published abroad before the date of the: corresponding
application for a patent in India should qualify for the of n ~

patent and that it is necessary to provide that publicaticr;s which 1\'. //

should constitute anticipation should include publications in India Ii
and elsewhere. before the priority date. In these publications ~ l
would include both publications in the form of patent sp2":if1cations
as well as other scientific literature. The Examiner in the Patent
Office might naturally not have adequate f acil.t ies for determining f'
novelty on the basis of publications abroad but if the ID\V were that ]
such foreign publications also coristitu ted an anticipat ion, an i
opponent who objects to the grant of a patent could cite the foreign t..

publication as depriving the invention of novelty and similarly
even if a patent were granted it could be revoked on the same
ground and suits for infringement could be resisted on that ground.
r have made the necessary changes in clause 12 (2) (dealing with
examination) t clause 16 (4) (objections and orders at the examina­
tion stage) and clause 21 which T have redrafted providing for an
opposition to the grant! to give effect to this rccomrncndc tion. This
would necessarily nffect the cont cn t of public knowledge in clause
37 (dealing with revocation of paten ts) and clauses 48 and 49 (anti­
cipat ioris) . " 't ,; ~ ~

(

in the emphasis on prior user within the realm
sols of anticipation. Not merely the 01·' the

invention the realm but public knowledge it within the
realm WM held to deprive an invention of novelty. Lord blackburn

the position thus in Pate.1on v, GaJ Light & Co (3

"The consideration for a patent Is communication to the
of a process that is new .... It is not n~>MY that

in vention should be used by the public as well tu~

known to tile public. If the Invention and the mode in
which it can be used has been made knOV/I1 to the public
by 8 description in a work which has been ·publicly
circula ted or in a specification duly enrolled it avoids the
patent though It is not shewn that it ever was actually

into use."
When the several Patent Acts which had been passed from. 1623
onwards were consolidated in the Patents and Designs CL.1J.d Trade
118r1<:5 Act l 1883 this position was left untouched and the Inter
enactments of 1907 to 1949 provided L'1 express terms for
being determined with reference to public knowledge in the
Kingdom.

110. A on these lines has not been productiv-e of any
inconvenience or mischief in the U.I<. because the libraries of the
Patent Office and several other public libraries in that COLULtry like
the: library of the British Museum, the Bodleian library and the
libraries attached to the major Universities obtain promptly every
item of valuable scientific literature published anywhere in the
world so that in practice D patent grant does not issue in the United
Kingdom where the invention is one which has been published in
any part of the world,

to remove limitation as to under
the Iaw,

111. In India however the position as regards the availability of
bocks arid liternture in public libraries is not the same as in the
U.E:, Public l ibrar ics arc Icw and most of them are not well
eq \J iPPed \vith to sci cn t i f c li ter n ture, \'1 hiehissues in great
volume in industrial countries of the world, It would
therefore be a rule on the lines of the UJ(. enactment
would act . and be contrary to public interest since such a
rule would enable a person to obtain a valid patent in this country
in respect of an invention. information in regard to which Isbefore
the date of the application available in foreign publications. On
the other n provision removing the geographical Limitation
would take note of the fact that the world has shrunk in size. thClI1YS
to the rapid means of communication. and will prevent those who
visit foreign countries or get acquainted through foreign
periodicn 13 with the inventions which nrc published abroad,
from cbtnining on the basis of the invention being
"novel" in this country. It has sometimes been suggested that f'J-b

it takes time tor foreign speciflcattons to become public ttl this
country. there is some advantage in enabling foreigners to obtain
patents on basis of those publlshed.~ficationa. .I consider

, this, however. force, If. as Iuggeited. the patenting, of
an invention, published abroad' before the applleatlon is.
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tion be confined to ,use within~
Mve ill minti the dilfiCUlties of proof-necessity to take Ot.i-~ com­

missions to foreign countries for examination of witnesses to
such use and the cost and inconvenience which that would entail.
Further, it is only!n very rare cases that there would be public
use in any country without there a publication of the same
Invention in a printed document, be the form of a
tpeCiflcation or other scien tiflc or technical li tera ture.

and fiu;t inventor" should exclude "cornmnnlcatee" and'

116. There L1 a topic closely allied to the rule as to what should
constit ute P n Oile1ty".in an in ven ti an to me ri t th e gran t 0 f G

just now discussed, which it would be convenient to consider next.
This relates to the definition of the term "true and first ir.vcn tor".
In all the countries of the world outside the United Kingccm and
rome of the Commonwealth countries the expression is l1~~erstood

in its literal sense as meaning the actual deviser of an inver.tion. In
the United Kingdom however it includes besides the actual
tV10 other categories of persons, the "cornmunicatee" and "t!-:'2 irnpor­
ter" of the invention from abroad. Though the expression "t rue and
first inventor" was not defined in the Indian Patents and Designs Act,
1911, the fOTID prescribed under the rules recognised "cornrnuriicatees"
as persons enti tled to file appl ica tions ns "true and first invcn torsi)

it is assumed that "importers" are also included in that expres­
cion.. TI10 Patents Enquiry Cornrni ttco recornrneridcd tnut "t.rue and
first inventor" should be defined so as to include ','the impcrter" and
O'the cornmunicatce" from abroad \I11I n. 113 (2)]. Th8
Bill the in includinn the
definition clause 2 (s)].

117. The "importer-inventor" is an anachronism and a historical
survival even in the law, Blanco White explains it thus:

"When the patent system Vias first set up here, England was
and the 'fNBS aimed HnerhaLr.i

A'i""Il.I"lJ"\"'I/'O .. \rh ..... ,..,. the here
p,

for - ...

118. As regards the "cornmunicatce" from abroad being considered
~L9 "tho true an d first inventor" the only usc to which this extended
de f1 n i ti 0 n is no \V put is to en nb1c inv en tors to rn 8 keD pp1ica ...
tions through their nominees (gcncrully agents) in their O\\Tn
names ( [l s the t rue and fi rs tin v en tors" , sueh (/ comm uni CY1 tee s M

would hold the patents when obtained In trust tor the communicator,
'I'he "comrnunicn tce-invcntor' served a real need when applications
tor patents could not be filed by of the invcn ticn but after

of to to make
6 purpose In .retamine

of . Blanco
HIn consequence of the new

U10 rights to patent, the real difference

Deletion 01 the "fifty yeus" rule as to
reconunend cd...

114. The other matter that teJna.ins to be considered is the recom_
mendation of the Patents Enquiry COmmittee that there should be
Q Hmitation of 50 years as regards foreign sPecifications follOWing
in this respect the U.I<. Patents Act, viz., that no attount should ~
taken of specifications published more than 50 years before the
filing of the complete specification in question. This 1.iJTlJtntion 01
time originated in England in the Patents Act of 19D2 accepting the
recOmmendation of, the Committee presided over by Sir Edward Fry,
The basis of their recommendation was that it would conduce to
practical convenience and would limit the cost of the Patent OffiCt3
examining staff; and the period wa:.; fixed arbitrarily, Ulld.ng 1{IlW­
ever these factors into account. COnsJderable OPPCSition\~'r~
voiced before the Fry Committee by the Patent Agents against"'thc
Patent Office being empowered to examine applications with refer­
ence to novelty and when the Committee Was pressed by the
instances of patents being sealed for inventions which Were the
lJUbject of valid prior grants, they arrived at the 50 years rUle Il..il 0
compromise between Conflicting opinions. We have now traVelled
far beyond that stage and eXa.m.iP..ation not merely fol" novelty bu~
for obviousness has become the <;tandard procedure in countr!e.n
adopting the examination as distinguished from the deposit system.
In illustration of the effect of the 50 years rule in the UK. I migM
refer to a decision of the Court of Appeal in Page v. Bren.t 7'01)
PrOducts Ltd. (67 R.P.C. 4). The C<:lse no doubt turnea on wnethel
an amendment to the defence i11 the action, Which Was for infringe­
ment of a patent, could be allowed and other technical points, but
what is relevant to the present discussion is as regards the patented
invention itself. The invention related to improvement to tOy
bUilding blocks and had been granted in 1939. The amended
defence sought to be pleaded was that the patent Was invalid
because the specifleationwas virtually a copy of an earlier U.S.A
I'lpecification of 188.6. ThiS. was disa!low~d principally for the reason
that the published Amerlcill"l spcclflcatlOn was over 50 YODI'S old
end therefore the patentee was protected. I do not see any advantage
to the pubHc by the grant of II patent monopoly to SUch anticipated
inventions. I would also add that the 50 years rUle does not obtain

' outside the U.K. and a few Commonwealth countries such
. Australia and New ";ealand. 1 recommend the deletion of

limitation of time Which is incorporated in the Bil1. In regard to
Indian specific:ltions, I have restricted anticipation to those pUblished
since 1-1-1912, for the very practical reason sP€'CificatioIlS ofearlier date Were not Printed.

Anticipation by P'rlOir use to 00 cem;."1ctcd ~ use in

115. I have so far dealt with PUblications by documents. Antici.
pation by public use however stands--on a different footing. Ot
course there arc several countries in which even public usc outside
that country, that is anYWhere in the world, is Coupled with publica.
tions of inventions in printed documents ior determiningantlciPa._
tlon. The adoption of that rule might in my opinion. cause consi­
derable amount of lnron\>enlence and hardship. lam aware that
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made no other contribution. If he is entitled tD do so It
must be on the footing that his use of the in~ational
postal services is equivulen t to a persoJ;lal vi~i t to a foreign~-
country. . ..... <, •••• On these considerations I would \

-, have no hesitation at all in f1l1ding that Mr. HIggs is not
the inventor. by virtue of being the importer of tile inven­
tion andthat he obtained the inventicn from the opponents
in this country) were it not for the ~-e1l..recognised practice
whereby a foreign inventor sends information about his
invention to. a patent agent or other rcpresentat.ive in this
country and'the agent applies for a patent here, as a com­
municate«, and describes himself as the true azid first in­
ventor. The agent can only be the inventor cz, the basis
that he has, by the mere receipt of the i..:::..formation,.
imported the invention from abroad, This is p:'2cisely the
ground upon which Mr. Higgs clirr.s to be tr.e inventor
and not an 'obtamer' w i th.in the rneamng of the Act.t'
(1956 R.P.C, 199, 2(0), .;

122. Referring to the public interests involved if the application
wvere granted, he observed:

{~$ 0 It was clearly their (the AmericE.!} licensees',~ intention
to make the [nveriuon available here by sale c: the masks.
If they did this without patent protection. the g::rleral pub-
lic would be free to rn ake, use ar.d vend the mvention, -';
The disclosure of the invention to 1/11". Higgs clearly VIas ('[l

fu'st irnplemcnt8tion of the Opponer; ts' in ten tio:-.. to sell the
masks here. I\1r. Higg's action in ~.'2eking G rr.cncpoly for
himself, far from serving the public interest by introdueing
a new invention, would have the effect of cur;~,2.i1ing rights
which the opponents apparently ir::ended to Dake freely
available." (ibid page 201).

123. A provision which lays itself open to such undesi:-able results
<:requires to be omitted. Besides it is scarcely consistent with the rule
that publication in any part of the world constitutes anticip~tion
which deprived an invention of patentable novelty. That explains
wny the countries which adopt the rule as to novelty ...... h ich I have
recon1mended do not recognise "importer inventors". I would there-x
fore recommend that the expression "true and first inventor" ~hOUld\'..I
exclude the "communicatee" and "importer" inventor, the "cornmu- .
nicatee" because it is superfluous and the "importer" on the ground
of its being undesirable. As I so id earlier, t1:e expression "true and
first inventor" is used in the sense of the U.K. law i:l the Indian
'Patents and Designs Act, 1911. 1~ view of the existing 18.\':/ it would 1
be necessary to make it clear tha t a change is being made and I would .
accord ingl y suggest that the deflnition of "true and first inventor" in :
the Bill be altered by ·stnting that "cornmumcatccs" and "irnpor tcrs'': .
are not included in that expression. I \

V. REMEDIES FOR ABUSE OF P~\TENTPJGllTS:-eO~ITULSOB.Y
L ,.... LIC,EN,SING AND REVOCATION F:OR NON-WORKING

Abuse by non-working of patents
1.24.. Before dealing ,\villi the question of the inventions tor \vhich

patev cs should be refused, I hun discussed the problems which other

~

~
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a -eomrrnmscatee goes only to the beneficial ownershlp
of the Invention, In due course no doubt teornrn unl...

will become a matter of only; fal
he will remain of connection

... ,..,.... 1t"nf-~~ V'\1"n.""r...rl ....... ""'·i

page 161 "Patents for Inventions" Blanco White).

119, There are more eerious objections regarding an "importer"
or an invention as a "true and first Inventor". It is a historical sur-
vival in the law of the and one which is bound UP with tho

that it is only and use "within the realm" that
constitutes anticipation. Even. the Ll.K. "the importer-inventor"

capable of mischief and abuse l1S seen .frorn a recent dec
oj an App!u..~tion by II. (1950 Ii-.P.C .. 197)..

120. A for a gas mask which was "disposable", i.e.
could be away after a single use, was applied for in the
U.S.A. on 14th March, 1950, The applicant for the patent in
the U.S,A. a licence to an American company for the
manufacture of these masks on the 1st 'April, 1951. Some manu...
facture took place under. this licence and one 1'111'. I-liggs in

having come to knO\V of this invention wrote to the
riccnscc-ccmpany ut the end of 1951 asking for a sample of the
mask. f\ her the receipt of this sample, there was S01'":1e correspond..
cnce about the price but meanwhile on the 5th July, 1951 Higgs made
on noolication in the grant to him of the patent for tho

of this mask, This application was accepted and when
'-'}J'-~'-·~''',,"I..l.''<'\.''!i was published, oP~OSitiO.l was entered by the Iicen...

6e(~S under the American patent. I'he ground or the opposition \Va1J
LI18t the applicant had "obtained" the patent from the opponents by

for fl sample from them. - '

On the other hand, the ·contention of 1\1r. was that he WU,N

the of the invention and that if there was any obtaining,
it took place in America. The major part of the argument was
therefore devoted to the question, where did the Hobtaining" take

It was common ground thn: if the "obtaining" took place UI.
it would not invalidate the auoltcattcn or be G bar to the

the the applicant being ~in that event an "importer"
the . I if the obtaining wag in England) the oppo..

rients would succeed.

with the claim of. Mr. Higgs to be an inventor the
said--...

4) The reason for granting a monopoly to a person who
brings in u new manufacture, which he b3S not himself
devised, fromabroad is wel; understood, The: historlcnl

of this aspect of the Jaw is \vell-knO\'/D. It 111
to [~rD.nt that n men who undertook serious financial

even personal risks by foreign travel in order to' benefit
the trade and industry of this country was deserving o!
rewnrd, But the position becomes almost an absurdity..if
a man,' without having '·to, seek out an invention (bero~

1\1r. Higgs clearly knew already somethtng of the inventiOn
in Buit) , cant .by mer~ly\vrlting a letter, claim rights, to
the exclusion' of all others, in an· inven~ion t ') \vWch he h.aD
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the United States and in Germany. In order to prevent her tndus
try from falling behind that of the United
Britain did not hesitate to embody in her patent m,tU1teg
rnent of working". It was adopted in a
merely to compulsory licensing in the Patent8 and ""~,"",,4ffij::''''.lL,)
18&3 but at the turn of the century there was
-oplnlon expressed against the handicaps from
try suffered by reason of a number of
by foreigners who were not in or disposed to
inventions in the country, that a Committee under the c:.huU.""HULUl-'
of Sir E<;iwllrdFry was in 1801 to into this ques­
tion and suggest suitable rernedies.

-U.IL. Act of.

In accordance \vith the ,-ommlttce's recomJnendations the
.tJatents Act, 1902 was enacted. Section 3 of that Act for the
first time introduced the principle of .revocation of a patent for

.abuse of the monopoly by non-working [or three years from the seal­
ing of the patent and the expression used to specify t.h.is abuse WS..'l

"that the reasonable requirements of the with reference to the-
patented inventions have not been . The Act laid down in
terms the circumstances when "the reasonable should
be deemed not be satisf1ed". During Bill iJ1

the provisions wcro the ,s,ever2}
[1 nd I ~hD11 ex tr net a f 12 \V

an indication of their

1 } ~ ().
'" .,J,.
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Hlstorv of the provisions In the U.K. as to compulsory
compulsory licensing

126. "Upto 1872 England was so predominant in industry that
everyone .who anywhere in the world had made an invention
any 'consequence first worked such invention in where
was able to find the necessary capital, the necessary
enterprise and the necessary skilled labour. JJ

$ There was then no
need for any working requirement in Great Britain and none was
contained in her statute. So much so that in the International
Conference on Industrial Property at Paris in .1878 Britain was one
of the countries that supported the view that a provision for compul...
wry working 'vas inconsistent with the purpose of the International
Convention. "But soon", to quote from Michel
requisites for large seals Industrial production were

125. India is not unique in having to face this problem of patents
for vital inventions being owned by foreigners who evince no desire
to work them within the country. The problem is common to all
under-developed countries which have adopted the patent system of
rewarding Inventors. Twol means for redressing this handicap have
generally been adopted, namely, (1) compulsory working, with the
revocation of the patent in the event of non-working, and (2) compul...
sory licensing on terms of royal ty settled by an ou tside authori ty
where the parties do not agree. Michel observes: "The
working system originated in the French Law of 1791 and was Ll'-A'lJLJI..... \..L

by practically all the prlncipal patent systems excepting of
United States at present. The important featurcorth1s-bys1em \VM

theinvalidation of the patent if the inventor failed to work his inven...
tion within two years from the date of the grant unless he could
justify his inaction..... The requirement of working the patented
invention was originally a prerequisite to pa ten t protection in England
and even in the United States. If, in the further development of the
U.S. patent system, it was forgotten

i
the reason for this is to be foundL I B R l~

in the economic condition and a eaf as to t~e. future trend ON,tl,L l!-;\N SCH

perhaps be taken from the development of the British patent system. rr--lni It I ;'-rrIH-': r.,~.?L

Compulsory working and compulsory U,"O~~Ui1.

.Michel 00 "Prlnclpal National Patent S~teU1i" Vol. r, Filiei

------------------------_.. -------.-.-._-.-_._------_.•.._-_.-

eO'mtrl. have ';had to surmount artslng from
patents particularly those of foreign nattonals
work their patents in the country. .1 shall now proceed to consider
the remedies which these other countries have adopted, In
so I shall principally trace the history of the provtalons in the
Kingdom as furnishing a useful precedent and also... W.itb n view to
emphasise that even industrially advanced countries are not immune
from this type of handicap and that similar measures have been taken
in such countries to safeguard the interests of their national economy.
I shall then deal with the effectiveness of the remedies which the­
other countries have adopted und the measures I would recommend
for our country to achieve the best results, i

..
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lL !{. Act of 1907
129. 'I'he result was that the amendment of the Patent Law

in 1902 did -nothing to mi tigate the evil. In fact no applica tron
was filed under these provisions and there was therefore need. for
further legislative measures. When the Patents and Designs Act
\V8S revised in 1'907, new clauses were proposed which to
strengthen the provisions dealing with revocation for non..workirig
and to expand. the gro.unds or: \vh.ich .J:ompulsory licen~es could be
ordered. In introducing this BIll In the House or Commons
Mr. Lloyd George who was tl.en the President of the Board of Trade,
said: e

"I'he main object of this Bill is to prevent laws from being
used for the hindrance and suppression of British Indus­
trial development. The object of the "patent laws is to
reward ingenuity and by so doing to encourage inven tion
and to promote British industry, Unfortunately r how­
ever; they' have been used in many respects to discourage
the British inventor and to destroy the British indus­
tries .....Out of 14,700 patents issued last year; 6,500 are
foreign. 1 do not object to thern Bu t a good many of
these patents had been taken out not for the purpose of
working out the patents in this _country, but for purpose
of preventing their being 'worked I ••••In the first place; 1
propose to simplify the' procedure of compulsory licences.
A second method .ts that any applicant -can go to the
Controller, three years after the granting of any patent

Mr. Cawley, a member from Lancashire moved an arnendment
to make the working provision more drastic and in doing so said:

"Out of' every hundred patents granted in this country forty
were not applied for in Germany and if applied for wc uld
not be granted. The result was that Germans carne 10
this country. got patents, manufactured the articles "in
Germany and the British customer had to pay very large
p-rice for it because it could not be manufactured here M
the consumer in Germany can get it at half the price of
what the consumer has to pay here."

128. The Tribunal set up under the Act of 1902 to deal with appl.i ...
cations for compulsory licences WaB vested with discretion~ ;'

_to direct the grant of a romPu.!PSLTy licence orfo revoke the.pazent..
if th-e reasonable requirements of The public -WlnY-resp~t to the
patented invention had not been satisfied. An attempt was !7:2:le

to define wh en this condition was fulfllled-"if bv reason of the
default of the patentee to work this patent or to manufacture the
patented article in the United Kingdom to nn adequate extent, cr to
grant licences on reasonable terms (a) any existing industry or the
estnbllshrnent of any new industry is unfairly prejudiced cr (b) the
demand for the patented article is not rcascnablv Inef'-b~lt tr.esc
words were too vague and narrow to achieve the objective. Bea.des
the expensive nature of the Tribunal,narnely the Judicial Cornrriit tcc
of the Privy Council, there were several procedural difficulties in
the v/ay of applicants who complained or abuse 01 monopoly
and these several factors combined to render the provisions of the
Act Ineffective.

!-
~
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Sir Robert Finlay after referring to the eminence of the m ernberu
of the Fry Committee, said:

"The existing provisions in reference to patents taken out by
foreigners and which are not worked out here have been
found to be absolutely inoperative. A 'patent is supposed
to be granted for the encouragement! of manufacture in
this country but under the existing laws, a large number
of pa Lents are taken au t by foreigners solely for the pur­
pose of preventing encourugemenl.of manufacture in the
country." "' .

Another member Mr. Whitley said:

aile who is actively engaged in commerce, especially
who are acquainted with patent laws, cannot help

feeling how very much we are behind other countries,
especially Germany arid Arneric8who arc our
chief cornnetitors in the markets of the world in the
matter of "patent 1n\\'8. I had hoped that the Board of

after many years of consideration of this question
and the pressure put upon it by the commercial commu­
nity, would have taken a little more courage in reform­
in g 0 ur paten t 13VI S. 1~he d i filcul ty 0 f de ali n g \1[1 t h for e­
igriers to whorn patents had been granted in this country
for YCZifS past and who never intended to work their
pa ten ts h ere is ccr ta inly grea t. t1

I shall end th is VI i th three extracts from the speeches of Sir Joseph
Lawrence, Mr. Cripps and of Mr. Cawley.

Si r Joseph La wrence said:

"\Ve desire the enactmen t, if possible, of the Belgian Pa ten t
law, w hich requires compulsory working after three years.
\Ve know in the case of France and Germany the princi ...
ple of compulsory working has been carried out harshly."

1\1r, Cripps \V8S no less emphatic. He said:

" ...The difftcul ty in all patent laws is to r-econcile on the one
side the true rights of inventors, and on the other side
not to interfere with general- industrial interests .. .I quite
agree that the same laws are applied to patents taken out
in this country by everyone whether or not he is a fore ..
igncr. Nothing could be worse for this country than that
foreign patents should be protected in this country i while
the industry is' carried on abroad. That is the worst
Iorrn of protection; and appcars . exceedingly hard as
regards various industries in this country ... I hope that
in futur.: the patent 10\\1 of this country will serve its
proper purpose of encouraging inventors and will not be
used for the Improper purpose of preventing new indus­
tries being established in this country, and of protecting
foreigners. who supply this country from abroad with
articles. merely because they have paper patents standing
in their names."

------------------------------------------_._------_.

~



for Free Trade Area in
.'

1:33. Though the 1J. I{. has been one
tries of the post..war world, she
sions regarding compulsory worxmr;
In 1957, D proposal was made for a Free Tradr: t--\~ea

idea \VdS th t1t the mcrn ocr coun tr ics 0 f
common Industrial
of patent laws, and one
j nthisschem e th a t tJ1e \v0 rkin g 0 f a PZIten t in
tries of the Union be treated 85 a
of the national laws all the other mcm bcr

to be in this area

sale of this article ~ you IDa!1utsctme tile
artlclebere; we would by -works
in this county of
labourers, .but our patent law! as .. are
benevolently fostering great industries in Germany to the
detriment of the manufacturers, consurc.ers and wo:t1ng
classes of this country We had been granttng thousanns
of patents to foreigners and noting in exchange.
\Ve are now going to grant a monopoly but if we do that,
the .country at least ought to hove sorr;e recompense for
having done it. The .patent not to be mer-ely a
prize to the inventor who io: it. The couritry
where the man VIas granted at least to
have some share in the benefit, If a man obtaiz.ed a

in tills country he to rnanufacture the g00cLt;

U. I{. Acts of 1919 and 1949

132, Before 1 pass on from .this topic it wo ul d be convenient to
make a brief reference to the la tcr history of the ir: the
United Kingdom, a country wh ich has served ctS 2 :-:-,!odcl ior tt:C' 1avl
of our cbuntry. .Notwithstanding t ha t Gcr rnan l:-. Dna there-
fore competition from that country received a S2: as 3 result
of her defeat .in the World \Var I, the U. I{. Pa ~ents Act of 1907
was amended 'in 1919 cn13rging the on -?<~hich

licences could be granted, and finally when the ?atent Law \V8S

thoroughly revised in 1949 as a result of the rccorr.mendations of the
Swan Committee, far from the right to apply for compulsory licences
becorninr: restricted, there was a further en 12.:"2eTn en t of these
grounds.

It

131. I have made these rather long extracts beC~LlSG C8::J tain
references to the law in the European countries c.=d this obviates
the need Ior any detailed description D1e of +.. h2 law of :bcn-e
countries as also to emphasise that the '-r~,,<=-jch this
faces has often been the lot of other countries e v en
industrially advanced than ourselves and that tl--::::: solution
adopted to' counter the difficulties vias the enactrr.ent or r'>~r- .. ~ .... t'"'~'"

for f-compulsory working and for cornpulsory licens:::.g.

on
working

and apply for the revocation of the
that it hag not been adequately
U.K."

IS? Supporting the measure Mr. Cawley said:

"When tl~e first patent was granted in 1626 it was stipulated
thatlf the patentee failed to reduce to practice within
three years his scheme of patents, the patent shall then
lapse ... .In Germany if a patent was not worked within
three years, it could be revoked and declared void. In
France if a patent was not worked within two years it
could be revoked. In fact in practically every industrial
country including Japan, patentees had to work their
paten ts, or to get them worked VJi thin a certain time
their being granted, or the grant might be revoked.
were the only coun try in Euro~e that allowed a petten tee
totQko his gran t a \'1 ay and \V 0 r Kit \vherc 11 c Ii ked, 0 r sell
it to whom he liked. The result of this careless Iibera-
lity was that foreigners came here and got patents grant ...
Ed to them without ever having the slightest intention of
working them in this country .. _,' . .In 1903 we had granted
nearly 8000 patents or monopolies to persons residing
outside the country. In fact more than half the patents
taken out here and the most important ones had be-en
taken ou~ by foreigners. We granted a la~ge number 01 . ~b
patents aoout 5,000 more than Cerrnany did every year; ~~
although the population of Germany vias one... third
greater than our own. Some of these patents were only
taken out for blocking purposes and v/ete unscrupul ...
ous1y .used when our manufacturers wished to make any
article which would compete with a Gennan production,
Others which were of importance were taken abroad and
were used to .start industries there by new and
processes, and so superseded industries carried on in this
country .. ,.Although a patent lasted only fourteen years
it was long enough to establish the industries abroad, and
onceestnblished. there, with trained labour. experience
and an organised system of distribution, it was no easy
matter to get it back again., ,We got no quid pro quo
for the monopolies wlJ gave, but we allowed. the p.erson.
to whom the mon0f,0ly was granted to produce hts
patented articles sole y abroad That Germany had
made enormous strides could - not be denied.,· ..The
Chemical industry of Germany had increased rapidly emu
now amounted to something like 70 million pounds per
annum and part of that trade had been taken nVJ8Y from
this country., .. .Most of the labour employed in these
works was unskilled and was the very kind of
work which would absorb our unemployed if we only
insisted that there should be 0 quid pro quo for the mono-­
polies we granted and that they should not be taken nwtjy
and used to find work for rorelnn labour in Iorelzn coun­
tries nt the expense of our
said to them, we you n·
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Insist on the importance for countries ,;hose industry
is under-developed of the continuation ·~f the sanction
of revocation of, the patent for non-worsmg. in view of
.the fact that in these countries the number of patents
taken out by foreigners is far greater than that of
patents granted to national! and that Ioreignqrs are
always inclined not to work their patent! to the
detriment of national industry and employment,

"Obviously, the present text, while creating an effective
monopoly, would strengthen the POSitiG2 of states that
are highly developed industrially. T!:2t is w hy the
countries whose economic situation iB not so satisfac­
tory will also insist on the ncn-acceptacce of the net..~i
text; 8.2 is well known these same countries showed no
interest in the London amendment .....

I

HQ ¢ * VIc are in some doubt \vhethe:- ';~h[' '~:lne is y c t ripe
to abolish completely the power ~:;J r(:~,:c,ko ~2 tents on
the ground of fail UfC: to work 11

Before discussing the precise chnnues wh ich are needed to irn­
prove the 18\V, it is nccessnr y to refer to one or t\VO mat ters in con­
nection with the subj oct of the effectiveness of compulsory licensing
toe0 u n t er the evi1S 0 f u n \v0 rked patents . rrh e U. S. I\.. is perhaps
the onlv countrv in the \vorld \vhich imposes no restrictions on her
patentees by way of compul~Qry licenses ·or compuls.ory working and

'11cr industrialists and patent fEnvyers consequently moot often inveigh
against ~uch restrIctions on .the score that· they are improper
infractions of the rights of patentees and are besides detrimental to

't '

Criticisrn against cornpulso r y licensing and compulsory working~
provisions answered

135. Patents must be enabled to fulfil their pr.....~e purpose, »iz.,
being worked in the country, and as early as after they are
granted. Where this is incapable of being achieved the law must
enable 8. natcnt to be revoked. The history of other countries and
particularly of the U. I{. which I have sci GU t earlier Iurnishes a
valuable precedent, and affords guidance for the coarse to be adopt..
ed. It has further to be borne in mind that compared .to the posi­
tion of the U. K. vis..a-vis America and Germany In 1907-1919, India
is today much less industrially advanced compared to the major
industrialised countries, and her laws in respect of compulsory
working and compulsory licensing have accordingly to be broader
based.

"The industrialised states; without be::-lg ~:x;:'Gsed to serious
difficulties} have gained greatly t::<Jm t.:~.: possibility of
monopoly given, them by their pa icnts Vlill :he lES3

industrialised states therefore ne:.:cr L2~.·e th2 :-ight to
benefit from these ad vantages ?"

What, however, is even more pertinent is tha . :he 'C. K. Gov­
ernment joined these opponents observing-

fA
l.~

~

Lisbon Conference of the Imornationnl Union

134. More recently, in 1958, at the Lisbon Conference of the Inter­
national Union there was H proposal supported by the lJ.S ...A... to in­
troduce into the In ternet ionul Convention nn article requiring the
member countries to amend their patent J::.\1VS :)0 as to forbid revoca­
tion of paten ts for non... working. leaving compulsory licensing 2~ the
only penalty for abuse of monopoly. T11is \'lSS opposed by practically
all the ind 1.lstr ially-less advanced cC1untries nncl \vas lost. The 1\rr­
kish Governme'nt opposing the move said:

H ¢ ~ ~U:IA merely put fonvard the observations quoted in a
of the ft..cts of the Conference of London.

contain for compulsory of the invention within
each of and provide for the revocattcn of the patent In
the event of the non-working at the end of the period specified in
their Iaws. The U. K. did not to this proposal. In a

on this subject dealing with economic effect of the
such a Free Trade Zone with the provision outlined

Board of 'I'r ado is reported to have said: .

"The practice of granting limited monopolies for new inven .
ticns is universally regarded as not only a legitimate func...
tion of a State to provide the inventor with the means arid
opportunity .of obtaining some reward for his enterprise
but one that is of definite value to the industrial and.
economic development of that State. Quite clearly this
second object would be vitiated if the demand for a
patented article in the country in which protection had be-en
obtained were met -»holly or mainly by importation of

.th a t article in to tha t court try .... One suggestion tha t wil!
be put forward is that working of :1 patent in one Free
'I'r ade Area country should be deemed equivalent to the
wcr kirig of the corresponding patent in others. Such sug-

wou ld require the profoundest consideration in the
of tbe interria tior.al prac tice of vol untary cross-Iicens­

in,~ of patents. Large industrial concerns with considerable
holdings of European pa tents would undoubtedly benefit
if the suggestion 'Here adopted. They would be able to
concentrate large scale production at home and distribute
t hr i r manufactures to the other countries within the Area
under the protection of their pa tents in those countries.
In assessing the extent of this benefit it would of course
be necessary to take in to account the loss of royalties they
now receive from the various countries as licensors of their
pn tents. In each coun try however a large" section of indus­
try is engaged, in working patented inventions 85 licen..
sr (l S 0 f paten ts 0 \ Vned by for e ign ers. T 0 \V hat ex t.en t this
obtains in the U.K. is impossible to say but it must be

considerable. If therefore working in one country
\verc regarded as work ing in the others, the effect on U.K.
licensees would be scr ious since the licences would in
most cases be terminated and, thereafter the demand fJf

tho goods made thereunder would be met by importation."

~I

~
\

-4

~\~.



~aliUi~

;,dustry
mcucn
"few of
:>atents
.hat of
'~r8 are
to the

lcctive
es that
hy the
tisfac­

ie new
no

Go\'-

cnts on

~

irn-

'Oerhaps
on her

}ng and
/'inveigh
nproper
ental to

J...
1

~ I r

.... I .......",

-"1

the interests of the country itself which imposes such restrictions.
In this connection it is necessary to bear in. mind a fe\v facts. The
U. S. A.' is a country with immense wealth, a super abundance of.
natural resources, a large surplus speculative capital available for
investment in new ventures and highly spectaliaed and diversified
technical skill so that the country offers ideal conditions for establi­
shing .new industries. The result is that the proportion of patents
granted in that country to those that are not worked there but are
worked elsewhere is very small. Besides of the number of patents
granted every year.s--and now this is near the six digit mark-barely­
about 1110 ore granted to foreign nationals-s-the lowest among all the
coun tries of the world. Furthermore, any tendency on the part of
foreign patentees to work their invention abrcad and import their pro­
ducts into the country is countered by high tariff walls. On the other
hand, her industries benefit by a large export market. The U, S. A..
can therefore offer us no parallel and the criticism of some of the
American patent specialists as to the iniItivisability by any restric­
tions being imposed on patentees have' to be understood in the light
of this background. Even outside the U.S,A~ there are some critics.
who view with disfavour any restrictions on the rights of patentees
-and these are nationals of the more industrially advanced coun­
tries-and assert that the provisions for compulsory licensing and
even more the provisions for compulsory working have on adverse
effect on the economy and industrial progress of the countries adopt­
ing them and in any event are ineffective to achieve any useful re­
sult. The fact that despite these criticisms, provisions for cornpui­
sory working and licensing have been retained in the laws of almost
every country in the world including most of the industr iallv ad­
vanced countries affords a sufficient refutation of those 4>k'""''""' ....;r.~

136. It has sometimes been asserted that if the 13v/ of a country
con ta incd drastic provisions in the matter of compulsory
and compulsory working, it would have such a dampening effect on
inventors, that the rate of invention would rappreciably diminish
which would be reflected in the number of applications for patent
grants. But this is hardly borne out by facts and it is sufficient to
refer to the figures of applications for patents during the years irn..
mediately following the enactment of such legislation in the U.K.
and in. India. Appendix A Table (7) contains the figures of applica­
tions for patents in the United Kingdom during the period 1902 to.
1913. Notwithstanding the drastic provisions introduced by the
legislations of 1902 and 1907 in the rnatter of compulsory Iicensinc
and revocation for non-working, the number of applications
show no diminution. I might also mention that in his Report for the
year) 909. Mr. Temple Franks, the U. 1(. Comptroller General, after
referring to thr- provisions for revocation cont.uncd 1n section 27 of
the U. I{. Act 0 fIg 071 ;; nid :

lilt may be added. in conclusion that the operation of the sec",·
tion has apparently not diminished the applications for
patents which numbered 30,603 during 1909, the highest

, number but one yet on record." .

The figures of applications for patents in India since 1950 when the­
Patents and Designs Act, 1911 was amended exuandina the ~1n~~B'

for compulsory licensing on the lines of ~e

59

outIn Appendix.A Table (i}, and the ilgurCi at the: VQ\,c'-iLA.!~

ventlons in ;relation to drugagranted subsequent to
tion 23CC was introduced, set out in Appendix P. Table
suffice to dispel. any apprehensions on th1s score.

131, Another' argument advanced is tha t compulsory Iicemses are
ineffective and the smallness of the number of applications br the
relief is cited to show that the provision satisfies no real neesd, and
achieves no purpose. It is undoubtedly true that the number of ap­
plications for compulsory. licences have been few in the Unitec, King­
dom, and I will add in India also [vide Appendix ..f:;., Tnble(8):.. This
feature was urged before the Swan Committee as a ground fc..::- drop-

the provision, The Committee. however as already stated,
recommended not merely the retention of the syst.em but its z treng­
thening by broadening the grounds 0:1 proof or which Iiccnces could
be granted. They attributed .the paucity of applications fo,: relief
under the statute to .the following four main reasons: ~

(1) The exis.ten.ce of t1;e pr.ovi3ion for cO~!Pl7Ls.().ry licences in the
statute book might have had the effect of inuucirig patcrr.ees to
voluntarily! grant licences on reasonable terms wrth the res-elt that
there was no necessity to approach the Cornptroller or the Court
for relief under those provisions. In this I may rr.cntion
U1Ut in his Annual Report of the 1]. K. Patents for L~i)9 the
:omptroller General observed:

"I t seems also necessary to add, tho.t wh de the revcca t::=.:D of a
. patent is the only direct result contemplated by ~~2 sec­

tion, there are many irid j feet resu 1ts which may C1:: ox-
to follow, Tbv cases 31 ready tried show thz.t. even

when the docs nc t rna nujacturc himself. orders
been given to British fir ms and licences offe~ed for

the manufacture or C8TD'ing on of the ar ticlc or
in order to meet the requ ir erncn ts of the section. ~ seems
probable also that the mere: existence of the :~cct::::.:n and
of the power to revoke }13S tended to about tbe esta­
blis11 men t 0 f m anu fd ct 0 ricsin t his co 1..1 n t rv. 3 nd (1 n I:1 ereas-
ed employment of British labour. ~

(2) Notwithstanding the width of the language in whicn the
conditions justifying the grant of licence was couched
in the Patents Act of 1907 to 1946, hr.::l placed 8 narrow
interpretation upon some these with the result tr a t the
provisions ceased to be capable of invoked in a large r.umber
of cases for which Parliament had intended. The r cmodv w h ich tho
Cornmrucc suggested was to alter t h« }3n~~u3~c of the provisi ons so
as to put beyond doubt the intentions of the Legislature and 2150 to
widen the scope of the ground;S on the bas is of vvh.ich the rcli e : could
be asked for, thus countering in th is res pee t those decisions.

(3) Very many of the inventions covered by the patents
were not worked within the country or were not worked to an ade-
quate extent, the in the' a mock
working-s-could not be infor ..
m'ation contained in the required 1n addition
a considernble nmn'unt of, t~11nlcal details [l,:J to
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Rcvccat ion for non..w orking

141. 'I'h is brings me to the feet t ha t neither ',he India n Paten t.s
and Designs Act, 1911, 2~S now in f crce, nor the Patents Bill of 1953
contains any provision [or the revocation of a patent for non..work­
ing. The lJ.K. Patents Arts have since 1902 consistently carried 3 v
provision ennbling the revocation of a paten t in the ove n t of non­
working (vide section 42 of the .U.I\.. Patents Act, lS·/1). I have
already dr-awn attention to the attitude of the U.K. Gave nment at
the Lisbon Conference in 1958 regarding the abandonment of this
provision. Though the Indian Patents and Designs Act, 1911 as origi­
nally enacted contained a provision for revocation, as a relief alter :
native to the grant by a compulsory licence, the conditions stipulated
on which alone these reliefs were available were such as to render the
provisions wholly incficct ivc. The Patents Enquiry Committee in
su ggest ing the ref 0 I'm 0 f l h C 18 \~. by rn0 de1Iing the sec t ion son the
lines of the U.K .•Act of 1~)49 in cl ud cd a provision for revocation
rt' ide the Committ ee ·s d r nf t 0 f sec t i 0 n 22 ( 11) J. \Vhen, b 0 \Vever t

these recommendations wcre irnplcrncntcd by' enacting Act XXXII
of 1950 the relief by way of revocation was omitted and this omis­
sion has been continued in the BilL In the: questionnaire which I
circulated I made enquiries regar-ding the desirability of a provision
for revocation and the majority of those who answered this query
favoured such n course, the opposition being almost confined to
either foreign patentees or their professional advisers. I consider
thnt it is very essenUn1 thnt there should be u pro\;is1on for the

61

I need not repeat On the recommendation of that Committee, the
Act ·\V8.3 amended so as to bring it almost into line with the corres­
ponding provisions in the U.K. Act of 1949. These amendments
which were effected in 1950 have been in force for over 8 years,
and the interval should be sufficient to permit an appraisal being
made as to their effectiveness t their defects .and the manner in which
they might be remedied no that patent grants might fulfil their true
purpose, tri.z. promote national economy.

140. As already stated the number of applications in India for
compulsory licences have been very few [vide P.ppendix A Table
(9) J. It is possible that the enlargement of the grounds and the pre­
cedural facilities afforded bv the amendment effected in 1950 have
tended to induce patentees 01 to grant voluntary licences c n reason ..
able terms to those desirous of utilising the patent and thus obviate
the need for applications to the Controller. No statistical informa­
tion is available us rcgards the paten ts which have thus been licen­
sed and so the efficacy of this ground must be a rnat te r merely of
surmise. In this cormcction one mat tel' is wcrth mentioning. If
the possibility of the g-rant of a compulsory licence 8Ct3 as an induce­
ment to the grant of a voluntary licence on reasonable terms, it
stands to reason that this inducement or pressure must be greater
if the grounds on w h ich the licence could be granted were enlarged,
or if otherwise the cbt a ining of t r.e licence were made easier by
sui tab1e rn ad if cation 0 f the D. d jec t i v 21 13\\1 . In t h is C:~:1 t ext the 0 b S Q r­
vations I hove extracted oor lier from the ..Annual HeGGrt bv the U 1(.
Potent office for 1909 appear very apt

,"-l.'

Changes recoru rnended in the Indian law

1:HL I sh a l l proceed to consider these four factors in the light of -.
~he corid i tions in Lhis coun try and set out the proposals I wou ld r e-
corn rn o nd to r cndr-r t h(~ pro v is ion for compulsory working and liccn..
sing cff cct ivc. I w i l l premise the discussion by endorsing and empha­
sising the obscr va t ions of the Swan Committee that the concept of
'abuse of rnonopol v ' us the justification for the provisions in regard
"..0 compulsory \varking' and compulsory licensing is too narrow,
In the words of Akerman. "The compulsory license has acquired a
posiuve function in serving the general interest 01 the community,
in itself', and independently of an abuse on the part of the patentee.
The concession of a 1icence is no longer the sanction for the failure
of the patentee to live up to his obligations but the form under
which the cornrnunitv expresses its right over the invention." (Casi ..
m ir Akerman L' obligation dexploiter et la licence obligation en
matiere de brcvo tos dinvention. Paris 1935; pages 311...312 cited by
Penrose ibid nt p, 184), In other words, these provisions though
t hev might undoubtedly operate to counteract cases of deliberate
'abuse', must, (In the other hand. be viewed as a necessary adjust..
rncn t ()f the pa ten t system to the demands of an under-developed
cconornv There IS no uniformity in the economic problems which
confront different countries nt any time cr even the same country at
d iffe r c nt periods of its history arid account has therefore to be taken
of t ho actual coudit ions in the matter of devising the precise adjust ..
merits which are needed to rectify the imbalance which the patent
system is apt to produce if left uncontrolled.

The ~

n".,m"'ltiIV enacted remained almost a
hlIn"·Jl"lli.",~r6 Enquiry Committee, whtch

working which are comprehended in the compendious
expression 'know-how'. The Committee was of the ~op1n1oo

tha t .in tho absence of the imparting of this (know-how'. the patent
could not be economically worked. and as there were no means by
which theCornptroller or the Court could insist upon the communi­
cation of this 'k now-how'<to the licensee, the grant of compulsory
licence was without use. The Committee thought that this
was the very small number of applications for com -.
pulsory bu t could not offer any solution to the problem.
created unpatentable 'know-how' the way of
work ing compulsory licensing provision Act.

last of the grounds which they considered as being res-
ponsible U1e small number of applications fo~uIBory Been-

"' ces w as based on the provisions of tho Trade Marks Act. It \V8.D
explained that patentees who had been working their inventions'
abroad) par tjcular ly. of German nationality, had been vending their
goods under trade marks which have become well known in the
m ar ke t and tha t the applicants for compulsory licences thought that
they could not successfully compete with the goods of the patentee
vended under their several trude names. The Committee, therefore,
suggested that the provisions of the Trade Marks Act might be
examined with a vi e w to eliminate this handicap to licensees.

........

1
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profitably as it could be carried on abroad owirig to
difference in the cost of material or or otb.€r local
conditions, he would have given a reason
within the meaning of the section. r do not this
suggestion is entirelv correct. L~e [act that
persons who were carrying on the indtzstry in this country
would make smaller prof ts than per'sons carr'ying it
abroad would, in my opinion, be no sat isfactor'y reaSDI1
at all. I can conceive cases in whicr; a patentee having
obtained a patent may fi.:-~ it impcesible to work it in
the United Kingdom because of the r.ature of be inven­
tion, or because of the local condi tions which pre ....·ail here,
but not in other countries. al though these case-s must,
I think, be rare. and be exceeciingly d;5cult 10
prove. ' The extra coat of or rr.a tertal may wcl l be
counter-balanced by supericr skil: or :':J other wavs. Bu t
it can never, in my opinion, be suffic·:.ent for a patentee t

defending himself under ~~e section .... 0 prove that he
cannot now start an indus t rv with C::·y· chancc v.f
The question really is: cc u.d he have done so ~:
used his monopoly fairly 2.S betweer; home ar.c
trade, or if he had devote-d the tirr..£:

he has expended in deve looinc a
developing a home
developed the industrv
several years' start, he
possihle. to develop the
and yet such an industry
the preference he has gi v e n to
also suggested that the sec non
t ion, if revocation would ie ad to
new industry or the further deve lo rrncn t
in d u s t rv in this coU n trv, sothat if + h -,.., ..--'"' +....~ • r-; .-.

abuse of monopoly succe-eded in
of such establishment or
not to be revoked, I dissent
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146. Section 27, \\'85, however
U.I{. Patents and Designs. Act
27 (2) (R) ns thenrcvi scd ran-

revocation of the patent in the event of continued non..working and
in the notes on the relevant-clauses 1 have. discussed the precise'
form this should take. .

142. If a country, with the industrial progress of the U.K is un..
willing to drop. the provision as to revocation for non-worklng in
her law,' the need for such provision in the circumatances of our
country requires no elaborate argument. Besides such a provision
has other advantages to which I shall advert in due course.

Expansion of Ufounds for compulsory licensing

143. The second reason adduced by the Swan Committee for the
., paucity of applications was that the conditions which had to be

established to obtain a licence were somewhat narrow, besides the
phraseology employed to signify them being ambiguou-, with the
resul t that on the construction .adopted, the benefit of the provision
could be invoked in very few cases. They recommended a redraft
of the grounds which was substantially adopted in the Act of 1949.
Eight years have passed since that Act has been in operation but
even during this period the number of applications have not been
very numerous. Tho first reason already discussed, namely, that a
stntutory provision for' compulsory licensing might induce volun..
tnry grant of licence, might in part accouni for this feature, but as
I Sh8J.l point out in detail later, the Courts have also been inclined
to follow in some respects the earlier decisions as regards the con...
ditioris to be established before an applicant could succeed. I have.
therefore, thought it necessary to suggest rnodification of the
language of the conditions to overcome this defect (vide notes on
clauses 40 to 47).

144. Apart frorn changes of a drafting character, there are two
matters of signiflcnnce which I consider have to be taken into account
in framing provisions suitable for this country, viz. (1) elimination
of the requirement as to commercial working, and (2) expansion of
the ground for compulsory licensing so us to enable 8n export
market to be crca ted.

Test of Commer-cial working in the grounds for licence to be omitted

145. Tho first of the grounds on which a compulsory licence or
endorsement could be obtained. under section 37 (2) (a) of the U.K. '
Act of 1949 [vide clause 4D (2) of the BillJ-is "that the
invention, being capable of being commercially worked in India, has
not been commercially worked therein-or is not being so worked to
the fullest extent that is reasonably practicable"; 'This does not
appear to have always been the law in the U.K. When the
vision appeared in section 27 of the U.K. Patents Act, 1907, cn w

ablcd a patent to be revoked :((if the patented article or process \V8S

manufactured or carried on exclusively or mainly outside the U.I{.",
.md in such cases the Controller could order revocation ilunlcss the
patentee proved that the patented article or process was nl:tnuinc-
tur ed 01' cnrricd on to an adequate extent in the U.I\.., or gave
satisfactory reasons why it was not so manufactured or carr ir-d on".
Construing this section, Parker J~ observed:

llOUIt was suggested that, if .8. patentee could prove that an
industry in a article or on a T'lott~"I"'\t-fi.?~
process could
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I therefore consider that the test of capab i. .t y of being commer- \
ciallv worked· within the countrv 8;'; a cond:tion fer the grant of
relief under the cornpu.lsor-y workmg provis iorxs should be dropped.

Redraft of clauses 'in Chapter VIII exp luiucd

150. In the' redraft of the clauses in Ch a p :,er VIII of tHe Bill I
have sought to achieve this omission of the tes; of commercial work­
ing by the combined operation of three provisions: First, by. deleting'
the reference to the invention being capable c.f being commercially
worked in India in the relevant clause setting out the condition on
which a compulsory licence or compulsory e::::iorsement could be
obtained. -

D

151. Secondly, and this is more vital, by provlding for the grant
of a compulsory endorsement v/hcr e the Contr-oller is satisfied that
the reasonable requirements of the public wit}; respect to a patented
invention have not been satisfied bv 111anufa2ture in India,-and
this includes (0) where factually the invent-on is Dot commer-
cially worked in the country, and (b) w he re the:: demand Jar the
patented article is m et to a subs t.ant!al ext·;::::t by importation
from abroad-s-without any reference to whc tr.e r or Dot any person
in the country is v'Iilling to work the inven t.r.n.

152. Thirdly, by racking a provision cnac-~ing 2 patent to be
revoked which is not factuallv wcr ked ndeqL2 telv vithin the coun­
try after tVIO years from the grar.t of all. " whether or
not a licence is granted in pursuance of the c~::iorsernent.

153. I need only add tha t under Section 42 '=~f the tj.IC. Act. 1949;
which provides for the rcvccatior. oj patents £.~;r non-working, that
relief can be had only if t\VO years have pJ~.sed 8ftc? the "grant
of a compulsory licence under Section 37" and the conditions set
out in Section 37 (2) persist even 2 f ter such (1 g'TDnt.

154. /'"1.. question might be asked w hv inve-ntions which are in ..
capable of being worked in the country should not be rendered
unpatentable. This, however, is not feasible because, firstly. it
would, if contested. involve complicated enquiries of a kind which
it would not be possible for the Controller to conduct: secondly the
country is progressing industrially and an invention, that could not
be worked at the date of the flling of the complete specification,
might be worked after the lapse of 3 01'4 vears frorn then; and
lastly. !t would not be possi ble to prod ic.. te of (in y in vcn tio n at the
Lime when the application for pu tr-n t is mad:- t::~t it w as absolutely
incapable of being worked in thc country. 'l'h at is why I consider
tha t rendering unpa tcnt ab lo of inventions \vhich m ight b2 incapable
of worked in the cr un t rv , is neither prLlcticDblc nor dcsirublo.

Ground us to non-supply of export rn ar k o t

155. The second rna t ter in res p ec t of \Vhie h I \vau1d suggesta
variation from the law _in the U.K. is as regards the purpose
which the "working of the invention') ought to achieve, in order­
to constitute the working 'adequate). In the United Kingdom, on
the recommendation of the Swan COD1D1ittcc, it is provided in the

in view the' industrial progress of the United
the number of inventions of which it could be
were incapable of being worked within th~t country must

f ew. But the same could not be said of Indi a. If
therefore the law in this country permitted pa ten ts to be main-
tatnod on tho which it could be asserted that

could not be with profit in this country I so as to
the article, we .would

which worked abroad and which
to secure" Q monopoly of importation.

148. The result is that notwithstanding the wide langunge of
Section 37(2) (b) l neither a' compulsory licence nor an endorsement:
either at the instance of a person interested or a government
department, is obtainable in the U.I{. unless the invention is capable
of being worked within the country and the Comptroller can reason...
ably contemplate SOIne person as \villing to work the invention on
8 commercial scale. It £0110\"'13 therefore, that as a patent may be
revoked only after two years subsequent to the granting of a
compulsory licence, the conditions set out in Section 37 obtain, no
patent could be revoked which is not capable of being worked in
the country. In other words, such patents could be utilised to secure

a moncoolv of importetlon, besides operating to block research
in the relevant field.

I'h« other alternative which were set out in Section 27
as amended all- on the -baats that the invention should be
capable of worked in the 'United Kingdom, to sustain nn
application licence, and therefore to an application
for revocation. .

147. When the Swan Committee revised the conditions which.
might broadly be termed an abuse of monopoly; they retained the
reference to, the possibility of commercial working [vide Section
37 (2) (a)] and suggested u rreyv provision [vide Section 37 (2) (b)] I

practically restor ing the provision of the 1907 Act under which the
working of the invention abroad 'and the supply of the U.K. demand
by importation justifled a revocation of the patent. Section
3r

j (2) (b) of the U.1C. Act! 1949 runs:

« (b) that D. demand fol" the patented article in the United
Kingdom _is not being met on reasonable terms; or is '

met to a substantial extent by importation."

It is possible that this ground on its language might 'be available
even in cases where the patented invention VIUS not capable of being
worked in the country. But in effect the concept that the inven­
tion must be one capable of being worked within the country was
brought in by the consideration which the Comptroller has been
directed to take into effect under Section 39 (2) and in par-ticular
para (b) which reads:

n (b) the abil i ty of any persons to whom a licence would be
granted under the order to work the invention to the

advantage."
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