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HEARING HELD ON April 21/5/2014 & 27/06/2014 
 

 
 

 DECISION 
 
 

1. The Patent no.  222772 was granted to Application No. 965/DEL/2004 
filed by Dextra Asia Co. Ltd. of 247 Sarasin Road, Lumpini, Pathumwan, 
Bangkok 10330 (Thailand) on 27/08/2008. 

2. The Patentee paid renewal fees from 3rd to 6th year in Patent Office Delhi. 
3. The above said Patent Lapsed on 27/05/2010 due to failure to pay the 

renewal fees for the seventh years on or before May 27, 2010. 
4. On 18th October 2011, Patentee filed Form-15 for an order of the 

Controller for the restoration of Patent No. 222772. 
5. The reason cited by the Patentee in Form-15 which led to the lapse of 

Patent was:- 



 
I. That our attorney on record as the address for service in respect of 

Patent No.222772 has been Remfry & Sagar, a registered patent 
attorney, of Remfry House at the Millennium Plaza Sector 27, 
Gurgaon - 122009, National Capital Region, India; 
 

II. That Patent No.222772 derived from Indian Patent Application 
No.965/DEL/2004 and the patent in question was granted on 
August 25, 2008; 
 

III. That the due date for the seventh year annuity without penalty was 
May 27,2010; 
 

IV. That in April 2010, we were advised by our attorney on record that 
the seventh year annuity was now due for payment. 
 

V. That on receipt of this information, we instructed our attorney on 
record to proceed with the payment of seventh year annuity. 
 

VI. That on the understanding and in the belief that the seventh year 
annuity in respect of this patent had been paid in time and that the 
patent was in force, we instructed our appointed annuity payment 
agency, to make arrangements to pay the fee for the eighth annuity 
of this patent; 
 

VII. That on their attempting to comply with our  instructions, our 
annuity payment agency discovered that seventh year annuity had  
not been paid and that the patent was no longer in force; 
 

VIII. That on being informed of this, we checked the situation with our 
attorney on record and also conducted an independent investigation 
through another firm of attorneys, Rachna Bakhru of Ranjan  
Narula Associates, Vatika Towers,10thFloor, Block-B, Sector-54 
Gurgaon-22002,Haryana (India),who confirmed that the seventh 
year 

IX. Annuity had not been paid. 
 

X. That the intimation received through Rachna Bakhru of Ranjan 
Narula Associates was the first confirmation we had that Patent 
No.222772 had lapsed. 



 
6. The notice of application for restoration of above said Patent was published 
under sub-rule (3) of rule 84 on 01/03/2013. 
 
7.  Notice of opposition for restoration of patent on Form-14  under section 61(1) 
and rule 85(1) was filed  by Halfen Moment India Pvt. Ltd.; Office No. 106, 1st 
Floor, Rajhree Plaza, Opp Shreyas Cinema, Off LBS Marg, Ghatkopar (West), 
Mumbai-400086 on 26th day of April 2013 through Neha Chugh of Morris Trade 
Mark Co.  
 
8.   Notice of opposition for restoration of patent on Form-14 under section 61(1) 
and rule 85(1) was filed by Jayshakti Mechanical Works, a Partnership firm 
registered under the Partnership Act 1932 whose address is 5, Steelyard House, 
Sant Tukaram Road, Carnac Sunder, Masjid Sunder (E) Mumbai -400 009 on 1st 
day of May 2013 through Girish Vijayanand Sheth of Krishna & Saurashtri. 
 
9. The copy of the said Notice of opposition for restoration of patent filed by Halfen 
Moment India Pvt. Ltd and Jayshakti Mechanical Works was sent to Ms. Rachna 
Bakhru on 24th September 2014 and 30th September 2013 respectively, which as 
per the official record was the authorized agent for the applicant. 
 
10. The reply to the Notice of opposition for restoration of patent was filed on 29th 
November 2013. Accordingly a hearing was fixed on 21/04/2014 to consider the 
said Notice of opposition for restoration of patent. Jayshakti Mechanical Works 
requested to adjourn the hearing whereas; Halfen Moment India Pvt. Ltd and 
patentee attended the hearing on 21/04/2014. Jayshakti Mechanical Works 
attended the hearing on 27th June 2014.                          
 
 
GROUNDS OF OPPOSITION 
 

i. The non-payment of renewal fee to maintain the patent was intentional on 
part of the applicant. 

 
ii. The Applicant was not diligent enough to maintain their patent and 

requests the submission of any or all communication between the 
Applicant & their attorney regarding instructions to pay for the renewal 
of the ceased Indian Patent No. 222772. 

 
iii. That there has been undue delay in the making of the application. 



 
iv.  The Applicant was unable to meet the deadlines due to their own 

negligence and carelessness. Negligence or ignorance-of-law is not a 
ground or excuse in the eyes of law. 
 
 

v.  The Applicant is falsifying the patent claim and wrongly enjoying the 
monopoly in   government sectors by giving untrue statements. On the 
basis of this deceitful act of the   Applicant, the patent should not be 
restored. 

 
vi. The subject matter of the Patent is not an invention under the Indian 

Patents Act 1970 as amended by The Patents (Amendment) Act 2005. 
The Opponent submits that the Patent No. 222772 is not valid under the 
Patents Act 1970 as amended by The Patents (Amendment) Act 2005. 

 
vii. Section 146(2) and Rule 131(1): the applicant has failed to disclose to the 

Controller, the information about the working of the patented invention 
on a commercial scale in India (Form-27) 

 
 
Arguments during the hearing: 
  
A brief summary of the arguments made during the hearing by both the parties are 
given below- 

 
Argument of Patentee 
  

• Patentee stated that all the innovations, patent filing and prosecution are 
carried out in the name of Dextra Asia Co. Ltd., Thailand, who is the 
Applicant in all patent cases in India. There is no role or authority vested 
with the group's Indian entity, Dextra (India) Pvt. Ltd., in instructing 
attorneys or filing / prosecution/maintenance or enforcement of patents 
in India or making payments to agents on behalf of the Patentee. All 
patent applications and renewals are instructed by the Technical 
Director of the company, Mr. Jean Jacques Braun of Dextra Asia Co. 
Ltd., Thailand who had appointed Remfry & Sagar as its agent on record 
for all of its patents including the subject patent no. 222772. Further, 
Dextra Asia Co. Ltd. does not have a dedicated IP department on legal 
counsel and all prosecution work is carried out through its agents in 



various countries and therefore, the Patentee relies upon its agents on 
the imminent deadlines for prosecution and maintenance of its Patents. 
There is no role of Dextra Manufacturing Co. Ltd. (a group company) 
Thailand in the present proceedings except that the Patentee had 
instructed Remfry to invoice Dextra Manufacturing for all legal fee and 
expenses. 

 
As a practice followed by Remfry, it would remind via email the Patentee of 
forthcoming deadline to pay annuity and seek instructions every year before 
the deadline. However, at the time of payment of 7th annuity due on May 27, 
2010, instead of the usual method of communication i.e. email, the reminder 
from Remfry dated March 29, 2010 addressed to the Patentee Dextra Asia was 
sent at the address of Dextra India Pvt. Ltd. by ordinary mail. As a result, the 
above said reminder was never received by the Patentee i.e. Dextra Asia Co. 
Ltd. in Thailand. The Patentee came to know of the above said reminder letter 
from its agent only after the Patent was lapsed and it summoned the file from 
Remfry in 2013. The said reminder letter for payment of seventh annuity from 
Remfry's to Dextra India, sent at the old office address is also available on 
record which was also filed along with the Patentees' Reply Statement to 
Opponent- M/s Halfen Moment submitted on June 26, 2013. 
 
It is clarified that as at the time of filing Form 15 with this background, we will 
focus our arguments on Section 61 of the Patent act. It is requested that as the 
broad reason for lapse in renewing the patent remains the same i.e. 
communication gap between the Patentee and its agent therefore, a broad view 
is taken that such lapse was due to circumstances beyond the control of the 
Patentee who did not intend not to renew the subject patent. 
~ ~ 

 
 Opponents Stand 
       

a) Jayshakti Mechanical Works through Krishna & Saurashtri 
 

The Opponents said that the stand taken by Patentee that Dextra India Pvt. 
Ltd. had no role whatsoever in instructing Attorneys or 
filing/prosecution/maintenance or enforcement of patents in India or making 
payments to agents is absolutely false as Mr. Sunil Desai of Dextra India has 
signed the Power of Authority authorizing Ranjan Narula Associates (RNA) in 
Feb 2010. The Patentee has failed to give any documentary evidence to support 
that the Patentee did not intend to allow the patent to lapse. 



The only evidence that is provided is the communication between the Patentee 
and the Patentee's erstwhile Attorneys Remfry dated March 31, 2009 which is 
with respect to the 6th year annuity. This communication is completely 
irrelevant to the current proceedings which relate to the payment of 7th year 
annuity fees. It is further stated by RNA that Remfry followed the practice of 
reminding the Patentee of forthcoming deadlines via email. However, Remfry, 
abruptly, in the same year when the Patentee failed to discharge his duties, 
started communicating reminders via ordinary mail to Dextra India's address. 
This seems to be a concocted story by the Patentee's Attorney to protect the 
lost rights of the Patentee. The Patentee's Attorney mentions about annexing a 
copy of this reminder letter for payment of seventh annuity from Remfry's to 
Dextra India but no such letter is annexed. 
Further the Opponent has stated that Patentee has made contradictory 
statements in their application for restoration of patent filed in Form 15 and 
their Reply statement dated November 29, 2013 (hereinafter referred to as 
'reply statement'). For this reason, the patent should not be restored in limine. 
In Form 15, para no. 4, it is stated that in April 2010, the Patentee was advised 
by their erstwhile Attorneys that the seventh year annuity was due for payment 
and on receipt of this information, they instructed the erstwhile Attorneys to 
proceed with the payment. The Patentee further goes on to state that as per 
their understanding and belief - the seventh annuity had been paid in respect 
of this patent so they further instructed their attorney agency to make 
arrangements to pay the fee for eighth annuity, which is when they realized 
about the lapse of the patent. The statement in Form 15 constitutes a tacit 
admission at the instance of the Patentee regarding the lapse of the patent due 
to the agency and shows the Patentee's awareness about the pending annuity. 
It further shows the careless conduct of the Patentee in not acting to ensure 
and check whether the patent was actually renewed or not. 
No material has been produced by the Patentee to sustain the present facts 
stated in the said application and on these grounds also the application is 
liable to be dismissed/rejected with exemplary costs.  
 
Opponent in their rejoinder has submitted that the said Power of Attorney 
dated 15th February, 2010 was executed by Dextra Asia Co. Ltd. in favour of 
Ranjan Narula & Associates in respect of Patent No. 222772. The said Power of 
Attorney was in relation to all matters and proceedings before the Controller 
General of Patents in connection with or incidental to the said Patent No. 
222772 including the opposition proceedings and in general to do all acts or 
things as the agents may deem necessary and also requesting that all notices, 
requisitions and communications relating to the matters and proceedings, in 



respect of Patent No. 222772, be sent to the agent's Gurgaon Office whose 
address is provided in the Power of Attorney itself. Therefore, it does not lie in 
the mouth of the Patentee to say that the power of attorney dated 15th 
February, 2010 was executed for a limited purpose and Remfry and Sagar were 
still the Attorneys on record. 
 
Opponent further submits that another power of attorney dated 29th 
September, 2011 was executed by the Patentee in favour of Ranjan Narula & 
Associates to cover up the malicious conduct of the Patentee and/or their 
agents. Opponent submits that there is absolutely no reason to execute a 
power of attorney at a later date when Ranjan Narula & Associates were 
already on record as Patentee's agents, except to achieve a malafide purpose. 
This dishonest, fraudulent and malicious conduct of the Patentee is 
unwarranted and uncalled-for and the application for restoration of the said 
Patent should be rejected on this ground alone. 
 
The conduct of the Patentee and/or their agents is tainted with malice and 
falsehood. The Patentee is guilty of concealment and/or suppression of 
material facts in the said restoration application and in the reply statement. 
Further, patentee and/or their agents have made averments which are 
unsubstantiated and are false and fraudulent on the face of it. 
 
Thus, there is ample proof and evidence on record to show that the failure to 
pay the renewal fee by the Patentee with respect to the subject patent 
application was not unintentional and there has been undue delay in making 
the said application for restoration. 
 
Further, it is pertinent to mention that during the relevant time during which 
the 7th year annuity for renewal of the subject patent was due, the Patentee's 
attorneys on record were Ranjan Narula & Associates. Patentee has concealed 
and/or suppressed that during the relevant time, Ranjan Narula 
Associates were their attorneys on record and therefore are guilty of suppresio 
very and suggestio falsi. It is vehemently denied that Patentee had entrusted 
the filing, maintenance and renewal of the subject patent with its then 
appointed agents, Remfry & Sagar, who acted as and when instructed and 
reminded of any action due by its agents only. It is' repeated and reiterated 
that during the relevant time when the 7th annuity for renewal of the subject 
patent was due, Ranjan Narula Associates were patentee's attorneys on record. 
 



b) Halfen Moment India Pvt. Ltd through Neha Chugh of Morris 
Trade    Mark Co. 

 
 The Opponent stated Applicant has adopted careless and negligent attitude 
towards maintaining the Indian Patent application   No. 965/DEL/2004   and 
has not complied with the procedures of the Indian Patent Act. The Opponent 
submits that the Applicant were unable to meet the deadlines due to their own 
negligence and carelessness. Negligence or ignorance-of-law is not a ground or 
excuse in the eyes of law. 
 
The opponent has also produced an e-mail Dated: June 21, 2012 by Mr. Sunil 
Desai, Dy. Managing Director of Dextra India Pvt. Ltd. to Mr. Ranjan Kataria of 
Delhi Metro Rail Corporation (DMRC), where it is clearly stated by Mr. Sunil 
Desai that 'their (Applicant's) Patent is valid till 2024' even though the patent 
in question had been ceased w.e.f. May 27, 2010. Falsifying Patent Claim is a 
fraudulent Act in the eyes of law. The Applicant is falsifying the patent claim 
and wrongly enjoying the monopoly in government sectors by giving untrue 
statements. 

 
On the basis of this deceitful act of the Applicant, the patent should not be 
restored. 

 
The other issues raised by the opposition were not relevant under section 61 of 
the Patents Act 1970. 
 
 
Decision: 
 
It is evident from the documents filed by the Patentee that they have given 
contradictory statements for the cause of the lapse of the patent. In Form-15, 
Patentee has explained that their attorney reminded them to pay the annuity, 
therefore, they instructed the attorney to pay the annuity. Whereas, in 
opposition proceedings Patentee changed their stand and stated that the 
reminder sent by their attorney (Remfry & Sagar) did not reach them, therefore 
the patent lapsed. It appears that the Patentee has tried to implicate the 
erstwhile attorney for the lapse of the patent. It is also clear from the 
documents filed by the opponent in their rejoinder that the Power of Attorney 
dated 15th February, 2010 was executed by Dextra Asia Co. Ltd. in favour of 
Ranjan Narula & Associates in respect of Patent No. 222772. The said Power of 
Attorney was with respect to all matters and proceedings before the Controller 
of Patents in connection with or incidental to the said Patent No. 222772 
including the opposition proceedings and in general to do with all the acts or 



things as the agents may deem necessary and also requesting that all notices, 
requisitions and communications relating to the matters and proceedings, in 
respect of Patent No. 222772, be sent to the agent's Gurgaon Office whose 
address was provided in the Power of Attorney itself. 
 
The Patentee has not rebutted the claims of the opponents regarding power of 
attorney or other issues raised by them. Thus, on 27 May 2010 i.e., the last 
date for paying the renewal fees for next year, Remfry & Sagar (law firm) were 
not their attorney, therefore, were not responsible in any way for the lapse of 
the said patent. Therefore, none of the reasons given by the Patentee for the 
lapse of patent is correct. The Patentee has failed to prove that the lapse of 
patent was unintentional. 
 
Further, the Patentee is also guilty of concealment and suppression of the facts 
and for making false claim regarding validity of the patent. 
 
In view of the facts and circumstances, I hereby refuse to restore the patent 
number 222772 granted to patent application   No. 965/DEL/2004.    
 
Date: 05/12/2014 
 
 
 
 
        Dr. Kavita Taunk 

(Assistant Controller of Patents and Designs) 
 
 
 
 
Copies to: 

1. Dextra Asia Co. Ltd  
   Through: Ms Rachna Bakhru 
                  Ranjan Narula Associates 
                  Vatika Towers, 10th Floor, 
                  Block-B.Sector-54, 
                  Gurgaon-122002  
                  National Capital Region (Haryana) 
                  India 
2. Jaishakti Mechanical Works 

    Through: Krishna & Saurastri,  



                   74-F, Venus, 
                  Worli Sea Face, 

         Mumbai- 400 018, India. 

3. Halfen Moment India Pvt. Ltd. 
         Through: Ms. Neha Chugh  
                        MORRIS TRADE MARK CO. 
                         8/3 Old Rajinder Nagar, 

               New Delhi-110060 INDIA 
 

4. RMID Section 

5. IT Division for necessary changes in module as per order. 

6. RECS Incharge for publication 

7. File copy.   

 
 


