To,
Dr. W.M. Dhumane & Dr. Usha Rao

Office of the Controller General of Patents, Designs & Trade Marks

Comments on Issues Related to Working of Patents under the Patents Act, 1970

Dear Sir/Madam,
In furtherance to the circular published by your office on 01.03.2018, we wish to submit the following comments on the issues related to working of patents under the Patents Act, 1970, and in particular the format of Form 27. 
We would also like to be present at the consultation meeting scheduled on March 21, 2018 and would be grateful for an invitation for the same. 
Our suggestions are already available in a writ petition
 filed by one of us before the Delhi High Court in 2015, as also in an article
 titled ‘Making Patents Work: Of IP Duties and Deficient Disclosures’ and published in the Queen Mary Journal of Intellectual Property. Nonetheless, for the sake of your convenience, we highlight as under:

Importance of Patent Working Disclosure
Patent working norms lie at the very heart of India’s patent system. In exchange of the grant of monopoly, the patentees are required to work their patented invention, as far as practicable, for the public benefit, by ensuring that patented products are available in adequate quantities and at reasonable prices. The failure to fulfil this mandate can trigger a penalty in the form of compulsory licensing or revocation of the patent. Besides this, courts routinely deny the grant of an equitable remedy (i.e., interim injunctions) when the patent has not been worked. The lack of access to patent working information, thus, directly impacts the possibility of such trigger/refusal of injunction and denies consumers and the wider public the potential to access more affordable patented inventions, a concern most starkly felt in the area of patented medicines and public health. 
Therefore, it is critical to ensure that the patentees and licensees make a full and complete disclosure of the patent working information. The current format of Form 27, under which the patentees and their licensees are required to disclose the patent working information, is however insufficient to ensure this. It suffers from considerable ambiguity and omits to ask patentees for a number of important particulars that are necessary for an effective assessment of the commercial working of patented inventions. Due to these defects, it facilitates strategic non-disclosure of complete working information by patentees. A survey
 undertaken by us a few years ago revealed that between the years 2009 and 2012, a significant number of patentees who made the Form 27 filings, submitted information that was deficient in important particulars, that is, grossly incomplete, incomprehensible or inaccurate.
 
A. Reformation of Form 27

In view of the above, we recommend that the current format of Form 27 be amended. The writ petition that we filed (as mentioned above) devotes an entire section to this issue and outlines some suggestions to improve the current format of Form 27.
 We reiterate those suggestions below:  
i) A critical part of Form 27 i.e. Paragraph 3 merely asks patentees and licencees to “give whatever details are available” without mandating such disclosure in stronger terms, given that it is a statutory mandate under section 146 of the Patents Act (to disclose the full extent of commercial working of the patent). Owing to this nebulous wording, patentees and licensees have strategically provided rather vague and non-specific information that makes it impossible to determine the extent of working. 
ii) Paragraph 3(i)(b) of Form 27 requires patentees to state the “quantum” and “value” of the patented product manufactured in India or imported from other countries.  This, however, fails to capture the actual sale of the patented invention in India. For it is not clear what is meant by “value” of the product. The term “value” and “quantum” ought to be spelt out with greater precision and specificity. It should also take into account the differential nature of the technology that patents protect.  Illustratively, in the case of pharmaceutical patents, the key question is: should value be the price at which the patented drug is sold/ distributed by the patentee to distributors or the final price at which the drug is sold to the patient? Ideally, the Form should call for both prices, but more so the price at which the drug is ultimately sold to the patient, as this helps determine whether the patented invention is worked to the best extent and the reasonable requirements of the public are being met. The “quantum” of product should also be indicated in clear terms. Lack of precision on this count has meant that drug patentees such as Bayer have used conflicting and confusing terminology to indicate quantum (packs vs boxes etc).
 

In the high technology sector, it is often the case that a single basic patent is embedded in multiple products, technologies and improvements. Since the current format of Form 27 does not call specifically for this information, patentees typically disclose only one application or product. Given the sheer importance of fostering more transparency within the high technology sector, Form 27 ought to be amended to explicitly call for this information. Specifically, the patentee must be made to disclose all technologies, applications and products (that they are aware of), where the same patent is deployed/used.
Conversely,  it    is    often    the    case    with telecommunications  and  other  technology  sectors, that  one  product  contains  multiple  patents underlying  it. Therefore, it is critical that all patentees who hold multiple patents covering a single product disclose other “related” patents for each such patent. A failure to disclose this information adversely impacts innovation and competitors significantly, as it unduly increases their search costs in all cases where there are potentially multiple patents covering the same product. Therefore, the present format of Form 27 ought to be amended to mandate disclosure of such information.

iii) Paragraph 3(ii) of the Form requires patentees to disclose “licenses and sub-licenses granted during the year”. However, here again, there must be more specificity. Due to the lack of emphatic specificity, a number of Form 27 submissions simply fail to disclose the details of licensees or licensing arrangements. The revised Form must begin by asking whether the patent has been licenced in the first place. If so, it must then ask for more details, such as the names of licensees and broad terms of licence that permit one to objectively ascertain if the patentee has worked the patented invention through the license to the reasonable satisfaction of the public.  Not all aspects of a license can be hidden away under the guise of confidentiality. Rather, particulars such as the name of licensee/s must compulsorily be disclosed under sections 67-69 of the Patents Act. Other details can be disclosed only to the extent necessary to demonstrate that the patent has been worked. Confidential licensing terms can be redacted at the option of the Patent Office and the statutory framework does provide leeway for this.

iv) Paragraph 3(iii) of the Form requires patentees to “state whether public requirement has been met partly/adequately/to the full extent at a reasonable price”. However, this is too vague, nebulous and absurd a question, as it is difficult to imagine any patentee forthrightly declaring that they have not met the requirements of the public. Instead of requiring the patentees to merely self-attest whether or not the reasonable requirement of the invention to the public have been met, the Form ought to call for more particular information as would help the Patent Office make this assessment. In particular, the patentee ought to be asked to submit the following: 
a) estimated demand of the patented invention or product; 

b) extent to which the demand has been met (i.e. availability); and
c) details of any special schemes or steps undertaken by the patentee to satisfy the demand.

Further, in case of pharmaceutical patents, where the patentees claim to have met this requirement through Patient Assistance Programmes (PAPs), they must be required to clearly indicate the quantity and price (if any) in the Form. Here again, the various gaps in the Form 27 filings by Bayer in relation to the Nexavar patent are telling.

B. Rectification of E-Filing Version of Form 27

The online version of Form 27, which can be submitted through the e-filing of patents facility (URL: https://ipindiaonline.gov.in/epatentfiling/goForLogin/doLogin), is even more problematic than the offline/physical format as it requires even less specificity in the information to be provided by patentees and licensees. Illustratively, it does not require them to submit information pertaining to the quantum of the patented product imported or manufactured. A screenshot of the online form as on 15.03.2018 is attached herewith. 

This blatant dilution of an important statutory mandate enables patentees and their licensees to evade public scrutiny of the true extent to which the patent has been licensed and worked.  Therefore, we recommend, as is also done in our writ petition,
 that the online version of Form 27 must be immediately rectified to enable patentees and licencees to submit full and complete working information.

C. Updating of Online Searchable Database
Currently, the patent working database on the Patent Office’s website (http://ipindiaservices.gov.in/workingofpatent/) provides access to Form 27s submitted in the calendar years 2012 and 2013 only. As a result, the Form 27 filings pertaining to the years 2003 to 2011, 2014 to 2017 are not conveniently available for public viewing through a single web page/interface. Rather, one has to go through each individual patent entry to determine whether or not Form 27s have been filed and updated for that particular patent. 
Further, even for the years 2012 and 2013, only the Form 27s submitted by the patentees are accessible on the database. Form 27s submitted by the patent licencees have not been uploaded. For instance, for patent number 215758, only the Form 27s submitted by Bayer (the patentee) show up on the database and not those submitted by Natco (the licensee). Furthermore, even the Patent E-Register provides copies of only Form 27s filed by the patentees in the patent working information section and not those filed by their licensees. The Form 27s submitted by patentees are also not made available for all years. For instance, for patent number 215758, the Patent E-Register reflects only Form 27s submitted by Bayer for years 2013 to 2016. The one submitted by it for 2012, which is available on the patent working database, has not been uploaded on the Patent E-Register. 
In order to provide for better transparency, we recommend, as done in our writ petition,
 that the Patent Office publishes all the information relating to commercial working of all patents (as encapsulated in the various Form 27s) for all years of operation of the patent on one consolidated page on their website. 
Further, may we please request that while framing the new Form 27 and implementing the patent working and disclosure requirement, the Patent Office ensure that the broad principles of patent working laid down under Section 83 of the Act are borne in mind. This will ensure that the new Form 27s and the consequent enforcement do not whittle away or dilute the patent working and disclosure mandate carefully constructed by our policy makers and enacted into law by the people’s representatives (namely, Parliamentarians). 
We hope that the above comments and recommendations by us will receive serious consideration by your office.
Most sincerely yours,
Prof. (Dr.) Shamnad Basheer

Honorary Research Chair Professor of IP Law, Nirma University

Visiting Professor of Law, National Law School, Bangalore

Founder and Chief Mentor, SpicyIP

Pankhuri Agarwal

Research Associate to Prof. (Dr.) Shamnad Basheer

Managing Editor, SpicyIP

N. Sai Vinod

Advocate, New Delhi
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