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(SECTION OFFICER) 

Note No. #3 

Subject: Petition to shut-down the Intellectual Property Appellate Board (IPAB) 
and transfer its functions to Commercial Courts & High Court, filed by Shri 
Prashant Reddy - Regarding. 

This is regarding a petition [Page No. 18-21/Corr] dated May 5, 2020 filed before Hon'ble 
CIM by Shree Prashant Reddy wherein the applicant has requested that the Intellectual 
Property Appellate Board (IPAB) should be shut down by the Government and the functions 
of IPAB should get transferred to commercial Courts and High Courts. 

2. The Intellectual Property Appellate Board (IPAB) was established on 15th September, 
2003 in Chennai under Section 83 of the Trade Marks Act, 1999 to hear appeals against the 
decisions of the Registrar of Trade Marks and Geographical Indications and Controller of 

Patents. The IPAB consists of Chairman, Vice-Chairman and Five Technical Members IPAB 
and One Technical Member from Plant Varieties Protection Appellate Tribunal (PVPAT) by 
invoking 'Transitional Provision' under Section 59 of the Protection of Plant Varieties and 
Farmers' Rights (PPV&FR) Act 2001, to hear appeals against the decision of Registrars of 
Copyrights, Trade Marks, Geographical Indication Registry, and controller of Patents. Besides 

Principal Bench at Chennai, the Circuit Bench sits at Mumbai, Kolkata, Delhi and Ahmedabad 

also. 

3. The main objectives of the establishment of the Appellate Board are:- 
• to provide a mechanism for quick disposal of cases; 
• to develop sound precedents and practices; 
• to ensure that appeal from the Registrar's decision is dealt with by judicial and 

technical experts promptly, and 
• to avoid conflicting decisions which have been given by various High Courts in the 

past. 

4. Vide the said petition, it has been inter-alia stated that:- 
• Since its creation, the IPAB has been dysfunctional for large periods of time. For 

instance, the IPAB has not been able to hear patent cases since 2016 when the last 
Technical Member (Patents) retired from the Board. It has not had a Technical 
Member (Trade Marks) since December, 2018. Since its inception, as per our 
calculations, the IPAB has not had a Chairperson for a cumulative total of 1,130 days. 
The delays in appointment have in turn caused severe delays in the progress of IP 
litigation in India. Such delays have been commented upon by even the United States 
Trade Representative (USTR). These delays presumably have a very real cost on the 
Indian economy, especially for sectors where intellectual property is vital. One such 
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example is the pharmaceutical industry where the revocation of a patent over a 

pharmaceutical product can cause entry of competitors. This can translate into a 
reduction in prices through increased competition. Similar examples can be found in 
many other sectors where IP is an increasingly important variable in business 

calculations. 
• On the few occasions that it operates, the IPAB usually functions only in Chennai 

where it is headquartered or in Delhi where it has a secondary office. On rare 
occasions its judges fly to Mumbai to hold hearings. Its Chennai office is lacking in 
infrastructure and the minimum requirements as outlined by the IPAB's former 
Chairperson Justice Prabha Sridevan in her report to the Madras High Court are yet to 
be met by the government. The IPAB has been operating in Chennai out of the same 
building since its inception. Promises of a new building are yet to be met. More 
worrying than the infrastructural constraints is the fact that the IPAB's existence in 
only two cities severely impedes physical access to justice. On the other hand, 
infringement lawsuits can be filed in District Courts or High Courts (with original 
jurisdiction) across the country. IP litigation in India these days is no longer the 
preserve of big corporations. Small and medium industries across India are 
increasingly involved in IP litigation. Due to the present state of affairs, important 

industrial and commercial centers like Mumbai, Gujarat, Bengaluru and Hyderabad 
can access the IPAB only through lawyers located in Chennai or Delhi or alternatively 
spend on the travel of local lawyers to those cities, thereby increasing costs of 
litigation. Prior to the creation of the IPAB, similar cases could be heard in High 

Courts across the country. 

5. As far as the filling of the posts at IPAB is concerned it is submitted that this 
Department is taken prompt actions to fill the vacant posts. A vis-a-vis brief about the 

vacancy positions and steps taken to fill the vacancies follows:- 

Chairman, IPAB:- 

The post of Chairman had fell vacant after attaining the age of superannuation by the 

Chairman on 21.09.2019. In anticipation of the vacancy, a request had been made to the 
Secretary General, Supreme Court of India vide letter dated 04-04-2019 seeking 
recommendations of Hon'ble Chief Justice of India for nominating a suitable person for 

appointment as the Chairman IPAB. A reminder has been sent on 16.07.2019. Another 
request vide letter dated 09.09.2019 has also been made, and reminder dated 18.10.2019 
has also been sent. Before the recommendations were received, Hon'ble Supreme Court 
directed the Government to extend the tenure of Retd. Shri Justice Manmohan Singh as 
Chairman IPAB upto 21.09.2020. Following the directions of hon'ble Supreme Court, 
necessary Orders were issued by this Department. The process for appointment of new 
Chairman after completion of the extended tenure of Retd. Shri Justice Manmohan Singh as 
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Chairman w.e.f. 22.09.2020 has already been initiated as per the Tribunal Rules 2020. 

Vice Chairman:- 

The post of Vice Chairman, IPAB been advertised in 19-25 October, 2019 edition of 
Employment News as per the directions of the Hon'ble Supreme Court of India in Writ 
Petition No. 279 of 2017 (Kudrat Sandhu vs. Union of India). In response to the above 

advertisement this Department has received 13 applications for the said post of Vice 

Chairman, IPAB. In the meantime, the Ministry of Finance has notified the new Tribunal, 
Appellate Tribunal and Other Authorities Rules (Qualifications, Experience and other 
Conditions of Service of Members), 2020 based on which the Constitution of a Search-Cum 

Selection Committee for the appointment of Vice Chairman is under process. This 
Department has already obtained the nomination for Chairperson of the SCS Committee 
from Hon'ble Chief Justice of India and also issued OM to DoPT for their concurrence of the 

SCS Committee. 

Technical Members:- 

The vacancies were advertised on 28th July 2018 to 3rd August 2018 edition of the 
Employment News as per the old Rules in compliance of direction of Hon'ble Supreme Court 
of India in W.P. No. 279 of 2017. The Search-cum-Selection Committee (SCSC) was 
constituted with the concurrence of Department of Personnel & Training (DoPT). Meeting of 
the SCSC was held on 31.08.2019 for selection of the candidates for 5 posts of Technical 
Members (2 Copyrights, 2 Trademarks and 1 Patent). The SCSC submitted its 
recommendations for appointment which have already been sent to DoPT on 20.09. 2019 

for consideration of ACC for approval for 5 posts of Technical. The Approval of ACC on the 
above-mentioned names is still awaited by this Department. In this regard, a reminder dated 
03.03.2020 has already been sent to the DoPT, which presents matter to ACC. However, in 

light of no communication from DoPT, another DO reminders dated 02.06.2020 and 

30.06.2020 have been issued. 

6. The above petition was forwarded to the Office of Controller General of Patents, 
Designs and Trade Marks (CGPDTM). The CGPDTM Office has examined the petition and 
furnished comments (Page No. 22-24/Corr) which are re-produced here for ready reference:- 

Isl.No. Points/recommendation in petition Comments 
1 IPAB's powers only includes hearing appeals It is true that limited jurisdictions 

against orders of the Controllers of Patents and are vested in IPAB and most 
lthe Registrars of Trademarks, hearing adjudicative powers relating to 
revocation/rectification petitions against infringement lawsuits, revocations 
granted patents and registered trademarks and in case of counter claim, challenging 
kletermining royalty rates under the Copyright he Controller's or IPAB's 
IAct. orders/decisions by Writ petitions 
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on question of interpretation of 
statues reside only with the High 
Courts and the Supreme Court 
through SLP. Besides, power relating 
to infringement lawsuits without 
counter claim resides with the 
District Courts and the suits get 
transferred to the High Courts, the 
moment counter claims are filed by 
defendants. 

2 :Creation of IPAB was justified on premise that IP It is true that subject-matters of 
litigation requires technical expertise on the patents relate to different fields of 
bench; however, it is a known fact that no singleltechnologies or sometimes relate to 
rrechnical Member can have scientific expertise interdisciplinary subject fields and 
~o hear all the cases across the board, ranginglthus, inclusion of single/few 
from biotech patents to mechanical patents. !technical member/s for 

!appellate/revocation jurisdiction in 
IPAB cannot be considered to satisfy 
requirement of technical expertise 
in IPAB bench to deal with all such 
subject fields in IP litigations. 

3 High Courts decide patent infringement lawsuitslas per provisions of the Patents 
by relying on technical expert witnesses to reachlActs, party/parties to various 
conclusions and moreover, questions like proceedings file/s evidence, reply 
'inventive step' or 'anticipation' are as muchjevidence, rejoinder, etc. by way of 
~uestions of law and fact. Besides, there islaffidavits from technical experts. 
provision in the Patents Act for appointment oflQuasi-judicial authority (Patent 
Scientific Advisors to assist the Court or to(ontrollers) and judicial authorities 
inquire and report upon any such question of (Appellate Board/High Court) mainly 
act. rely upon such technical evidences 

as questions of fact and decide 
issues related to inventive step or 
obviousness as question of law. 
Thus, need of technical expertise in 
IP litigations is not a problem for the 
High Courts. 
Moreover, for an independent 
assistance/inquiry, as provided in 
the Patents Act, scientific advisors 
can be appointed by the High Court 
in any matter to report upon the 
question of fact and not involving 
the question of interpretation of 
law. 

4 In trademark litigations, requirement forUnlike patent, trademark litigation 
techntca! expertise makes little, which usually does not require technical expertise 
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involves comparing and understanding two o decide on question of fact in 
rademarks and understanding the nuances of bsence of any technical issues 
rademark law. under question. Such litigations 

mostly require question of law, 
hich any judicial authority can deal 
ith as it mainly involve 

interpretation of law. 

Multiple laws vesting jurisdiction in IPAB divide It is a fact that although appeal 
litigation between regular courts and IPAB like iurisdiction is with IPAB, many 
rademark and Patent infringement suits can be irnes, parties approach High Courts 
iled only before District Courts or High Courts using Writ jurisdiction in the name 
ith original civil jurisdiction, while the IPAB can f interpretation of statute instead 
nly hear revocation petitions. The questions of f preferring for appeals in IPAB. 

law and fact are often quite similar in both imilarly, after grant of patents, 
infringement and revocation lawsuits and hence, mostly post-grant opponents also 
it makes little sense to divide such litigation ile revocation petitions in IPAB, but 
between two different forums. Overlapping matters ultimately reach to the High 
litigation between the IPAB and regular courts ourts due to infringement suits and 
has also caused significant confusion and delay counter claims of revocations by 
ue to multiple litigations in same matter efendants, which results in very 
ravelling up to the Supreme Court. The delays ew matters end up in IPAB. Thus, 
have a very real cost on Indian economy, ultimately most of patent matters 
specially in pharmaceutical industry, where the are litigated in the High Courts only 

revocation of a patent over a pharmaceutical and some cases even land up in the 
product can cause entry of competitors and upreme Court as SLPs. 
reduction in prices through increased hus, for avoiding overlapping 
ompetition. litigations, by shifting appellate 

unctions back to the High Courts 
ppears justified 

5 

ppellate functions of the IPAB can be shifted In present scenario, where most of 
back to the High Courts, as was the case prior to IP litigations ultimately land up in 
he constitution of IPAB. he High Courts due to no technical 

member/chairman/functional bench 
f IPAB, it would always be better 
ram judicial angle to shift all 
appellate functions back to the High 
Courts, which functions from across 
he country as against IPAB's mostly 
arks from Chennai and Delhi only. 
herefore, recommendation that 
he IPAB be shut down and its 
unctions be transferred to the 
ommercial bench in High Courts 
eems a good idea. 

6 

7 Problems relating to functioning/operation of s mentioned above, IPAB's 
IPAB can be addressed by shutting down IPAB appellate functions to be shifted 
nd transferring its functions to Commercial back to the High Courts and the 
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9 

can be 

ourts created under the Commercial Courts IPAB to be shut down and its 
ct, 2015 and it would be significantly better unctions (that are mostly appellate 

the IPAB for resolution of IP in nature) be transferred to the 
ommercial 
onsidered. 

isputes. Courts 

ommercial courts exist across the country and ince the Commercial Courts in the 
not just in Delhi and Chennai and their High Courts function from across the 
unctioning is also streamlined through e-filing, ountry, recommendation for 
reater transparency measures and modern ransferring of IPAB's functions to 

procedural interventions like case management he Commercial Courts in the High 
hearings. However, the IPAB usually functions ourts prima facie appears 
nly in Chennai where it is headquartered or in meaningful being non-functional 

Delhi where it has a secondary office. On rare IPAB with limited appellate 
ccasions it holds hearings at Mumbai. iurisdictions. 

Important industrial and commercial centers like 
Mumbai, Gujarat, Bengaluru and Hyderabad can s mentioned above, the High 
ccess the IPAB only through lawyers located in ourts rely upon the technical 
hennai or Delhi or alternatively spend on the vidences as questions of fact and 
ravel of local lawyers to those cities, thereby ecide IP litigations including 
increasing costs of litigation. Prior to the echnical points like inventive step 
reation of IPAB, similar cases could be heard in r obviousness as questions of fact 

High Courts across the country. nd law. Even if required, the High 
ourts call upon independent 
ssistance/inquiry from Scientific 
dvisors appointed to report the 
uestion of fact. Therefore, 

petitioner's recommendation can be 
prima facie considered for initiation 
f discussion with stakeholders at 

least. 

7. As far as the functioning of IPAB from Chennai office only is concerned, it is submitted 
that the IPAB is shifting its location from private building at Guna Complex Chennai to Shastri 
Bhavan, Chennai where infrastructure is as per the requirements of the Tribunal. Also, after 
the directions of Hon'ble Supreme Court, the proposal for creation of additional Bench at 
Nagpur has already been approved by the Government and this Department expediting the 
matter. 

8. The petitioner however, also submitted that he is not first people to suggest the 
scrapping of the IPAB, Justice Prabha Sridevan who was the former Chairperson of the IPAB, 
in 2013 wrote an opinion editorial in a national newspaper recommending that the 
government shut down the IPAB and transfer its functions back to the High Courts. Further it 
is submitted that, today with the benefit of hindsight, it is safe to conclude that the creation 
of the IPAB under the Trade Marks Act, 1999 was a historic mistake and it is up to the 
government to take steps to rectify this error. 

9. In view of above, the petitioner requested the Government to take cognizance of 
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their representation and initiates a discussion with all stakeholders on this very important 
issue. 

10. The applicant has also filed an application dated 29.06.2020 under the Right to 
Information Act, 2005 (Page No. 1-5 /Corr) wherein the applicant has sought information 
about the decision taken on the said Petition. The RTI will be disposed of in due course. 

File is submitted for perusal of the petition, comments of CGPDTM Office and 
further directions in this regards. 

08/07/2020 4:22 PM 
ABHINANDAN MATHUR 

(ASSISTANT SECTION OFFICER) 

Note No. #4 

Detailed Note #3 above may kindly be referred. 

File is submitted for kind consideration and further directions in 

regard of the subject matter. 

08/07/2020 5:15 PM 
PRADEEP TOPPO 

(SECTION OFFICER) 

Note No. #5 

09/07/2020 11:01 AM 
RAJESH RANJAN 

(UNDER SECRETARY) 

Note No. #6 

The administrative issues of appointment of Chairman, VC and Technical 
Members are being addressed and process will be completed at the earliest. 
Infrastructural issues of IPAB are also being addressed including office space for 
IPAB, Chennai. 

Regarding overlapping litigation and multiple appellate forums deciding upon 
the issues emerging out of various IPR Acts leading to dilution of role of IPAB, 
misuse and forum-shopping by appellants causing burdening of courts, a 
meeting/Ve may be organised with Department of Legal Affairs. 

Meeting may also focus on creating structure of the IPAB in line with other 
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tribunals such as ITAT or Authority for Advance Rulings especially in terms of 
bench structure, and may also discuss mechanism to setup jurisdiction of various 
IPAB benches and matters being taken up by them. This will address the issue of 
travelling to different IPAB benches even by the judges for hearing, among 
others related issues. 

10/07/2020 2:14 PM 
SACHIN DHANIA 

(DEPUTY SECRETARY) 

Note No. #7 

The applicant may be informed that his views have been noted. 

14/07/2020 6:09 PM 
RAVINDER 

(JOINT SECRETARY) 

Note No. #8 

14/07/2020 6:53 PM 
SACHIN DHANIA 

(DEPUTY SECRETARY) 

Note No. #9 

15/07/2020 10:16 AM 
RAJESH RANJAN 

(UNDER SECRETARY) 

Note No. #10 

15/07/2020 10:21 AM 
PRADEEP TOPPO 

(SECTION OFFICER) 

Note No. #11 

Refer Note #7 above: 
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Comments of Jointre-produced below for ready reference. 

11The applicant may be informed that his views have been noted". 

Sd/ 
JS(R) 

14.07.2020 

As per the directions of Joint Secretary, a draft letter [DFA/57294] conveying 
that the views/ suggestions of the applicant have been taken on records is 
attempted. 

2. File is submitted for consideration of the draft [DFA/57294]. 

16/07/2020 1:11 PM 
ABHINANDAN MATHUR 

(ASSISTANT SECTION OFFICER) 

Note No. #12 

16/07/2020 3:20 PM 
PRADEEP TOPPO 

(SECTION OFFICER) 

Note No. #13 

We may only write in the letter that his suggestions have been noted. 

17/07/2020 7:34 AM 
RAJESH RANJAN 

(UNDER SECRETARY) 

Note No. #14 

Reference above Note. 

As directed, revised draft letter to Shri Prashant has been modified and 
placed at DFA/57294 for kind consideration and approval please. 

17/07/2020 12:52 PM 
PRADEEP TOPPO 

(SECTION OFFICER) 

Note No. #15 
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19/07/2020 2:25 PM 
RAJESH RANJAN 

(UNDER SECRETARY) 

Note No. #16 

Letter issued. 

20/07/2020 1:27 PM 
PRADEEP TOPPO 

(SECTION OFFICER) 
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